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STATES DISTRICT COUR 5 (iV 12€3*7 
UNITED STATE: STRICT COURT » 
SOUTHERN DISTRICT OF NEW YORÉ * Oi as $ 


'EXACO INC., 


Plaintiff, 


74 Civ. 
- against - 
COMPLAINT 
‘LIED CHEMICAL CORPORATION, E ARE T 


Defendant. 


n 
== 
Plaintiff, TEXACO ENC is ) its complaint erein 


e INS xis 
alleqes as follows: 


Jurisdiction 


"NE. 
Ais This is a civil action for infrindthent of 
federally recistered trademarks, and for false designation 
of origin or false description in violation of federal law, 
and for related claims of unfair competition under state 
law, in which the amount in controversv, exclusive of 
interest and costs, exceeds the sum or value of $10,000. 


Jurisdiction of this Court arises under the Trademark 


Statutes of the United States, (Act of Julv 5, 1946, 15 


2 
U.S.C. 61051 et seg.), as amended, and specifically by 
virtue of 15 U.S.C, $$1121 and 1125(a) and 28 U.S.C. 
§§1331 and 1338. 
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Parties 


2 Plaintiff, TEXACO INC., is a corporation duly 


organized and exisitinq under the laws of the State of 
Delaware with an office at 135 Last 42nd Street, New York, 
Hew York 10017. 

Js Upon information and belief, defendant ALLIED 
CHEMICAL CORPOPATION is a corporation duly organized and 
existinq under the lavs cf the State of Nev Vork with an 


office at 1411 Broadway, New York, New York. 


Development and Business 
of TEXACO INC. 


4. Plaintiff, TEXACO INC., is one of the mejor 
integrated produces of petroleum and petroleum products in 
the United States and is the only marketer of gasoline and 
other petroleum products that has substantial and widespread 
retail distribution under a single trademark in all fifty 
states. 

9. Plaintiff and its predecessors have been en- 
qaged in all phases of the petroleum industry -- including 
exploration, production, transportation, refinina, and 


marketing -- continuously since 1902. Plaintiff's qrowth 


has kept pace with the growth of the oil industry itself 
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so that today the business of plaintiff and its wholly 


owned subsidiaries, many of which bear the TEXAC^ name, 
is conducted in many parts of the world. 

6. One of plaintiff's predecessors was organized 
under the name "The Texas Company" in 1902 and was the-e- 
after so known. Plaintiff as its successor bore that name 


from 1941 until a change of plaintiff's name to TEXACO INC. 
in 1959. 


Ti Since 1902, lona prior to plaintiff's chanae 
of name from The Texas Company to TEYXACO INC., plaintiff 
and its predecessors have been commonly referred to bv the 
single vord TEXACO. At least as earlv as 1902, the 
designation TEXACO was the cable address of plaintiff's 
predecessor's New York office, and shortly thereafter this 
coined vord, derived from a natural and distinctive abbre- 
viation of the corporate name, became the popular desiana- 
tion or trade name for the corporation. 

8. On or about December 21, 1902, plaintiff's 
predecessor The Texas Company, adopted and beaan to use, 
and said predecessor and then plaintiff have ever since used, 
a trademark consisting of the sinale word TEXACO upon 
various petroleum products. Said trademark was duly 
registered in the United States Patent Office by plaintiff's 
predecessor vith respect to crude petroleum and other 


petroleum products under No. 57,902 dated December 4, 1906. 
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my 


his recvistration is now owned hv plaintiff and is still 
valid and subsisting, unrevoked and uncancelled, and in 


full force and effect. Furthermore, plaintiff's riaht in 
the mark shown in said Registration No. 57,992 has be- 
come incontestable bv virtue of the provisions of 15 U.S.C. 
$1065. A copy of this tradenark registration is attached 
hereto and made a part hereof as Exhibit 1 to this complaint. 
Since said original adoption of said word 

TEXACO as a trade name and trademark, use of said word as 
a trademark and service mark has been extended to a wide 
variety of oil, gasoline and other products derived 
from crude oil and natural gas and to other aoods and 
to services, especially those connected with gasoline 
service stations. Plaintiff has also used, with respect 
to a variety of goods, many other marks containing *he 
distinctive prefix TEX, all of which are associated with 
one another and with plaintiff's name and mark TEXACO in the 
mind of the public. Uses of said mark TEXACO and of marks 
containing said word TEXACO and of said other TEX marks, 
and of the goods and services with respect to which said 
marks are used, are shown by the many registrations of said 
marks in the United States Patent and Trademark Office as 
herein alleged and attached. 

10. Plaintiff is the owner of United States service 
mark Registrations Nos. 794,974 of August 24, 1965; 794,948 


of August 24, 1965; and 817,162 of October 18, 1966, rélating 


En OMIT Yo PS 


C. P^ Macro ue P tg 


kie E E E en e aic 
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to use of its TEXACO mark ín connection with gas station 


services, and is the owner of the followina United States 


registrations of trademarks which consist of or incorporate 


the word TEXACO or the distinccive prefix TEX: 


TEXACO 


TEXACO 


TEXACO & 


Hexagonal 


design 


TEXACO & 


Hexagonal 


design 

TEXAYCE 
TEXCLAD 
TEXGOLD 
TEXLITE 
TLXLUBE 


TEXMILL 


TEXMAP 


TEXOL 


193,474 
669,519 
742,887 


780,806 


812,793 


775,231 


814,388 


321,874 
792,826 
933,473 
129,404 
128,185 
312,800 


926,388 
128,186 


12/30/24 

11/11/58 

1/01/62 
12/01/64 


08/16/66 


08/18/64 


09/06/66 


02/19/35 
07/20/65 
05/09/72 
02/17/20 
12/23/19 


05/08/34 


01/04/72 


12/23/19 


GOODS 


Insecticides 
Gasoline, etc. 
Water proof, eta. 


Automobile 
polishes, etc. 


Heat transfer 
fluid 


Gasoline, etc. 
Colf balls 


Car oils 

Lubricants, eta. 
Soluble oil | 
Kerosene oil | 


Lubricating oils 


l 
Lubricating 
qrease 


Processing oilg 


Lubricating oils 
d. 


TEXSPRAY 


TEXTPACT 


TEXACO & 
Hexaaonal 
desian 


TEXACO & 
llexaqonal 
desian 


TEXACO & 
Hexaqonal 
design 


TEXACO & 
Hexagonal 
design with 
delta wing 


TEXACO 
SPINTEX 


648,086 


TEXACO 
TOPICS 


277,893 


TEXACOAT 119,586 


TEXAD 912,340 


TEXAFORGE 937,410 


TEXAMATIC 438,623 


TEXAMIST 962,457 


TEXATHERM 780,824 


TEXACO & 
Hexaqonal 
desian 


835,841 
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08/01/72 


07/16/74 


11/22/32 


06/26/73 


07/09/57 


12/02/30 


11/27/17 


06/08/71 
07/11/72 


05/04/48 


07/03/73 


12/01/64 


09/26/67 


Pubber process- 


oils 
Pust inhibitors 


Comnounded 
Mineral oil 


Pubber extender 
Tinyl hard tor 


dressing 


Car wax, etc. 


Lichter fluid, 
Ste. 


Aircraft enaine 
oil 


Lubricating oil 
Monthly publi- 
cations 


Waterproof 
paint 


Additive, etc. 
Lubricants 


Lubricating and 
hvdraulic oils 


Lubricating oils 


i 


Heat transfer 
fluid 


Batteries 


TEXACO & 
Hexagonal 
Rorder 
desian 


TEXACO & 
Hexagonal 
desian 


TEXACO & 
Hexagonal 
design 


RED STAR 
GPLEN T 
(design) 


(TEXACO) 


" 


RED STAR 
GREEN T 
(design) 


846,249 


367,112 


883,163 


921,776 


922,392 


922,526 


923,115 


926,387 


124,602 


140,227 


150,620 


660,721 


794,284 


799,517 
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03/19/68 


03/25/69 


12/30/69 


10/12/71 


10/19/71 


10/19/71 


11/02/71 


01/04/72 


02/25/19 


03/08/21 


01/03/22 


04/22/58 


08/17/65 


11/30/65 


Automobile 
filters 


Automobile 
lamps 


Automotive 
hose clamps, 
etc. 


Charcoal 
lighter fluid 


Fan belts, etc. 


Car wash con- 
centrate, etc. 


Shock absorbers 


Transmission 
stop leak, etc. 


Petroleum, etc. 


| 
Asphalt products 
| 


Petroleur 
asphalt oils, 
etc. 


Coal spray oil, 
etc. 


Liauid anti- | 
freeze solutions 


Oil heating 
equápment 


RED STAR 
GREEN T 
LP GAS & 
design 


RED STAR 
GREEN T 
TEXACO 


165,370 


- 678,315 


TEXWAX 320,810 


All said registrations are valid and subsisti 
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06/28/66 


03/06/23 


01/08/35 


Pustproof 
asphalt and 
petroleum hase 
metal protective 
coatings 


Licuefied 
petroleum qas 


Solid, semisolid 
and liauid 
asphalt, etc. 


Road surfacing 
materials, etc. 


Paraffine wax 


1, unrevoked 


and uncancelled, and in full force and effect, and copies 


thereof are attached hereto and made a part hereof as 


Exhibits 2 - 55 to this complaint. 


11. Continuously during the past 70 years petro- 


leum products beari: 1 or sold under the 


TEXACO mark have 


been extensively marketed and advertised in interstate 


commerce thi. aqhout the United States and in many foreign 


countries. Since long prior to defendant's acts herein 


complained of, the name and trademark TEXACO and the 


| 
other aforesaid trademarks of plaintiff have become indelibly 


associated with plaintiff in the mind of the purchasing 


public when used in connection with the advertising and 


sale of gasoline, motor oil, and other products. 
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12. The tot' l dollar amount of sales in the 
Unitec .tates by plaintiff under plaintiff's aforesaid 
trade name, trademark and service mark TEXACO and under 


ts other TEX trademarks durinc the ten year period pro- 


ceding the filing of this complaint has amounted to many 


billions of dollars. During the same period, more 
qasoline has been sold in the Uni*ed States under the 
TEXACO mark than under any other brand name. 

13. During the same ten year period plaintiff 
has spent in the Unit States many millions of dollars 
in advertising the aforesaid TEXACO trademark and service 


mark and the related TEX marks referred to above. 


14. Since long prior to the acts of defendant 
herein comp'ained of, said name and mark TEXACO and said 
other TEX marks have come to be and are now recocnized 
and relied upon by the public as identifying plaintiff's 
goods exclusively and as distinquishina plaintiff's goods 
from those of others, and have come to represent and symbolize 
and do now represent and symbolize a vast and valuable 


qoodwill belonging to plaintiff. 
Violations and Injury to Plaintiff 


15. Defendant is a large, publiciy held corpora- 
tion which is engaged in, among other things, the operation 


of gasoline service stations and the distribution and 
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marketing of gasoline, motor oil, and other petroleum and 
related products, both through its ovn outlets and through 
others. 

16. Defendant has used and is usina the desi- .i- 
tion TEXCAS in connection with the advertisement and sale 
of gasoline, motor oil, and other products deríved from — 
oil and natural gas and to identify gas service stations 
owned, sponsored, or franchised by defendant, with full 
knowledge of the rrior, long, and extensive use by plaintiff 
of the corporate and trade name TEXACO the service mark and 
trademark TEXACO, and the widespread use by plaintiff of other 
trademarks all containing the distinctive prefix TEX and the 
goodwill represented by said name and marks. The designation 
TEXGAS is a likely and apt contraction of the term "TEXACO | 
Gasoline", and its use by defendant has been in violation 
and derogation of plaintiff's prior and supericr rights in 
its said name and marks. 

17. In or about August 1971, defendant began to 
advertise its service stations and its dasoline, motor oil, 


and other petroleum and related products bearinq or sold under 


the designation TEXGAS by taking a full page advertisement in 


| 
Life magazine which was widely distributed in the United —— 


A photocopy of said advertisement is attached hereto and 
made & part hereof as Exhibit No. 56 to this complaint. 


Said advertísement depicts a montage of petroleum products, 
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including gasoline, motor oil, and similar products, all 
of which bear or are shown as being sold under the desiqna- 
tlon TEXGAS. 

18. The designation TEXCAS is a simulation 
and colorable imitation of plaintiff's aforesaid name and 
marks and so resembles them that when applied to defendant's 
goods it is likely to cause and has caused confusion and 
mistake and deception, so that some purchasers vill mistake 
defendant's designation for plaintiff's said name and marks 
and that other purchasers will be led and have been led to 
believe that defendant's desiqnation constitutes a variant | 
brand of plaintiff's goods or that defendant's goods — A: 
with, are sponsored by or have some other connection with | 
riain *ff. 

19. Defendant, in so usinq the designation 


TEXGAS, has appropriated and is appropriating to itself 


the valuable goodwill attaching to and symbolized by plain- 


tiff's aforesaid TEXACO name, trademark and service mark 
and the related TEX trademarks. 

20. Defendant's aforesaid acts have caused and 
are causing great and irreparable injury and damage to 
plaintiff's name and marks and to the business and goodwill 
represented thereby. 

21. Plaintiff has demanded of defendant that it 
discontinue the use of the notation TEXGAS hut defendant 


has failed and refused to do so. 
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22. Unless defendant's aforesaid acts are en- 
joined and restrained by this Court, said acts will he 
continued and vill continue to cause irreparahle injury 
to plaintiff. 

23. Defendant is the owner of the following three 

AS in the 
United States Patent and Trademark Office: the regis- 
tration of the words TEX-GAS displayed in an arch which 
issued on February 5, 1957 under No. 640,852 with respect 
to "liquified petroleum gases and more particularly to 
liquified petroleum gases in sealed containers"; the reqis- 
tration of the word TEXGAS displaved in a script on an 
angle which issued on October 24, 1961 under No. 722,939 
with respect to "liquified petroleum aases -- namely, butane, 
propane"; and the registration of the word TEXGAS in non- 
distinctive type which issued on July 10, 1973 under 
No. 963,835 with respect to "distributorship services in 
the field of equipment using liquified petroleum gases." 
Each of said reqistrations is invalid and this Court should 
rectify the register of the United States Patent and Trade- 


mark Office by directing that each of said reqistrations 


be cancelled because use of each reqistered mark infringes 


valid rights of plaintiff acauired by it under the laws of 
all the states and territories of the United States by 


virtue of use of its mark and name as aforesaid continuing 
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from a date prior to the date of publication under the 
Txademark Act of such reaistered mark and because each said 
registration was obtained fraudulently in that, contrary 

to the statement of the applicant for such recistration, 
the applicant was then well aware of plaintiff's trademark 
TEXACO, of plaintiff's rights thereto and of the likelihood 
of confusion, mistake and deception arising from the re- 
semblance of the purported mark TEXCAS to plaintiff's said 
mark TEXACO and because all proceedings conducted by and 
papers filed by the applicant and subsequent owners of such 
registration were conducted. and filed with full knowledae 
of plaintiff's mark TEXACO and of plaintiff's rights with 
respect thereto and registrations thereof. 


24. Plaintiff has no adequate remedy at law. 


COUNT I 


Trademark Infrinqement 


25. Paragraphs 1 through 24 are incorporated 


herein by reference. 


26. Defendant's aforesaid acts constitute trade- 
mark infringement in violation of 15 U.S.C. $150? et seg. 


and of plaintiff's trademark ridhts at common law. 


18a 


COMPLAINT 


COUNT II 


Unfair Competition 


iy Paragraphs 1 through 24 are incorporated 
herein by reference. 

28. Defendant's aforesaid acts constitute unfair 
competition with plaintiff in violation of plaintiff's 


rights at common law. 


COUNT III 


Violation of 15 U.S.C. $1125(a) 


29.  Paraaraphs 1 throuadh 24 are incorporated 
herein by reference. 

30. Defendant's aforesaid acts constitute a 
false designation of origin and false description of goods 
introduced into interstate commerce in violation of 
Section 43(r; of the United States Trademark Act of 1946, 


15 U.S.C. $1125(a). 


COUNT IV 


Dilution 


31. Paraqraphs 1 throuch 24 are incorporated 
herein by reference. 
32. Defendant's aforesaid acts are likely to cause 


injury to plaintiff's business reputation and confusion as 
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to the source and sponsorship of defendant's qoods and 
business and thus to dilute and diminish the distinctive 
quality of plaintiff's corporate and trade name and its 
trademark TEXACO and its other distinctive TEX marks, 

all in violation of Section 368-d of the General Business 


Law of New York and of plaintiff's ridhts at common law. 


WHEREFORE, plaintiff respectfully prays: 


Lo That defendant, s officers, aqents, servants, 


employees, attorneys, related companies, and those in active 
concert or participation with them or any of them, be 
permanently enjoined and restrair-4: 
a. From using the notation TEYGAS upon 
or in connection with the sale of gasoline, motor 
oil, or any other product derived from crude oil 
or natural gas, or any product related thereto 
or to the sale or distribution thereof, 
and from using any other notation so similar to 
plaintiff's corporate name and trademark and 
service mark TEXACO or plaintiff's other 
distinctive TEX marks, as to he likely to cause 
confusion or mistake or to deceive or to cause 
dilution of the distinctive quality of the 
plaintiff's said name and trademarks or injury 


to plaintiff's reputation. 


20a 


COMPLAINT 


b. From doing anv other acts or thina 
calculated or likely to cause confusion or mis- 
take in the mind of the public or to lead pur- 
chasers into the belief that defendant's products 
come from or are the products of plaintiff or are 
somehow sponsored by or connected with plaintiff, 
or that there is some connection betveen plaintiff 
and defendant, and from othervise unfairly com- 
petinq with plaintiff. 

Ze That defendant and those controlled by defen- 
dant be required to deliver up to the Court for destruction 
all merchandise and all signs, labels, prints, packages, 
wrappers, receptables, advertisements, and other matter in 
their possession bearing the notation TEYGAS or any other 
colorable imitation of plaintiff's corporate name and servica 


mark, and trademark, TEXACO or plaintiff's other dis- 


tinctive TEX marks, and all plates, molds, matrices, and 


other means of makina the same. 


d. That defendant be required to account to plain- 
tiff for profits and damaaes arising out of the foregoing acts 
of trademark infrincement, unfair competition, dilution, and 


violation of 15 U.S.C. §1125(a), includina treble damages for 


said trademark infringement. 
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da That the Court order that the Register of the 
United States Patent and Trademark Office bo rectified by 
cancellation of the defendant's aforesaid registrations of 
the purported trademark TEXGAS pursuant to Section 37 of the 


United States Trademark Act of 1946, 15 U.S.C. $1119. 


as That plaintiff have and recover its costs and 
disbursements. 
6. That plaintiff have such other and further 


relief as the Covrt may deem just and appropriate. 


ROGEPS HOGr & HILLS 
Attorneys for Plaintiff 


b, 
Azs (> Ç) 


tr V aS + LX — Y, 4^, OS 
and P. O. Address 
90 Park Avenue 

New York, New York 10016 


Tel. 953-9200 
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MOTION FOR CHANGE OF VENUE UNDER 28 USC $1404 (a). 
UNITED STATES DISTRICT COURT 
m 


JUTHERN DISTRICT OF NEW YORK 


TEXACO INC., 


Plaintiff, : > Civ. (LWP) 


ALLIED CHEMICAL CORPORATION 


Defendant. 


MOTION FOR CHANGE OF VENUE 
. UNDER 28 USC § 1404 (a) 


Comes now Defendant, Allied Chemical Corporation, 
pursuant to Rule 7(b) of the Federal Rules of Civil 
Procedure and 28 USC § 1404(a), and moves this Court for 
an order transferring this action to the United States 
District Court for the Southern District of Texas, Houston 
Division, for the convenience of parties and witnesses, in 
the interest of justice, in that, as explained in the 
accompanying Memorandum and Affidavits of John F. Lynch 
and Harry O. Keir: 

s This action might have been and should have been 
brought in the Southern District of Texas. 

2. The convenience of the parties would be served 
by a transfer to Houston since Allied sells TEXGAS products 
through its Union Texas Petroleum Division principally in 


Texas and the Southeast. 
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P Texaco has a significant corporate presence in 
Houston. 
4. Transfer will permit the proper joinder of other 


corporate parties whose presence is necessary. 


-F The potential witnesses in this action are located 
predominantly in areas remote from New York and a significant 
number of potential witnesses who will establish the long 
history of use of the TEXGAS mark are located in or more 
conveniently to Houston. 

6. Evidence as to the strength of the family marks 
identified by the alleged distinctive prefix "TEX" is 
uniquely available in Texas and the Houston area. 

This Motion is based upon these reasons, the 
accompanying Affidavits and the Memorandum of Law in Support 
of this Motion wherefore Defendant prays that this action be 
transferred to the United States District Court for the 
Southern District of Texas, Houston Division. 


Respectfully, 


m" C O 


William K. Kerr 

Eric C. Woglom 

Fish & Neave 

277 Park Avenue 

New York, New York 10017 
(212) 826-1050 


MOTION FOR CHANGE OF VENUE UNDER 28 USC $1404 


f Counsel: 


James V. Maher, Jr. 
Allied Chemical Corp. 

P. O. Box 1057R 
Morristown, N. J. 7960 
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John F. Lynch 

David L. McGuire 
Arnold, White & Durkee 
2100 Transco Tower 
Houston, Texas 77027 
(713) 621-9100 


Attorneys for Defendant 


UNITED STATES D.STRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


vs. 
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277 Park Avenue 
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(212) 826-1050 


John F. Lynch, Esq 
David L. McGuire, Esq. 
Arnold, White & Durkee 
2100 Transco Tower 
Houston, Texas 77027 
(713) 621-9100 


Of Counsel: Attorneys for Defendant 


James V. Maher, Jr., Esq. 
Allied Chemical Corp. 
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I. Introduction 


This is an action for trademark infringement and unfair 


competition. The gravamen of the action is the alleg 


ation 
by plaintiff Texaco, Inc. ("Texaco") that defendant Allied 
Chemical Corporatio ("Allied") is infringing trademark 


rights of Texaco aru is unfairly competing with Texaco by 


Allied's sale of petroleum products under the trademark 


"TEXGAS". 


Pursuant to 28 U.S.C. 1404 a), Allied 


moves to transfer 


this action for convenience of the parties and witnesses and 


in the interests cf justice to the United States 


District 


Court ‘for the Southern District of Texas (Houston Division) 


where this action "might have been brought." 


he facts discussed below clearly establish that such a 


transfer represents a convenience to parties and expected 


witnesses and is in the interests of justice as required by 


the transfer statute. In addition, the transfcr of this 


action to Houston obviates Allied's concurrently filed motion 


to dismiss this action for failure to join an indispensable 


party.  Texgas Service Stations, Inc. is a separate corporatio 


through which Allied accomplishes retail marketing of gasoline, 


motor oil, and related automotive products, und2r the 


TEXGAS mark. This corporation is an indispensable party to 


this action. but is not joinable in this action so len 


it is maintained in New York. However, Texgas Service 


Stations, Inc. has its principal place of business in Heuston, 


Texas, and may be joined in accordance with the provisions 


of Fed.R.Civ.Pro. 19 should this action be transferred to 


Houston. 
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Background of the Action 

This action by Texaco complains generally of trademark 
infringement and unfair competition by Allied. The accused 
activities of Allied involve basically the activities of the 
Union Texas Petroleum Division of Allied ("Union Texas") and 
two corporate subsidiaries of Allied, Texgas Corporation and 
Texgas Service Stations, Inc., which promote and market 
certain petroleum products under the trademark TEXGAS. No 
other divisions or subsidiaries of Allied are invclved in 
the sale of TEXGAS products. The products marketed by the 
Union Texas division and the Texgas subsidiaries under the 
trademark TEXGAS basically exist in two product areas: 

(1) Texgas Corporation, a separate corporate 
subsidiary under the Union Texas division makes retail 
sales under the trademark TEXGAS of liquefied petroleum 
gas ("LP-gas") which is used generally as a household 
and light industrial fuel. Union Texas also distributes 
LP-gas to independent dealers, some of whom sell under 
the TEXGAS brand pursuant to branding agreements. 

(2) Texgas Service Stations, Inc., a separate 
corporate subsidiary under the Union Texas division, 
owns and operates TEXGAS service stations at which 
TEXGAS gasoline, motor oil, and related products are 
sold to the public.  Texgas Corporation also operates 
nine retail gasoline stations in the southeastern 
United States. In addition, Union Texas sells TEXGAS 
motor gasoline on a wholesale basis to independent 
retailers who in turn may sell the gasoline to the 
public through service station outlets using the TEXGAS 


brand under branding agreements. 


ithe facts set ferth herein are supported by the 
affidavits of John F. Lynch and Harry O. Kier, submitted 
in support of this motion. 


3la 
DEFENDANT'S MEMORANDUM IN SUPPORT OF MOTION FOR CHANGE OF VENUE 


General Factors Considered in Determining Transfer 
of Cases 


The transfer statute, 28 
for convenience of parties and the interest 
of justice, an action may b tran: "ed > any other district 
where the action originally m have been brought. 

This statute is designed to enable parties to conduct 

itigation in a convenient forum preventinc waste of time, 
energy and money, and to permit che court which will ultimate- 
ry the issues to be present. live witnesses and 
nearby sources of proof. Van Du Barrack, 376 U.S. 
(1964); Gulf Oii Corp. v Gilbert, 330 U.S. 501 (1947). 

Criteria applicable to assessment of the balance of 
convenience include (l) the ccavenience of the parties, (2) 
the convenience of witnesses, (3) the relative ease of 
access to sources of proof, (4) the availability of process 
to compel attendance of unwilling witnesses, (5) the cost of 
obtaining willing witnesses, (6) the practical problems 
indicating where the case can be tried more expeditiously 
and unexpensively, and (7) the general interests of justice. 
Goldstein v. Rusco Industries, Inc., 351 F.Supp. 1314, 1317 


(S.D.N.Y. 1972). 


These criteria should be applied with a view to the 


issues to be tried in the litigation. Some major and pre- 


liminarily discernible factual issues in this case are 
whether there has been confusion and there is a 
likelihood of confusion between TEXACO and TEXGAS, 
whether indeed the prefix "TEX" is distinctive of 
TEXACO products, the cornerstone on which TEXACO 


appears to base its assertion of likelihood of con- 


fusion, and 
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whether Texaco knew or should have known of the long, 
open and prominent use of TEXGAS by Allied and 
predecessors for Over twenty years, and has 
acquiesced in the conclusion of non-confusion. 

The probative evidence on all *hese issues will be 
found to a large extent in Houston tot New York City where 
TEXGAS products are not even on the market. Evidence of 
confusion and likelihood of confusion will exist in the 
market areas where the marks are used Simultaneously. 

Market evidence will also determine whether the "TEx" prefix 
as applied to TEXACO products is distinctive. The Origin of 
Texaco as The Texas Company in the oil producing state of 
Texas certainly indicates that this assertion of distinctive- 
ness should stand Scrutiny of the Texas market where "TEX" 
companies are found in some significant number in the oil 

and petroleum business. Lastly, Texaco's knowledge of 
Allied's use of TEXGAS should be determined where the parties 
have coexisted, where the contacts between Texaco and TEXGAS 
brands occurred for years to an extent that knowledge of the 
long and open use of TEXGAS must be attributed to Texaco. 

In this case, both convenience and the interests of 
Justice favor a Houst n forum. Defendant's petroleum operations 
are based in Houston as are its subsidiaries Texgas Corporation 
and Texgas Service Stations, Inc. The areas of the country 
where the alleged infringement and confusion have occurred 
is in the Southwest, south, and midwest states, around 
Houston. Important witnesses are located in Houston. Plain- 
tiff Texaco has a Significant, if not major, presence in 
Houston. Contacts between Texaco and the TEXGAS brand 


sufficient to Clearly establish long knowledge by Texaco of 


Allied's TEXGAS brand name occurred in Houston. 


The factors dictating transfer outlined herein are factors 


that go to what this litigation is all about, and they clearly 


int to a Houston forum. 


A. 


to any request for transfer pursuant to 28 


whether the action origin- 


illy might have been brought in the proposed transferee dis- 


trict. Hoffman v. Blaski, 363 U.S. 


arrack, 376 U.S. 612 (196 


J^ 
> 
Hi 
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couid have properly initiated this 
District of Texas, Houston Div 


Texaco's complaint alleges trademark infringement and 


unfair competition. Jurisdiction is predicated upon the 


trademark laws of the United States (15 U.S.C. $1051, 


specifically 15 U S.c. $$1121 and 1125(a)), and upon diversity 


(28 U.S.C. $1331). Pendent Jurisdiction for the alleged un- 


fair competition claim is predicated upon 28 U.S.C. $1338 (b). 


(Complaint, para. 1). Venue for such an action is therefore 


determined by the general venue provisions of 28 U 


U.S.C. 


$1391(c) which provides: 


à "A corporation may be sued in any judicial 
3 district in which it is incorporated or licensed 
to do business or is doing business, and such judicial 


district shall be regarded as the residence of such 
corporation for venue purposes." 


Junio a 


Defendant Allied is licensed to do business in the 


state of Texas and maintains the headquarters of its Union 


Hk at pd 


Texas Petroleum Division at Houston. The division officers 


and the management staff of the Union Texas Division reside 


and office in Houston. Hence, had this action been originally 


brought in the Southern District of Texas, venue would have 


been proper. 
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IV The Southwest United States 
í plained of by Tex 


aetailing the n of the w and 
proofs relevant to this action, it is important to recognize 
now the mark TEXGAS grew up and how and where it is current- 
y ex 
A. The TEXGAS mark has a History Beginning 
in the Texas Area — — — — OPERE 
In 1954, a corporation named +exas Natural Gasoline 
Corporation, ("Texas Natural" » based in Tulsa, Oklahoma, 


began marketing liquefied petroleum gas (LP-gas) under the 


TEXGAS brand. In 1955 a Sales office was opened by Texas 


O Dy 


Natural in Houston, and tank trucks marked with e TEXGAS 


brand delivered products over a wide area of Texas. By 


1958, sales offices were established 


Iowa, Kentucky, Pennsylvania, Florida, 


and South Dakota. By 1959, Texas Natural wa: producing LP- 


gas at ll plants (owned or partially owned), nine of which 
were in Texas, the remaining two being in Louisiana and 
Montana. Storage facilities for LP-gas were maintained near 


Houston, Texas, as well as other locations in Texas, Louisiana, 
and Montana. And further, by 1959, Texas Natural maintained 
a fleet of over one thousand partly owned and partly leased 
railroad tank cars, many of which were marked with the 
TEXGAS brand. 

On March 3, 1960, Texas Natural Gasoline Corporation 
was merged into Union Oil and Gas Corporation to form Union 
Texas Natural Gas Corporation based in Houston, Texas, which 
continued to market TEXGAS brand LP-gas. In 1962, Union 
Texas Natural Gas Corporation was acquired by Allied, and 
the marketing of LP-gas under the TEXGAS mark continued. 
Then in 1962, Allied also acquired a gasoline refinery 


located at Winnie, Texas, from a different corporation, 
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Texas Gas Corporation. Prior to 196; in the late 1950' 
Texas Gas Corporation had marketed motor gasoline in Texas 


under a name featuring "Texas Gas Corporation." When Al] 


acquired this gasoline Producing facility, it continued the 


sale of gasoline through many of the "Texas Gas Corporation" 


branded outlets in Texas, changing the brand to TEXGAS which 


a 


had been used for LP-gas since 1954. 


The origin and initial development of the TEXGAS mar! 
took place in and around Texas. It therefore is to be 
expected, as will be developed below, that the evidence and 
the witnesses to establish ihis early use are located in 
Iexas and areas of the southwest United States, and are much 


more convenient to a Texas forum. 


B. The Areas Where TEXGAS and TEXACO Marks Are Used 
Center Around Texas 


———RÉ———— À—M 
Texaco is alleging trademark infringement by Allied by 


virtue of Union Texas' activity which "is likely to cause 
and has caused confusion." (Complaint, para. 18.) Hence 
extremely relevant evidence of the actual alleged confusion 
in this case will be forthcoming from persons who perforce 
must reside in the marketing regions of this country where 
Texgas Corporation, Texgas Service Stations, Inc., Union 
Texas division and Texaco are and have been concurrently 


selling products. Such evidence will be extremely important 


in this case. While Texaco has a Federal registration of 


its trademark, Allied likewise has Federal trademark registrations 


of TEXGAS, which have been issued for many years (Complaint, 
para. 23), and one of which hae become uncontestable under 
15 U.S.C. $1065. 

Texaco has alleged that it markets gasoline and other 
petroleum products in all fifty states of the United States 


under the TEXACO trademark. (Complaint, para. 4.) On the 


southern and southwestern 


TEXGAS Retail Servic 


(Due to the concentration of loca 
some areas, a single dot may repr 
than one retail outlet.) 


DALLAS 


\ BEAUMONT 
17 STATIONS | 


\ 10 STATIONS 
\ 

SM AATOHIO MUSTO 

6 STATIONS 24 STATIONS 


issourl, Tennessee, Mississippi, and Florida. The map 


Texas, Arkansas, 
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As can be seen from the above map, inore than one-half 


of che service stations which sell gasoline, motor oil, and 


"n a 


related automotive products under the TEXGAS mark are located 


in eastern and central Texas covering a region which has 
Houston as its geoqraphic center. 
The fact that Texaco has an adequate market presence in 


Texas is reflectec by the fact that there are over one 


hundred fifty Texaco automotive service stations marketing 


gasoline under the Texaco brand in Houston (as indicated by 


t 


he local Houston "Yellow Pages" telephone directory). 
With respect to liquefied petroleum gas, Texgas Corpora- 
tion markets LP-gas generally in the states east of the 


Rocky Mountains and maintains retail outlets primarily; in 


the midwest, southeast and northeast with several retail LP 


we 


gas locations in upper New York state. Again the activity 


~y 


is more naturally centered around Houston. The map below 


shows Texgas Corporation retail LP-gas outlets as well as 


branded independent LP-gas dealers of Union Texas selling 
products and using the TEXGAS brand on signs or on trucks or 


the like: 
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The Complaint does not allege where Texaco markets 


LP- 


jas in the United States. Herce, the market areas where 


Texaco alleges that confusion and unfair competition exist 


ild not include the Southern District of New York to more 


trivial extent. 


The Convenience of the Parties is Served 
by a Transfer to Houston 
oy a transrer to Houston — — 


A. 


Allied Selis TEXGAS Products Through Its 
Union Texas Petroleum Division in Houston 


Union Texas Petroleum Division of Allied handles all of 


Allied's sales, marketing and promotion of TEXGAS products. 


T 


The division has facilities for producing petroleum products, 
including crude oil and natural gas, and for refining, 
transporting and selling these products. Allied's use of 
the mark TEXGAS is through its Union Texas division and the 
subsidiaries, Texgas Corporation and Texgas Service Stations, 
Inc. 

The division officers and primary management staff of 
Union Texas reside and maintain offices at Houston, Texas. 
Marketing, promotion and sales of TEXGAS products are directed 


by sales and marketing personnel located in Houston for 


Union Texas, Texgas Corporation, and Texgas Service Stations, 


Inc. Central records with respect to sales and promotion of 


TEXGAS products are maintained at Houston. Thus, although 
the corporate headquart.rs of Allied Chemical Corporation 
are located in Morristown, New Jersey, the personnel responsible 
for the planning and conduct of the operations related to 
TEXGAS product sales are located in Houston and records of 


these activities are maintained at offices in Houston. 


2there is one Texgas Corporation retail outlet which sells 
LP-gas, not gasoline, under the TEXGAS mark in the Southern Dis- 
trict of New York. That retail outlet is in New Lebanon, New 
York, in Columbía County, about 120 miles from this court. 
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Marketing and promotion of gasoline and LP-gas under 
the TEXGAS mark is directed from Houston, all credit card 
files for TEXGAS product s:les are in Houston. Finally, the 
refinery where Union Texas produces its gasoline is located 
at Winnie, Texas, approximately 50 miles from Houston. 

In all these areas there exists relevant evidence 
respecting the use of the TEXGAS mark by defendant. Indeed, 
the retail planning is undertaken in Houston. Transport of 
refined product is carried out by trucks and tank cars 
bearing the TEXGAS mark predominantly from refinery and 
storage facilities around Houston. Ultimately, the marketing 
of TEXGAS gascline and motor oil is accomplished through 
over one hundred outlets which are located in Texas. About 
half of these Texas locations are Houston or within the 
subpoena range of the Houston Federa. District Court. 


B. Texaco Also Has a Significant Corporate 
Presence in Houston 


On information and belief, Texaco has about 3,900 
employees in the Houstcn area. In addition, there are over 
150 Texaco service stations listed in the Houston phone 
directory. Texaco maintains a principal regional seles 
office at Bellaire, Texas, a community entirely surrounded 
by the city of Houston; that sales office is believed to 
oversee sales in Texas and Surrounding states, including 
areas where the TEXGAS products are primarily sold. (On the 
Other hand, there appears to be no regional sales office in 
New York City or New York State.) Texaco also maintains a 
credit card center in Houston believe to encompass credit 
card sales in Texas and surrounding states. Of Te...o's 12 
refineries in the United States, four are located in Texas, 
and the one in Port Arthur, Texas, (approximately 80 miles 


from Houston) is believed to be Texaco's largest and has 


VENUE 
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£j adips eh YI cie eli ac VE d Ler ic, 


had dealings with Allied's Union Texas Division and its 


predecessors which used the 


(GAS brand for many years in 
$ connection with purchase and transfer of products. The 
Texas Pipe Line Company, a wholly owned Texaco subsidiary 
based in Houston, has had a history of dealing with Allied's 
Union Texas Division, and has in fact transported TEXGAS 
procucts via the Te:aco pipeline. 

Finally, Mr. R. Earle Wright, a corporate vice president 


of Texaco, believed to be f tl 


in cnarge of th 


e gas department of 


Texaco, from the aspect of production, resides in Houston. 


In addition, regional sales managers, E. W. Gunnels believed 
to have responsibility for gasoline sales, and J. A. Thelen, 
Texaco's regional manager of LP-gas sales, both believed to 
cover the region of Texas and surrounding states, maintain 
offices in Houston. Thus, the records relating to sales in 
the area where both TEXGAS and TEXACO products are sold are 

: likely to be located primarily in Houston. Although Texaco's 
principal offices are in New York City, according to the 

most recent 1974. Texaco Annual Report: 

"The organization of Texaco, Inc. is highly cen- 
trelized with respect to the formation of policy and 
budget, but is decentralized in the implementation of 
established policies and budgeted programs." 

The relevant issues in this litigation do not involve 
policy and budget matters, but rather involve whether the 
public has been or is likely to be confused oy the sale of 
LP-gas, gasoline and related petroleum and automotive products 
under the two marks. These issues can best be determined by 
the Court's having access to the operational personnel of 


Texaco in the region where TEXGAS and TEXACO products are 


sold to the public, i.e., in Texas. 


C. Contacts Be*ween Texaco and Union Texas in the 
Houston Area Are Relevant in Establishing Laches 
and Acquiescence by Texaco in the Use of the 
TEXGAS mark by Defendant 


Aside from the allegation of confusion between the 
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'EXGAS and TEXACO marks, Allied's Union Texas division and 

its predecessors have been using the mark TEXGAS openly in 
dealings with Texaco for many years. There have been 

numerous contacts between personnel of Texaco and personnel 

of the Union Texas Petroleum Division of Allied as well as 

its predecessors who have marketed TEXGAS products. These 
contacts have taken place predominantly between personnel 
located in Houston, Texas. For example, since 1954 and 

1955, Texas Natural Gasoline Corporation, a predecessor of 

the Union Texas Petroleum Division of Allied, has marketed 
LP-gas under the TEXGAS mark. Since this period and into the 
1970's, Texas Natural Gasoline Corporation had direct dealings 
with Texaco, Inc. (then The Texas Company) in purchasi:;; 
liquefied petroleum gases for resale. These purchases were 
made as a result of orders on purchase orders bearing the TEXGAS 
mark, for products manufactured at a number of Texaco plants -- 
at Blessing, Texas, Old Ocean, Texas, and Wilcox, Texas, all 
within 80 miles of Houston. In execution of these orders, 
Allied and the predecessors of Allied sent tank trucks 
prominently displaying the TEXGAS mark into these plants of 
Texaco to take delivery. Delivery of LP-gas from Texaco has 
also been received by branded distributors using tank trucks 
bearing the TEXG.S brand. 

At least as early as 1956, Texaco has in turn purchased 
LP-gas from the predecessors of Allied's Union Texas Petroleum 
Division. These transactions also took place at Houston, 
Texas, and related to LP-gas delivered directly to Texaco's 
Port Arthur refinery in tank trucks beariag the TEXGAS 
brand. 

Accordingly, significant corporate records of Texaco 
relating to the contacts between Texaco and Union Texas 


Petroleum as well as its predecessors will be fouii at 
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Houston, Texas. Also, defendant is fairly certain that 
discovery will develop the identity of Texaco-employed 
individuals who have dealt with defendant and have 
aware of the use of the TEXGAS mark by defendant. 
individuals are believed to be Mr. J. E Thelen, 


5. 


Sales Manager of Texaco in Houston and Mr. C. L. Masterson, 
a Texaco employee in Houston. rely exist both at 
Texaco's offices and at the 
Houston area. 

Proof of these transactions and proof that management 
personnel of Texaco have long been aware of use of the 
trademark TEXGAS by defendant represents an important issue 


in this case. 


"Where a Party has failed for a substantial period 
of time to take action to protect an alleged right [in 
a trademark], that fact may be strongly relied on at a 
subsequent date as evidence that the marks are not 
confusingly similar." E. Vandenburg, Trademark Law 
and Procedure, at 156 (2d ed. TANE So oe - 


In Loma Linda Food Co. v. Thomson & Taylor Spice Co., 
279 F.2a 522, 525 (C.C.P.A. 1960), the court stated: 

"If the evidence shows a state of facts in which it is 

inconceivable that the party charged with laches in a 

trademark case could have been unaware of the opposing 

party's use of the mark, he cannot be heard to say that 

his delay is excusable because of lack of knowledge." 


D. Transfer Will Permit the Proper Joinder of Other 


Corporate Parties Whose Presence Is Nesessary 
-9rporate Partie aE HS Nesessary — 


AS pointed out by Allied in its accompanying contingent 
motion to dismiss for failure to join an indispensible 
party, most retail gasoline sales of the Union Texas Petroleum 


Division are accomplished through the corporation Texgas 


Service Stations, Inc. ("TSSI"). 3TSSI isa separate corporation 


which maintains its corporate headquarters at Houston, 
Texas. All the officers of TSSI reside in Houston. 
Texaco has requested in its complaint an injunction 


against Allied and its subsidiaries including TSSI from 
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selling gasoline, motor oil, and related products to the 
ublic under the TEXGAS mark wever, TSSI may not be 


enjoined unless it is a party to this action. 
TSSI is not qualified to do business in New York and, 
in fact, does not do any business in New York. As stated 
ve, the service stations operated by TSSI exist in the 
southern and southwestern United States. All the TSSI 
records are located at Houston, Texas, and a significant 
number of the service stations owned or operated 


utilizing the TEXGAS mark are located in Texas. Clearly the 


might protect its manifest interest in the continued unf 


use of the TEXG?7S mark in its service operations. 


VI. The Potential Witnesses Are Located Predominant 


1 
ly 
in Areas Remote from New York, and a Significant 
Number of Potential Witnesses are in Houston, Texas 
ES Witnesses are in Hou 


Perhaps the most significant factor to consider in 
determining the convenience of a forum is to determine the 
proximity of witnesses to that forum and the availability of 
compulsory process to acquire those witnesses to be at 


trial. As stated by the Supreme Court in Gulf Oil Corp. 


v. Gilbert, 330 U.S. 501, 511 (1947): 


"Certainly to fix the place of trial at a point 
where litigants cannot compel personal attendance and 
may be forced to try their cases on deposition is to 
create a condition not satisfactory to the Court, jury 
or most litigants." 


In Polaroid Corp. v. Casselman, 213 F. Supp. 379, 382 (S.D.N.Y. 


1962) this Court recognized the importance of availability 


of li 
of 


live witnesses at trial in determining a transfer motion. 


"Depositions, deadening and one-sided, are a poor 
substitute for live testimony especially where, as 
here, vital issues of fact may hinge upon credibility. 
In determining credibility, there is nothing like the 
impact of live dramatis personae on the trier of facts. 
Thus, the transfer which defendant secks will not only 
serve the convenience of witnesses but, more importantly, 
the ends of justice." 


C SA 


Bie 


DEFENDA 
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A. Witnesses to Establish the Long History of Use of 
the TEXGAS Mark Are Located in or More Conveniently 
to Houston 


Union Texas Petroleum Division of Allied traces its use 
of the TEXGAS trademark back to 1954 when TEXGAS was first 
employed in connection with the sale of LP-gas by Texas 
Natural Gasoline Corporation, a predecessor of Allied. As 
established by the attached affidavit of Mr. Keir, witnesses 
presently known to the defendant to testify with respect to 
this matter are: 

Mr. Neal E. Van Fossan, currently employed by 

Union Texas Division of Allied, and residing 
in Houston; was an engineer with the Texas Natural 


Gasoline Corporation prior to the time when TEXGAS 
was first used by Texas Natural; 


Mr. John Sutherland, currently division vice-president 
of Union Texas Division and residing in Houston, was 
also an original employee of Texas Natural Gasoline 
Corporation since 1955, not long after the TEXGAS 
brand was adopted; 


Mr. John Oxley, no longer an employee of defendant, 
the former President of Texas Natural Gasoline 
Corporation who currently resides in Tulsa, Oklahoma; 

Mr. Dale Parker, currently an employee of Union Texas 
Petroleum Division of Allied Chemical, who resides in 
Houston and can establish the extent to which petroleum 
products were transported in railroad tank cars bear- 
ing the TEXGAS mark at a time before 1960. 

Mr. Billy H. Jordan, currently an employee of Union Texas 
residing in Houston, was a truck dispatcher with Texas 
Natural Gasoline Corporation in 1956, and has knowl- 
edge ot shipments of LP-gas in TEXGAS branded tank 
cars, including shipments to and from Texaco facilities 
in such tank cars. 

Texas Gas Corporation, another predecessor of defendant, 
had been marketing gasoline through branded gasoline service 
stations since as early as 1956. This gasoline was sold 
under the Texas Gas Corporation brand, the similarity of 
which to the current TEXGAS mark is apparent. As established 
by the affidavit of Mr. Keir, the following are some of the 
witnesses who have now been identified as being able to 
testify concerning the early sales of gasoline under the 


TEXAS GAS mark: 
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Mr. J. W. Love, currently a Union Texas Petroleum 
employee, residing in 
of Texas Gas Corporati 


uston and a former employee 


Mr. Phillip Cordell, currently a Union Texas Petroleum 
y 

employee and a former employee of Texas Gas Corpora- 

tion residing in Houston; 


i 


Mr. Norman McIver, a former employee of Union Texas 


Petroleum Company and a former employee of Texas Gas 
Corporation, currently residing in Houston; 


Messre. Roger McKillip and Perc Riggins, now retired 
and residing in Houston, were former employees of 
Texas Gas Corporation ard were also familiar 
gasoline operations conducted by Texas Gas Cc 
tion. 


wi 
rpora- 


In addition, there a> many independent gasoline dealers 


in the Houston area and in Texas who have been selling under 


the TEXGAS brand and are familiar with the actual marketplace. 
Among these dealers are several who have been selling gasoline 


under the TEXGAS brand for more than ten years, and previously 


had sold under the "Texas Gas Corporation" brand, for example: 


Mr. buster Essman, of Angelina Oil Company in Lufkin, 
Texas, is a petroleum products distrbutor currently 
marketing gasoline under the TEXGAS brand pursuant to 
a branding agreement with Union Texas Petroleum and 
formerly marketed gasoline under the TEXAS GAS brand. 


Mr. Cliff Bergeron, of Bergeron Oil Company in Winnie, 
Texas, has since the early 1960's been a branded 
dealer in TEXGAS products and previously had sold 
under the Texas Gas Corporation brand. 


Witnesses Who Have Been Exposed to 


TEXACO and TEXGAS Products Reside in 
Areas Proximate to Houston 


In Holiday Rambler Corp. v. American Motors Corp., 


254 F.Supp. 137, 139 (W.D. Mich. 1966), the court considered 


a transfer motion in a trademark infringement case: 


"Since the real question is primarily confusion 
in the minds of the consuming public between two trade- 
marks, it appears that witnesses from the consuming 
public would be the key witnesses in the case . h 


In Houston, Texas, a TEXGAS gasoline station has been 


operating continuously for about twelve years. There are 


over 30 additional TEXGAS stations in Houston and its environs 
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have been simil The consumers 


Houston, presently 
the Southern Dist 
in this 


in the other hand, there is not ie TEXGA: asoline 


3 


Station within 900 miles of New York City. This alone for 


ompelling reason for transfer. As (d by the Supreme 


urt in the leading case of Gulf Qil Corp. . Gilbert, 30 


3 
508-09, relating 
"Administrative difficulties liow for courts 


when litigaticn is piled up in congested centers instead 
of being handled at its origin. Jury duty is a burden 


is 

that ought not to be imposed upon the people of a 

community which has no relation to the litigation. In 

cases which touch the affairs of many persons, there is 
reason for holding the trial in their view and reach 

rather than in remote parts of the country where they 

can learn of it by report only." 

Although likelihood of confusion is not dispositively 
determined by the presence or absence of actual confusion, 
evidence at the location where simultaneous use has persisted 
for over twenty years is most certainly relevant. The 
parties likely will not be able to bring such evidence to 
the court in New York save by deposition. The greater 
convenience of a Houston forum to such witnesses is indisputable. 


Moreover, in Houston the subpoena powers of the court can 


compel such evidence at trial. 


C. Witnesses Who Will Establish the Current Usage 
of the TEXGAS Mark Are Located in Houston, Texas 


As indicated previously, all marketing personnel having 
responsibility for the marketing and sales of TEXGAS products 
by Union Texas Petroleum reside in Houston. Mr. A. C. 


Johnson is Vice President of Marketing for Union Texas 


Petroleum and is generally responsible for all TEXGAS product 


marketing. Mr. A. E. VanDyke is General Manager of Retail 
Marketing of LP-gas and supervises all sales of LP-gas and 


gasoline through retail locations owned by Texgas Corporation. 


lesale Sales, 


the TEXGAS mark 
familiar operations 


stations. 


Houston, 
several has been Manager 
Sales Promotion and has advertisir 
TEXGAS mark in the gasoi 
these gentlemen are expected 


promotion 


"^ 
o 
" 


gasoline Mr. Jack 
Sales, including 
niliar with actual 
TEXGAS mark. Mr. E. 


oline sales under 


ne nd ie 


T inc. ind is 


ld of TEXGAS 


= 
£y 
[re] 
oO 
Hh 
re) 
"r^ 
t 
c 
'O 
T 
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testify concerning 


in connection with 


subsidiary owned outlet 


nagement 
offices and resides 


of these men will 


on, and indeed the 
division of 


Texas. Testimony 


Moreover, these gentlemen, particularly Messrs. Johnson, 


Cordell and Berman (as well as others ide 
had contact with employees at 


douston, Texas, and will be expected to testify concerning 


the awareness of the TEXGAS mark on the 


ntified below) have 
primarily in 


j 


part of management 


personnel 


Texaco, Inc. of Houston, Texas. 


Finally, 


there are over 100 Service stations in Texas 


retailing gasoline 


to the consumer under the TEXGAS brand. 
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The employees and managers of these ns, many 
are not employees of Union Texas Petroleum but are 
Jobbers marketing under the TEXGAS brand pursuant to a 
branding agreement with Union Texas Petroleum, are expected 
to give relevant testimony concerning the likelihood of 
confusion and actual instances of confusion in their marketing 
area, an area in 

at the retail 

Por example, Messrs. sman and Bergeron 
above) are among dealers who are in the 
business under the TEXGAS brand. These men and their counter- 
Parts, among other independent dealers, would be much more 
conveniently served by a Houston forum. 


D. The Texaco Employees Who Have Been Aware of th 


the 
Marketing of TEXGAS Products and of Any Alleged 
Likelihood of Actual Confusion Are Located 
Remotely From New York and in Significant Part 


May Be Found in Houston, Texas 


Over the last ten years during which Union Texas Petroleum 


Division has been marketing various products under the 
TEXGAS mark, there have been significant contacts between 
Union Texas Petroleum ployees and Texaco employees. These 
contacts have involved primarily the sale and transfer of 
petroleum and LP-gas _:tween the companies. 

For example, Mr. J. E. Thelen, currently Texaco Manager, 
LP-Gas, and Mr. C. L. Masterson, a Texaco employee in Houston, 
have been dealing with representatives of Union Texas Petroleum 
in the sale of LP-gas products from Texaco to Union Texas 


Petroleum. These sales are accomplished by purchase orders 


s 


which display the TEXGAS mark. Such sales currently being 


accomplished through the offices of Mr. Thelen have been 
continuing for years through Texaco's offices in Houston. 
Hence, the pertinent personnel and most certainly the records 


with respect to these sales may be found in Texaco's Houston 


office. 
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exgas Corporation has for ears pur ised petroleum 
and LP-gas products from Texaco facilities at Blessing, Texas, 
1 Ocean, Texas nd Wilcox xas, all within subpoena 
r e of Houst 1 ir 1 J ivery of ach products, 
nion Texas Petr um anc branded LP-gas dealers have utilized 
tank cars and tank trucks [ displaying the TEXGAS 


ark. Such facts 1 
we kn to employees of 
xas facilities Although 
be identified in this ac 
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^indant to 


between Texaco and the pred 
ed the TEXGAS mark since 

which amount to acquiescenc 

Billy H. Jordan, a truck di 


traffic of tank trucks to T 


he was employed with Texas 
Similar additional evidence 
than to New York. 

In a further aspect, U 


are co-owners of a pipeline 


Company, having a terminal 
a number of southeastern st 
Union Texas Petroleum and M 


residing in Houston, are an 


e been occurring for years art: 
Texa ho are ated at these 
hese Texaco employees have yet 
ti , it would be improper and 
prec lant from being 
of these Texa employees, 


f acquiescence by Texaco management 


on Texas Petroleum. 
s establishing business contacts 
ecessors of Union Texas which 


the 1950's under circumstances 


e by Texac For example, Mr. 


spa 


(t 


cher with Texas Natural controlled 
exaco pl^^ts in the Houston area. 


ver with 


n. 
^ 
m 


Texas, delivered 
ur refinery in the 1950's when 
Natural. They reside in Houston. 


will be found closer to Houston 


nion Texas Petroleum and Texaco 
company, namely Dixie Pipeline 
in Houston and extending through 
ates. Both Mr A. C. Johnson of 


r. R. W. Booksh, a T taco employee 


à have been joint me. sers of the 
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board of the ! ie ipelin: mpany. Purthermore, both 
«aco and iion Te im employees have served on 
the board > Pipeline upan r à number of year 
Texaco also pipeline, namely The Texas Pipeline 
mpany, wh 5 been used by | n Texas Petroleum 
number of to deliver petroleu cts from 
a TEXGAS 
exas 
Texas. 
Finally, since TEXGAS products are marketed 
Texas and the Houston area, wou 1 t b cal that 
Texaco employees most aware instances of confusion would 
ly be in Texas? Texaco has alleged actuai confusion in 
complaint.  Whoever Texaco intends to rely upon to prove 


such instances of actual confusion, these witnesses most 


assuredly are not in New York y n TEXGAS products are 


in New York City. n the other hand, Messrs. 
n, Gunnels, Masterson, Wright, and Booksh are person 
he area where competition exists whose testimony is 


likely to be required by lied if not by Texaco. 


Evidence As to the Strength of Family of Marks 
Identified by the Alleged Distinctive Prefix 
"TEX" is Uniquely Available in Texas and the 
Houston Area 


The Complaint asserts Texaco's engagement in exploration, 

production, and refining of oil and natural gas (Complaint, 
para. 5). Texaco has alleged that it has used the mark 
"TEXACO" and “the distinctive prefix "TEX" all of which are 
associated with cne another and the plaintiff's name" (Complaint, 
para. 9), and furci:r that the mark TEXACO and said other 

have come to be and are now recognized and 

by the public as identifying plaintiff's goods 


exclusively." (Complaint, par 


telephone di 


name using 


et 


a 


companies 


minarily 


through 
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Dallas-Ft. Wort Texas 
Tex-O-Lene Oil Co bu u wr 
m Oil e 
Texarc il e il royalties 
Texam Oil Division - 'rude oil producer o 
(Energy Resources orp. ) 
Texfel Petroleum Corp. - producer, located Los Angeles 
with branc! ffice in Dalla 


Tex-Sun Oil Corp. - lealer in oil leases, locate 
rpus Christi, Texas 

Texcellere Orr - Oil and gas operator, located 
Corpus Christi, Texas 

Texpet Oi! Co - wholesale and retail petroleum 
products located San Antonio, 
Texas 

Tex-lon Oil Co. - sales of bulk petroleum Products, 
located Austin, Texas 

Texlan Oil Co. - il and gas producers located 
Tyler, Texas 

Texc il Corp. - oil and gas producers located 


Ardm ore, Oklahoma 

The above constitutes a list compiled following a brief 
investigation. It should be recalled that the name "Texaco" 
1S à contraction of "The Texas Company" (Complaint, para. 6) 
and that the state of Texas has long been known as a source 
of crude oil and hence has become identified ith petroleum 
products. These corporations bearing "Tic" names have existed 
and continue to exist in Texas, and it is by access to these 
sources of proof that the alleged distinctiveness of the | 
"TEX" prefix claimed by Texaco can be disproven. Indeed, as 


expressed by a noted commentator on trademark law in respect 


to "family marks" suppose-ly identified by a distinctive 


prefix or suffix: 
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"Use of the prefix or suffix by others will negate 
the contention that purchasers would recognize that 


a party has a 'fami.y' of marks." E. Vandenburgh. 
Trademark Law and Procedure § 5.34 at 184 (2d. ed. 
1968). 
A The evidence of use of the prefix "TEX" is clearly in 
^ 


Texas, and defend:nt should not be deprived of -^cess to 
this proof at trial Many of the witnesses involved may be 
third party witnesses who may be compelled to attend trial 


at Houston, and all of whom would find it more convenient 


and less expensive to travel to Hous'/ on rather than New 


?» 9 £9, $ 9» 5$ 


The most significant factor to be considered under 
Section 1404(a) is the convenience o£ party and non-party 
witnesses. Saminsky v. Occidental Petroleum Corp., 373 
F.Supp. 257 (S.D.N.Y. 1974). Ryer v. Harrisburg Kohl Bros., 
Inc., 307 F.Supp. 276 and 315 F.Supp. 7 (S.D.N.Y. 1969). 
Chessman v. United Air Lines, Inc 158 F.Supp. 404 (S.D.N.Y. 
1958). As clearly established above, the witnesses who know 
about the TEXGAS mark and its use are in Texas. Customers 
who buy TEXGAS products are in Texas. The evidence of 
Texaco's acquiescence is in Texas. And third party witnesses 
in possession of relevant facts and third party sources of 


proof are in Texas. 


VIII. The Docket in the Southern District of Texas Will 
Permit a Speedier Trial 


The abcve outlines the convenience to both parties and 
witnesses resultant from a transfer to the Houston forum and 


. the interests of justice served by providing the court with 


access to witnesses and proof. 
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However, promptness of trial is also in the interests of 
justice. Indeed it appears that the docket in the Southern 
District of Texas will permit this case to come to trial 
about a year whereas the median time to trial 

District of New York is Over two years. The Management 
statistics for 1973 and 1974 published by the Administrative 


Office of United States Courts show the median times from 


District 


The TEXGAS mark has been in r 20 years and 
now Texaco is seeking to enjoin that use. allied should be 
afforded an Opportunity to dispose of tnese assertions of 
infringement at the earliest Opportunity. Indeed, the use 
and goodwill built up by scores of independent gasoline 
stations using the TEXGAS mark in Texas and the mid-South 
has been "sllenged. It most Surely is in the interests of 


Justice to remove that cloud without delay. 


IX. Plaintiff's Choice of Forum is Entitled to 
Minimum Weight in This Case 


While plaintiff's choice of forum is still a factor to 


be considered, it is no longer entitled to the reat weight 


formerly given it under the doctrine of forum nonconveniens. 


Saminsky v. Occidental Petroleum Corp., supra. Even when 


plaiatiff is 3 resident of the forum in which the action is 
brought, the Significance of plaintiff's choice is minimal 
when the cause of action Sued upon arose outside that forum. 
Ryer v. Harrisburg Kohl Bros., Inc., supra. In Morgan v. 
Illinois Central Railroad Co., 161 F.Supp. 119, 120 (S.D. 
Tex. 1958), the court also removed from the home forum 


chosen by plaintiff: 
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"Where, however, as here, none of the 
occur within the forum of 


original sel 
plaintiff's choi n 


section, the 
iO1ce is entitled to minim 
tion." 


mal considera- 


Thus, Texaco's presence in New York is of little signifi- 


cance. The acts complained of are in Texas. And indeed, a 


Houston jury, exposed to the TEXGAS and TEXACO marks, is 


more capable of determining the issues herein. See Chance 


v. E. I. DuPont de Nemours & Co., 371 F.Supp. 439 (S.D.N.Y. 
SE Nemours & Co. 


1974). 


Texaco is Seeking to enjoin the use of TEXGAS by Allied 


after more than twenty years of continuous use. Allied 


should be given the clear access to the witnesses and proof 


it requires to defeat this claim. 


a. Conclusion 
ete 2 Sion 


The convenience factors and the interests of justice 


Strongly dictate a Houston forum. Allied has Clearly carried 


its burden of proof establishing the Propriety of such a 


transfer. 


Respectfully submitted, 


T LIMINE, LV Gime 
William K. Kerr, Esq. 

Eric C. Woglom, Esq. 

Fish & Neave 

277 Park Avenue 


New York, New York 10017 
(212) 826-1050 


John F. Lynch, Esq. 
David L. McGuire, Esq. 
Arnold, White & Durkee 
2100 Transco Tower 
Houston, Texas 77027 
(713) 621-9100 

Of Counsel: 


Attorneys for Defendant 


James V. Maher, Jr., Esq. 
Allied Chemical Corp. 

P. O. Box 1057R 
Morristown, N. J. 07960 


CHANGE OF 


4iN 


etc s 


c 


H} 


the trademark which is the subject of this controversy, 
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ITED STATES DISTRICT COURT 


THERN DISTRICT OF NEW 
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Comes now Defendant, Allied Chemical Corporation 


ind respectfully moves this Court for an order dismissing 


ijudication under Rule 19 Federal Rules of Civil P: 


Defendant brings this motion for the reason 


exgas Service Stations, 


RPORATION, 


YORK 


MOTION TO DISMISS UNDER RULE 19 FRCP FOR 
A PARTY NEEDED FOR JUST ADJUDICATION 


ri 


4 


1S Cause for failure to join a party needed for just 


that 


Ine. (TISSI) 


nat its ability to protect that interest will be impaired 


n 


Texgas Service 


io business and does not 


t 


thus is not amenable 


udgment rendered in the 


o TSSI's interest in the mark TEXGAS. 


n the event of disposition of this action in TSSI's 


Stations, Inc. is not qualified to 
conduct any business in New York 
to process in this action. A 
absence of TSSI may be prejudicial 


For these reasons 


Ocedure 


Claims an interest ir 


absence. 
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TATES DISTRICT COURT 
DISTRICT OF NEW YORK 


Plaintiff, 


ALLIED CHEMICAL CORPORATION , 


Defendant. 


MEMORANDUM IN SUPPORT 
DEFENDANT'S MOTION TO DISMISS 


FAILURE TO JOIN INDISPENSABLE 
PARTIES 


TABLE OF CONTENTS 


troduction 


^Y (311na 
gr UU 


The relief sought by Texaco requires 
"cec 


[SSI and Texgas be made parties to 
this action. 


The retail use of the mark TEXGAS is 
by Texgas Corp. and Texgas Service 
Stations, Inc. 


Texgas Service Stations, Inc. and 
Texgas Corp. are separate entitles. 


Substantial prejudice wili result 
from an adjudication of trademark 
rights when the Principal users of 
the mark are not before the Court. 


Texgas Service Stations, Inc. is not 
amenable to service of process in this 
jurisdiction. 


Conclusion. 


MEMORANDUM IN SUPPORT OF DEFENDANT'S MOTION TO DISMISS 
MEMORANDUM IN SUPPORT 
OF DEFENDANT'S MOTION TO DISMISS 
FOR FAILURE TO JOIN INDISPENSABLE 
PARTIES 


This controversy arises on complaint of Texaco, 
Texaco").  Texaco centers its complaint a-ound the 
Allied Chemical Corporation ("Allied") and by 

che trademark TEXGAS for sale 
liquefied petroleum jas (LP gas), 


cts to be confusingly similar to its 


«ground 
Texaco is a major integrated oil producer having 
S activities in all of the contiguous 48 states. 
Allied is principally involved in chemical and 
and in the production and sale of energy 
AS a part of its energy related business, 
Allied markets gasoline, motor oil and LP gas under the 
trademark TEXGAS. Allied, through its Union Texas Petroleum 
Division, processes crude oil at its Winnie, Texas refinery, 
roducing reiined gasoline and other products. Allied 
refined products to its subsidiaries and unrelated 
third parties for retail distribution. The retail marketing 
motor gasoline is accomplished in two ways. First, 
Allied sells gasoline and motor oil to independent third 
parties, some of whom market the products under the TEXGAS 
mark pursuant to agreement with Allied. Second, all the 


retail marketing of gasoline and motor oil for Allied is 


accomplished through Allied's wholly owned subsidiaries, 


Texgas Service Stations, Inc. (TSSI) and Texgas Corporation 
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Texgas Corp. and TSSI have not been Joined 


parties to this action. 


Rule 19(a) FRCP provides that a person who is 


Service of process Shall be joined as a party 


1f he claims an interest relating to the 
of the action and is so Situated that the disposition 
action in his absence may as a practical matter 
his al tcy to protect that interest. TSS 
Corp have interest in the subject matter of 
Texgas Corp. market notor 
Oll and LP gas under the mark TEXGAS. 
19(b) further provides the action shall be 
the absent person is regarded as indispensable. 
llied seeks a dismissal of this action as an 
native to the relief requested in its motion to transfer 
led concurrently herewith. Not all the interested parties 
before this Court, and, in fact, TSSI, the operator of 
ghty-four retail gasoline outlets, is not doing business 
in New York, is not licensed to do business in New York and 
cannot be joined in this forum. 
Allied seeks this dismissal for the reasons that: 
The relief sought by Texaco includes relief 
by which Texaco seeks to enjoin subsidiaries 
of Allied not parties to this action.  TSSI 
and Texgas Corp. are the retail marketing arms 
of Allied and are Separate corporations having 


separate boards of directors from the parent, 


Allied; 


E 
f aga 

ecifical 

participat 

1 ig the 

à 

would seek 

when in k 

in only I 
1i full airi 

hs Seek relie 
"ording of 

irge no ot 

where onl y 

there must 


subsidiary 


identity b 


Federal Trade Commission, 227 F.24 825, 829 ( 


N SUPPORT OF DEFENDANT'S MOTION TO DISMISS 


TSSI cannot be sued in this Jurisdiction and 
zar t b: oined in this forum; 

substantial prejudice would result from an 
adjudication in this action determining the 


parties in the TEXGAS 
principal users of the 


Court. 


the hu 
MULL 2" 


Texaco requires TSSI 
| be made parties to this action. 


injunctive 


and its "related companies", 


"those in active concert or 


hem . . . be permanently enjoined" from 


mark TEXGAS. 


It is apparent that one against whom another 


relief must be 


p 
M 


a party to the action. Particula 


H 


equitable powers of the Court, equity 


tne 


J) 


y presence of all 


interested parties, 


the controversy be had. Does Texaco 


against TSSI and Texgas Corp.? By the precise 


prayer for relief Texaco can be heard to 


her premise. 


Fcr relief to be ordered against a subsidiary 


the parent-stockholder is before the Court, 


be substantial, if not complete control of the 


by the parent, and perhaps even substantial 


etween the two companies. National Lead Co. v. 
— MÀ GOs V. 


7th Cir. 1955). 


T 


Im Mo 
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The fact of independent corporate identity as 
regards Allied and its subsidiaries is evidenced by the 
attached affidavit of Mr. H. O. Keir. As recited therein, 
Doth TSSI and Texgas Corp. are Delaware corporations duly 
licensed to conduct business operations in Texas. Each 
company has its own board of directors, holds annual meet- 
ings of the shareholders or their designated agent(s), 

1 


and periodic meetings of the directors. The control of 


TSSI and Texgas Corp. is exercised in the normal manner, 
wnereby the shareholders elect a Board of Directors who 
then determine the management policies of the respective 
subsidiaries. 

The conclusion is inescapable --- for there to 
a resolution of all issues in this action and to 


accomplish the result desired by Texaco, Texgas Corp. 


and TSSI must be made parties to the action. 


ho 


The retail use of the mark TEXGAS is by 


Texgas Corp. and Texgas Service Stations, 


Inc. 
——— P —— —— 


Texgas Corp. and TSSI serve as the direct retail 
marketing arms of Allied. Texgas Corp. owns nine service 
stations selling refined gasoline and other products to 
the public.  TSSI owns 82 such retail outlets selling 
gasoline and motor oil under the TEXGAS trademark, as well 
as providing service under the TEXGAS mark related to the 
dispensing of such products. 

The major marketing areas of TEXGAS gasolines 


are in the South and Southeast. The four marketing regions 


center around Houston, Dallas and Beaumont, Texas and 


Memphis, Tennessee. 


d promoted the mark 
predecessors) 
akin to ownersh 
mark has bee: 


cvtion f 


regions 


South and 


gasoline, in 


mark TEXGAS in conjuncti 


S sales are "branded jobbers". The 


Product from Allied 


retail outlets under the 


dist ition of gasolines and LP 
the major portion of the use of the TEXGAS 
Allied sells products to a few hundred 


v 


dealers under the TEXGAS mark, while TSSI and Texgas Corp. 


market gasoline and LP gas to literally thousands of 


members of the consuming public. 
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MORANDUM IN SUPPORT OF DEFENDANT'S MOTION TO DISMISS 


Texgas Service Stations, Inc. and Texgas 
corp. are separi te entities. 


AS noted in the attached affidavit of Mr. Harry O. 


r, Texgas Service Stations, Inc., is a Delaware 


oration qualified to do business in Arkansas, Louisiana, » 
sippi, Missouri, Oklaioma, Tennessee and Texas TSSI 
Lts board of directors separate from that of Allied 
orpor Lor ind conducts its business in accord - 
! mandate of the board of directors. The most 


iareholders meeting occurred on May 20, 1975 where 


roxy E ci holč-r of TSSI stock, held by Messrs. 
r, Moore and McCollom was voted in accord with the 


te of the shareholder. New directors were elected at 


d its most recent franchise tax return 


Texas on June 6, 1974. TSSI maintains 


arate Dank accounts for depositing receipts and for 


ng its salaried personnel. 


As further pointed out in the attached affidavit, 


xgas Corp. maintains its separate board of directors, and 


conducts annual sharei. !der and directors meetings. Texgas 


e 


1S a Delaware corporation and is qualified to do 


Dusiness in 24 states throuch the Southeast and Mid-West, 


inc 


iding Texas and New York. 


Allied Chemical Corporation is the sole owner of 


stock in Texgas Corp. and TSSI. However, as pointed 


IDANT'S MOTION Tí DISMISS 


, the corporations are Separate, 


maintain their 


ce will result from 
trademark richts when 
rs of the mark are not 


3 
jf 


applied in determining 
regarded as indispensable 


Washington v. United States, 87 F.2d 


1936). Therein the Court enunciated 


must make a deternination 
oplied to the particular 
Or the absent party 
) In the absence of such 
court render justice between the 
it? (3) Will the decree made, in the 
party, have no injurious effect on 
such absent party? (4) Will the 
t , in the absence of such party, 
rith equity and good conscience?" 
the interest of TSSI and Texgas 
integral with that of Allied -- 
hts in the mark TEXGAS 
The interests of each 
not distinct. Allied does 
not engage 1 the offering of services through retail 
TEXGAS mark, . . . but Texgas 
Stations, Inc. does. Texgas Service Stations, Inc. 
not offer for sale LP gases . but Allied does. But 
use the mark TEXGAS. One can readily appreciate the 


montage of common an? co-existing rights, which, in the 
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OF DEFENDANT'S MOTION TO DISMISS 
absence of Texgas Corp. and TSSI, preclude the rendering 


of a judgment which would not be prejudicial to the ri, t 
of 


s 
those absent parties. 


Washington v. United States, supra, 


ourt provides additional guidance in determining 


ner tne absent party is indispensable: 
However, if any one of the four 
wered in the 


negative, then 


questions i: 
indispensable." 


the absent party 
87 F.2d at 428 


Texgas Corp. are not 
distinct from those of Allied 


lor can an equitable decre 


which would not prejudice the rights of these 
parate marketing entities 


. The absent r:rties, 


under the 


reviously discussed test, must be regarded as indispensable. 


Texgas Service Stations, Inc. is not 
amenable to service of process in this 
| jurisdiction. 


Texgas Corp. owns one LP gas outlet in the 
Southern District of New York (albeit in the northernmost 
his district), is licensed to do business in New 


, and is therefore subject to the jurisdiction of thi: 


> 


Texgas Service Stations, Inc. is not licensed to 
do 


business in New York, does no business in New York and 
th 


erefore cannot be made a perty to this action. 


In such instance, the Court, again in State of 


Washington v. United States, Supra, states the applicable 
rule: 


"[T]he nonjoinder of an indispensable party is 


fatal error, and the court cannot proceed to a 
decree in the absence of sv 


a indispensable party 
$5 d . 87 F.2d at 428 
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MIT"MOYDANMNTITIT4 
MEMORANDUM 


IN SUPPORT OF DEFENDANT'S MOTION TO DISMISS 


6. X Conclusion. 


Having determined TSSI to be an indispensable 


rty who cannot be joined in this action, this Court is 


Stalk 1127] 
compelled to c 


either dismiss this action or to transfer it 


to a forum where TSSI can be joined. 


Respectfully, 


an f EN 
William K. Kerr, Esq. 
Eric C. Woglom, Esq. 
Fish & Neave 
277 Park Avenue 
New York, New York 10017 
(212) 826-1050 


John F. Lynch, Esq. 
David L. McGuire, Esq. 
Arnold, White & Durkee 

í i 2100 Transco Tower 

1 Houston, Texas 77027 

(713) 621-9100 

Of Counsel: Attorneys for Defendant 

James V. Maher, Jr. 

Allied Chemical Corp. 

P. O. Box 1057R 

Morristown, N. J. 07960 


——————— P —"—red—À 
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LFFIDAVIT OF HARRY O. KEIR IN SUPPORT OF DEFENDANT'S MOTION 
TO DISMISS. 


UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


OO tete co Lard enne E s» 
TEXACO INC., 
Plaintiff, $ 75 Civ. 327 (LWP) 
V. $ 
ALLIED CHEMICAL CORPORATION, 
Defendant. 
ub LU Mou M A Wr SM e a MEO qu ME TNR - 
AFFIDAVIT OF HAKRY O. KEIR IN SUPPORT OF ' 


DEFENDANTS MOTION TO DISMISS UNDER RULE 19 FRCP FOR 
FAILURE TO JOIN A PARTY NEEDED FOR JUST ADJUDICATION 

Comes now Harry O. Keir, being duly sworn, and 
deposes and states as follows: 

I am Secretary of Texgas Service Stations, Inc. 
and Texgas :-rporation and am responsible for the maintenance 
of the corporate records of Texgas Service Stations, Inc. 
and Texgas Corporation. 

Texgas Service Stations, Inc. is a Delaware 
corporation, duly authorized to do business in Texas. 

Texgas Service Stations, Inc. ("TSSI") was in- 
corporated in Delaware on March ll, 1960. TSSI is Gualified 
to do business in Arkansas, Louisiana, Mississippi, Missouri, 
Oklahoma, Tennessee and Texas.  TSSI is not qualified to do 


business in New York and does not do any business in New 


York. 
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AFFIDAVIT OF HARRY O. KEIR IN SUPPORT OF DEFENDANT'S MOTION 
TO DISMISS 


Allied Chemical Corporation owns all of the issu 


l Sue 


stock of Texgas Service Stations, Inc. 


Texgas Service Stations, Inc. maintains banking 


accounts in Memphis, Dallas and Houston, and maintains 


depository accounts for the collection ot daily receipts 


from the various gasoline service Stations.  TSSI filed its 


most recent franchise tax return in Texas On June 6, 1974. 
On May 20, 1975, Texgas Service Stations, Inc. 
held its annual shareholders meeting, with the shareholder 
vm (Allied) 


being represented by a proxy held by Messrs. Bonner, 


Moore and McCollom. 


The respective boards of directors of Texgas 


Service Stations, Inc. and Texgas Corporation are separate 


and distinct from that of Allied Chemical Corporation. 


Texgas Corporation was incorporated in Delaware on 


November 9, 1960 and presently is qualified to do business 


in the following states: 


Ale vama Missouri 
Arkansas x Maine 

Florida North Carolina 
Illinois North Dakota 
Indiana New Hampshire 
Iowa New York 
Kentucky New Jersey 
Louisiana Pennsylvania 
Georgia Tennessee 
Mississippi Texa’ 
Minnesota Vern 
Massachusetts Wisco ‘an 
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AFFIDAVIT OF HARRY O. KEIR IN SUPPORT OF DEFENDANT'S MOTION 
TO DISMISS 


Allied Chemical Corporation owns all of the issued 
Stock of Texgas Corporation. 

On May 20, 1975, Texgas Corporation held its 
annual shareholders meeting, with the shareholder (Aliied) 
heing represented by a proxy held by Messrs. Bonner, Moore 
and McCollom. 

Texgas Corporation maintains approximately 100 
commercial bank depository accounts with additional payroll 
accounts being centrally maintained in five geographic 
regions for paying the salaries of the various personnel 


employed by Texga3 Corporation. 


Texgas Corporation filed its most recent annual 
franchise tax report for the State of Texas on May 10, 


1974. 


of June, 1975. 


\ \ \ { \ ‘ \ \ 
"NGA Coe Mell 
Notary Public in and for 


[SEAL] Harris County, Texas 


the onduc: 
Allied‘. 


1404(a). 
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AFFIDAVIT OF JOHN F. LYNCH IN SUPPORT OF DEFENDAN- 


MOTION FOR A CHANGE OF VENUE 


. 


ALLIED CHEMICAL CORPORATION 


iN y 


Defendant. ) 


————  —— 


AFFIDAVIT OF JOHN F. LYNCH 
IN SUPPORT OF DEFENDANT ALLIED'S 
MOTION FOR A CHANGE OF VENUE 


UNDER 28 U.S.C. S 1404 (a) 
ATE OF TEXAS X 
X SS 


John F. Lynch, being 
I am an attorney, admitted to practice 


States of Texas and New York, and am an attorney 


defendant Allied Chemical Corporation ("Allied") 


action. 


E Ih 


notion for a Change of Venue under 28. U, 


Tbis investigation has focused primarily upon the 


duly sworn, deposes and Says: 


in the 
for the 


in t.is 


ave conducted an investigation and have directed 


of an investigation of facts in support of 


S.C. $ 
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AFFIDAVIT OF JOHN F. LYNCH IN SUPPORT OF DEFENDANT'S 
MOTION FOR A CHANGE OF VENUE 


employees and facilities maintained by plaintiff Texaco 


" om 


Texaco") in Houston which would be relevant sources 


potential evidence in this action, and upon other corpora- 


nd businesse: currently operating in Houston and in 


e of Texas in the petroleum industry which use the 
"TEX" as a traaename and/or trademark. The prefix 
ru 


'TEX" was alleged by Texaco in the Complaint to be distinctive 


of the products and/or services of Texaco. 


my 


ne Presence of Texaco in the Houst a Ar2a and in Texas 
$$$ et ee oust. Ar?a and in Texas 


3. According to the June 1974 Southwestern Bell 
"Yellow Pages" for Greater Houston, t re are over one 
hundred fifty service stations selling TEXACO products in 
the greater Houston area. Copies of the pages identifying 


those TEXACO service stations are attached hereto as Exhibit 


^ 


A. 


4. On information and belief: Texaco has approximately 
3,000 employees in Houston, Texas; among the operations 
maintained by Texaco ‘n Houston are a Regional Sales Office, 
which together with Regional Sales Offices in Atlanta, Los 
Angeles and Chicago constitute the major Regional Sales 
Offices cf Texaco; Texaco does not maintain a Regional Sales 
Office in New York, though such offices are maintained in 


Philadelphia and £oston, among cities in the northezst, and 
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T OF JOHN F. LYNCH IN SUPPORT OF DEFENDANT'S 
MOTION FOR A CHANGE OF VENUE 


r 


Denver, St. Louis and Orland ; Texaco's 

Department is headquartered in Houston, 

computer center is maintained in 

believed to encompass credit card sales in Texas aja 
surrounding states; research is conducted at Houston 

Texas, and Texaco's Engineering Department is based in 

Houston; there is also an Accountin: Center of Texaco 


Houston. 


On information and belief: Texaco owns and/or 
operates twelve refineries in the United States, four of 
which are in Texas, the largest believed to be at Port 
Arthur, Texas about 90 miles from Houston; the Texas Pipe 


Line Company which owns and/or operates pipelines for Texaco 


is headquartered in Houston. 


6. On information and belief: Mr. R. Earle Wright is a 
corporate vice-president of Texaco in Houston responsible for 


the gas department of Texaco, at least insofar as production 


is concerned; Mr. Eddins W. McNealy, also a vice-president, 


is in charge of refining operations and is located in Houston; 
sales of gasoline and liquefied petroleum gas (LP-gas) for 
Texas and surrounding states are handled by Messrs. Ellis W. 
Gunnels and J. A. Thelen respectively, both of whom maintain 


offices in Houston. The Union Texas division of Allied in 
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MOTION FOR A CHANGE OF VENUF 


Houston has had direct dealings with Mr. Thelen with respect 
to sales of LP-gas, and has transmitted to the office of Mr. 
Thelen purchase orders displaying the TEXGAS trademark. 
1974 Annual Report cf Texaco states: 
"The organization of Texaco Inc. is 
highly centralized with respect to the 
formation of policy and budget but is 
decentralized in the implementation of 
established policies and budgeted 
programs." 


A copy of the cover of the 1974 Annual Report as well as 


page with the above statement is attached as Exhibit B. 


Otner "TEX" Companies in the Petroleum Industry in Texas 


Pursuant to an investigation conducted under my 
supervision gasoline is currently being and has been sold in 
tne Houston area under the mark "TEXAS STAR". In addition 
there is currently operating a business appearing to be an 

utomotive repair business in Houston under the name "TEXXON 


Motor Center". 


9. A preliminary investigation of telephone direc- 
tories and Dun & Bradstreet reports has indicated the current 
existence of the following companies apparently in the oil or 


petroleum business having names utilizing the prefix "TEX": 
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Business 


Business 


lexas 


Business unknown 

oil royalties 

crude oil producer 

oil producer, located Los 


Angeles with branch office in 
Dallas 


Elsewhere in Texas and Surrounding Area 


Tex-Mem Oil Co. oil producer located in 
Wichita Falls, Texas 


Tex-Sun Oil Corp. dealer in oil leases, located 
Corpus Christi, Texas 


Texcellere Corp. oil and gas operator, located 
Corpus Christi, Texas 
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wholesale and retail petroleum 
products located San Antonio, 


"T 
,OGXas 


sales of bulk petroleum 
products, located Austin, Texas 


oil and gas producers 
Tyler, Texas 


oil and gas producers 
Ardmore, Oklahoma 
Dun & Bradstreet reports referred to 


attached as Exhibit C. 


A 


AS Trademark Registration 


10. Allied currently owns United States Trademark 
Registration No. 722,939 of the trademark "TEXGAS" [in 
script] for "liquefied petroleum gases -- namely butane, 
propane" which was registered October 24, 1961. Affidavits 
under Sections 8 and 15 of the Lanham Act (15 U.S.C. SS 1058 
and 1065) have been filed and accepted in the Patent and 
Trademark Office rendering the registration uncontestable in 
accordance with 15 U.S.C. § 1065. A photocopy of the "status 


copy" of the registration is attached as Exhibit D. 


Relative Docket Loads of Districts 
ne OAS OF Districts 


1i. The pages of the Management Statistics published 
by the Administrative Office of United States Courts pub- 


lished for 1973 for the Southern District of New York and 


obtaine 


1 


a 


rt 


N 


2: i "- n idcm E 
N SUI RT F DEFENDANT'S 
NGE OF VENUE 
are attached E ibit 
tatistics s 4 a mediar € 
ases to be 28 months in 2 

" awe 

Texas. The st f 7 

from the Administrative Office f 


TO before me this 


Ze — | / 
FJ UL ata. 


CODI er s i 
Notary Public in and for 
Harris County, Texas 
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AFFIDAVIT OF HARRY O. KEIR IN SUPPORT OF DEFENDANT'S 
3 MOTION FOR A CHANGE OF VENUE. 


DISTRICT COURT 


STRICT OF NEW YORK 


RA 


“=a 9 X 
TEXACO INC., 
Plaintiff, : 75 Civ. 327 (LWP) 
V "ÁN 
ALLIED CHEMICAL CORPORATION, 
Defendant. 
€ x» 4 9-9. £4» ^£ % 


AFFIDAVIT OF HARRY O. KEIR IN SUPPORT OF DEFENDANT ` 
ALLIED'S MOTION FOR A CHANGE OF VENUE 
UNDER 28 U.S.C. § 1404(a) 

COMES NOW, HARRY O. KEIR, and deposes and states as 
follows: 

l. I am Assistant Secretary of Allied Chemical 
Corporation in Houston, Texas, and am responsible for 
maintaining the corporate records of Allied Chemical insofar 
as the business cf its Union Texas Petroleum Division is 
concerned, and further am responsible for maintaining the 
corporate records of Texgas Service Stations, Inc. and 
Texgas Corporation. 

Use of TEXGAS by Allied and Subsidiaries 

2. ALLIED CHEMICAL CORPORATION ("Allied") has two 
wholly-owned subsidiaries, Texgas Service Stations, inc., 
and Texgas Corporation, both of which are Delaware Corporations, 


which promote and market certain petroleum products under 
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AFFIDAVIT OF HARRY O. KEIR IN SUPPORT OF DEFENDANT'S 
MOTION FOR A CHANGE OF VENUE 


the mark TEXGAS on a retail level. Allied by and through 


its Union Texas Division ("Union Texas"), promotes and 
markets certain pertroleum products under the mark TEXGAS. 
Allied has no divisions, other than the Union Texas Divis 
and no subsidiaries, other than Texgas Service Statiors, 
Inc. and Texgas Corporation, which are involved in the sale 
of TEXGAS products. 

J. Texgas Corporation owns or operates retail LP-gas 
outlets in an area east of the Rocky Mountains.  Texgas 
Corporation also owns or operates nine retail gasoline 
Stations, principally in 2 Memphis Tennessee area. Union 
Texas also distributes LP-gas to independent dealers, some 
of whom sell under the TEXGAS mark pursuant to branding 
agreements.  LP-gas is used generally as a household and 
light industrial fuel. 

4. Texgas Service Stations, Inc., Owns or operates 
TEXGAS service stations at which TEXGAS gasoline, motor oil 
and related automotive and petroleum products are sold on a 
retail level to the consuming public. Independent retailers 
sell TEXGAS gasoline, which they purchase from Union Texas 
and sell to the consuming public under the TEXGAS brand. 


Origin of TEXGAS Mark With Texas Natural 
Gasoline Corporation 


Se At least as early as 1954, Texas Natural Gasoline 


Corporation ("Texas Natural"), based in Tulsa, Oklahoma, 
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begén marketing LP-gas under the mark TEXGAS as evidenced by 


the 1954 annual report of Texas Natural. As further shown 


by the 1955 annual report, Texas Natura) opened a sales 


office in Houston in 1955, and utilized tank trucks bearing 
the TEXGAS mark in the delivery of LP-gas to retail dealers 


ln seventy counties within Texas. According to its 1958 


annual report, Texas Natura! hed sales offices in Texas, 
Missouri, Iowa, Kentucky, Pennsylvania, Fforida, Wisconsin, 
Mississippi, and South Dakota. By 1959, as pointed out in 
i.s 1959 annual report, Texas Natural was producing LP-gas 


at eleven plants, nine located in Texas, one in Louisiana 


and one in Montana. Storage facilities for LP-gas were 


maintained near Houston, Texas, as well as at other locations 


in Texas, Louisiana and Montana. By 1959, Texas Natural 
maintained a fleet 5f over 1,000 railroad tank cars, many of 
which were marked with the TEXCAS brand. Copies of rele ‘ant 
pages of annual reports referred to in this paragraph are 
actached as Exhibit F hereto. 

6. On March 3, 1960, Texas Natural was merged into 
Union Oil an? Gas Corporation to form Union Texas Natural 
Gas Corporation, with its principal offices in Houston, 
Texas. That corporation continued to market TEXGAS brand 
LP-gas. In February of 1962, Allied acquired Union Texas 


Natural Gas Corporation, continuing to market LP-gas under 


the Tex Gas 


mark. 
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Sale of Gasoline by Allicd's Predecessor 
Under Texas Gas Corporation Mark 


T Also in 1962, Allied acauired a refinery from 
Texas Gas Corporation located at Winnie, Texas which on 
information and belief had since 1956 or 1957 marketed 
gasoline in Texas under a name featuring Texas Gas Corporation. 
After Allied acquired the gasoline refinery from Texas Gas 
Corporation in 14452, Allied continued the sale of gasoline 
through many of the Texas Gas Corporation branded outlets in 
Texas, changing the brand tc TEXGAS. ir. William Love, 
currently an employee of Union Texas residing in Houston, 
has personal knowledge of the marketing of gasoline under 
the Texas Gas Corporation brand. 


Current Usage and Operations of Allied 
in Connection with TEXGAS Mark 


B. Union Texas, division of Allied, Texgas Corp. and 
Texgas Service Stations, Inc., market gasoline, motor oil 
and related automotive products in only a six state area in 
the southern and southwestern states including Texas, Arkansas, 
Missouri, Tennessee, Mississippi and Florida. There are 
currently operating 91 TEXGAS stations owned or Operated by 
Texgas Service Stations, Inc. (82) and Texgas Corporation 
(9), and 126 active branded stations selling gasoline under 
the TEXGAS brand under branding agreements. The map attached 


hereto as Exhibit G-1 shows the general location of TEXGAS 


service stations operated by Texgas Corporation and Texgas 
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Service Stations, Iac., as well as branded independents who 
sell under the TEXGAS mark there. (Because of the concen- 
tration of stations in certain areas, a single dot on the 
map may represent several stations.) More than one-half of 
the service stations which sell gasoline, motor oil and 
related automotive products under the TEXGAS mark are located 
in eastern and central Texas covering a region which has 
Houston, Texas as its geographic center.  Thore are over 
thirty TEXGAS retail service stations in Houston and its 
environs. These stations have been operating continuously 
for many years, the first having been opened in 1963. There 
is not a single TEXGAS gasoline station within about 900 
mi.^^ of New York City.  Texgas Service Stations, Inc. is 
not qualified to do business in New York and does not do 
business in New York. 

3. Texgas Corporation markets LP-gas generally in 
states east of the Rocky kountains and maintains retail 
outlets in the Midwest, Southeast and Northeast, with several 
LP-gas locations in upper New York State. The map attached 
hereto as Exhibit G-2 shows the location of Texgas Corporation 
retail LP-gas outlets, as well as branded independent LP-gas 
dealers selling products under the TEXGAS brand and using 
the TEXGAS brand on signs or trucks or the like. There is 


one Texgas Corporation retail outlet which sells LP-gas, not 


gasoline, under the TEXGAS mark in the Southern District of 
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New York. That outlet is located in New Lebanon, New York, 
in Columbia County. There are no Texgas Corporation gasoline 
stations in New York State. 

10. Although Allied corporate headquarters are located 
in Morristown, New Jersey, the personnel responsible for 
day-to-day-operation of Union Texas division, Texgas Corp. 
and Texgas Service Stations, Inc., are located in Houston, 
Texas and the central records of these day to day activities 
are maintained in Houston. All central records of Union 
Texas' sale of gasoline and LP-gas under the TEXGAS mark are 
maintained in Houston as are all gasoline credit card files 
for TEXGAS product sales. The division officers and the 
management staff of Union Texas division of Allied maintain 
offices in Houston, Texas and reside in and around Houston. 
Likewise, the principal places of business, the management 
£ aff and central records of Texgas Corporation and Texgas 
Service Stations, Inc. are in Houston. The transportation 
of refined petroleum products is carried out by trucks and 
tank cars bearing the TEXGAS mark from refinery and storage 
facilities around Houston, Texas, as well as other marketing 


areas. 


85a 


AFFIDAVIT OF HARRY O. KEIR IN SUPPORT OF DEFENDANT'S 
MOTION FOR A CHANGE OF VENUE & 


Contacts Between Texaco and Allied 


and Predecessors Using TEXGAS Mark 


ll. Since 1954, on information and belief, Texas 
Natural has marketed LP-gas under the TEXGAS mark. Texas 
Natural had direct dealings with Texaco (then the Texas 
Company) in purchasing LP-gas from Texaco and selling LP-gas 
to Texaco. These purchases and sale: were made as a result 


`f transactions, principally at Houston, Texas 


12. Personal knowledge of these early activities of 
".xas Natural under the TEXGAS brand, particularly insofar 
as the distribution of TEXGAS products was accomplished 
using railroad tank cars and tank trucks bearing the TEXGAS 
brand is possessed by both Dale Parker and Billy H. Jordan, 
both currently employees of Union Texas division of Allied 
at Houston, Texas. 

13. Mr. Dale Parker was employed by Texas Natural in 
1949 and was employed at underground storage facilities for 
LP-gas maintained by Texas Natural aná has knowledge of 
sacts alleged in this paragraph. In 1954, Texas Natural 
maintained an underground storage facility at Mont Belvieu, 


Texas, near Houston, at which railroad tank cars bearing the 


TEXGAS mark were loaded. In 1955, Texas Natural acquired 


its Pierce Junction storage plant almost immedii «iy proximate 
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Houston. Railroad tank cars bearing the TEXGAS brand were 
loaded at one or both of these storage facilities to ship 
LP-gas throughout a wide distribution area east of the Rocky 
Mountains since as early as 1954. The TEXGAS brand was also 
displayed on storage tanks located at least at the Pierce 
Junction station since 1955. Texas Natural also distributed 
LP-gas under the "S3reens Fuel" brand, but this brand was 
used in the southeastern states, primarily Florida. In 
1955, Texas Na*'uiai acquired a company named Ellis Transport 
Company in Houston, Texas. Tank trucks were branded with 
the TEXGAS brand to make deliveries of LP-gas throughout the 
entire Gulf Coast area of Texas. In 1958, a permit was 
acquired to transport TEXGAS products in branded trucks into 
Louisiana. 

14. Billy H. Jordan is currently Manager of Product 
Scheduling for Union Texas division of Allied in Houston. 
Mr. Jordan was employed by Texas Natural as a truck dispatcher 
in March, 1956, and he has personal knowledge of facts 
alleged in this paragraph. In March, 1956, TEXGAS branded 
tank trucks were transporting LP-gas from a Texaco natural 
gasoline plant located at Blessing, Texas abort 80 miles 
from Houston, and it is believed that for several years 
prior to 1960 TEXGAS branded tank trucks transported the 


entire production of LP-gas by Texaco fre. its Blessing 
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plant.  TEXGAS branded trucks have also transported LP-gas 
from the Old Ocean Texaco plant located in Bay City-Freepcrt 
area about 60 miles from Houston in the late 1950's, and 
from Texaco's Wilcox, Texas plant located about 50 miles 
f-om Houston in the 1960's. before 1960, TEXGAS branded 
tank trucks transported LP-gas being sold to Texaco, directly 
to Texaco's Port Arthur refinery, about 90 miles from Houston 
in TEXGAS branded tank trucks. Other sales of LP-gas were 
consummated with Texaco fc. LP-ga. prciuction from the 
Chocolate Bayou, Texas pla: . of Phillip: Pe .roleum Company 
which plant was apparently .wned in part by Texaco. In 
1956, Texas Natura) controlled the only large volume underground 
storage facilities for LP-gas in the Gulf Coast area at Mont 
Belvieu and Pierce Junction and transported significant 
quantities of LP-gas under the TEXGAS brand from these 
plants. Mr. Jordan has had dealings with Mr. C. L. "Bat" 
Masterson, a Texaco employee concerning propane sales with 
Texaco. Mr. Masterson resides and works in the Houston 
Area. 

15. In more recent years, purchases of LP-gas have 


been made from Texaco at various LP-gas plants and products 


have been transported from the Texaco plants with tank 


trucks bearing the TEXGAS brand. Specifically, in accordance 
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with representative purchase orders attached hereto as 


Exhibit H, LP-gas has been purchased from Texaco and trans- 


ported as follows: 


(a) from Texaco's Wilcox plant, about 80 miles à 
from Houston, delivery of LP-gas has been taken in tank 
trucks bearing the TEXGAS brand during 1971 through 
1973. The frucks were owned by Texgas corporation. 


(b) from Texaco's Old Ocean Texas plant, delivery 


of LP-gas has been taken in tank trucks bearing the 
TEXGAS brand during the period 1970 through 1973. The 
trucks were owned or operated by Texgas Corporation, 
Kelly Butane Co. of Bay City, Texas, and Southern 
Butane of Brazoria, Texas, the latter two being TEXGAS 


branded LP-gas distributors. 


(c) from Texaco's Blessing, Texas plant, delivery 
of LP-gas has been taken in tank trucks bearing the 
TEXGAS brand during the period 1971 through 1973. The 
trucks were owned or operated by Texgas Corporation, 
Kelly Butane Co. of Bay City, Texas, Hurley Butane of 
Bay City, Texas, and Calhoun County Butane of Port 
Lavaca, Texas, the latter three being TEXGAS branded 
LP-gas distributors. 


16. Knowledge of these transactions referred to in 


paragraph 15 is possessed by Mr. A. C. Berman and Mr. Billy 


Jordan, employees of Union Texas division of Allied maintaining 
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Offices and residing at Houston, Texas. Mr. C. L. "Bat" 


Masterson of Texaco currently believed to be residing in 


Houston is named as a Texaco employee involved in consummating 


the agreement with Union Texas. 


17. Union Texas division of Allied and Texaco are co 


owners (with other companies) of a pipeline company, namely 
Dixie Pipeline Company, having a terminal in Houston and 
extending through a number of southeastern States. roth Mr. 
A. C. Johnson of Union Texas division of Allied and Mr. R. 
W. Booksh, a Texaco employee residing in Houston are and 
have been joint members of the Board of Directors of Dixie 
Pipeline Company. 
Location of Persons With Knowledge of Past and 
Present Use of TEXGAS Mark and of Contacts 
With Texaco eos 

18. Persons who have knowledge of facts (including 
those mentioned above) and are believed to have knowledge of 
facts relating to the past and present use of TEXGAS by 
Allied and its predecessors, and of contacts between Allied 
and its predecessors and Texaco under circumstances tending 
to establish knowledge of the use of the TEXGAS mark are 
listed below. On advice of counsel, these persons can offer 


relevant testimony in the action and are likely to be called 


as witnesses to testify concerning the knowledge outlined 


below. 
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Mr. Neal Van Fossan is an engineer currently 
employed by Union Texas division of Allied in Houston 
and was an engineer with Texas Natural Gasoline 
Corporation prior to 1954 when the TEXGAS mark wa 
first used. He has knowledge of the early operation 
of Texas Natural and the extent of o ^rations by Texas 
Natural and successors over the years in connection 
with the TEXGAS mark. 


Mr. John Sutherland, currently division vice- 
president of Union Texas in Houston, was first employca 
by Texas Natural Gasoline Corporation in 1955 and has 
knowledge of early operations of Texas Natural and 


successors including operations under the TEXGAS mark. 


Mr. John Oxley, who is not employed by Allied and 
who currently resides in Tulsa, Oklahoma, was President 
of Texas Natural Gasoline Corporation when the TEXGAS 
mark was adopted in 1954, and is believed to have 
know edge concerning the origan:. tion, development and 
early promotion of the TEXGAS mark. 


Mr. Dale Parker, currently an employee of Union 
Texas in Houston, whose knowledge is detailed in para- 
graph 13 above has knowledge concerning the use of the 
TEXGAS mark on r .lroad tank cars and on gas storage 
plants in 1954 and subsequent years. 


Mr. Billy H. Jordan, currently Manager of Product 
Scheduling for Union Texas in Houston, whose ki^wledge 
is detailed in paragraph 14 above has knowledge ccucerning 
the use of the TEXGAS brand on LP-gas tank trucks and 
of the transport of product to and from Texaco facilities 
in such branded tank trucks in the 1950's and 1960's. 


Mr. Alvie Sessions, an employee for Union Texas 
residing in the environs of Houston was a truck driver 
for Texas Natural Gas Corporation, and has personally 
transported LP-gas to Texaco's Port Arthur refinery in 
a .£XGAS branded truck. 


Mr. J. W. Love, currently an employee of Union 
Texas residing in Houston, and a former employee of 
Texas Gas Corporation is familiar with branding of 
independent gasoline retailers in the Houston area with 
the "Texas Gas Corporation" brand prior to 1960, and is 
familiar with dealers who have been selling branded 
TEXGAS products since the time that the TEXGAS brand 
replaced the "Texas Gas Corporation" brand. 


* 
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- 


Mr. Phillip Cordell, currently an employee with 
Union Texas residing in Houston and a former en loyee 
of Texas Gas Corporation nas knowledge of branding by 
Texas Gas Corporation, and has had contacts with Texaco 
personnel including contacts concerning use of the 
pipeline of Texas Pipeline Company, a Texaco subsidiary, 
for transport of TEXGAS products from Houston to the 
Dallas area. 


Mr. Norman McIver, a former employee of Texas Gas 


Corporation currently residing in Houston, has knowledge 
concerning the operations of Texas Gas Corporation and 
the branding of stations in the Houston area with 

"Texas Gas Corporation" brand. 


Messrs. Roger McKillip and Perc Riggins, now 

ired and residing in Houston, were former employees 
Texas Gas Corporation and were also familiar with 
oline operations conducted by Texas Gas Corporation. 


" 
S 


Mr. Buster Essman, of Angelina Oil Company in 
Lufkin, Texas, is a petroleur products distributor 
currently marketing gasoline under the TEXGAS brand 
pursuant to a branding agreement with Union Texas 
Petroleum and formerly marketed gasoline under the 
"Texas Gas Corporation" brand. 


Mr. C .ff Bergeron, of Bergeron Oil Company in 
Winnie, Texas, has since the early 1960's been a branded 
dealer in TEXGAS product- and previously had sold under 
the "Texas Gas Corporatio " brand. 


Current personnel located in Houston and having respon- 
sibility and knowledge concerning the promotion, marketing 
production and sales of TEXGAS products by Union Texas, 
Texgas Corporation and Texgas Service Stations, Inc. include 
the following. On advice of counsel, they are likely 
witnesses: 

Mr. A. C. Johnson, division vice-president o* 
marketing and having knowledge and responsibility for 


marketing all TEXGAS products, both gasoline and LP-gas 
on a retail and wholesale basis 
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Mr. A. E. Van Dyke, General Manager of Retail 
Marketing, supervises all sales of LP-gas and gasoli 
through the retail outlets of Texcas Corporation 

Mr. A. C. Berman is General Manager of Distribution 
and Wholesale Sales, and i} responsible generally for 
wholesale and bulk distr 1on of LP-gas and gasoline 
on a bulk bases to brane utlets end others, and is 
familiar with dealings wit! Texaco in Houston 


Mr. Jack Unzicker is Manager of LP-gas Distribution 
Sales, including specifically D i 
jobbers, and is familiar with actual field operations 
by jobbers under the TEXGAS mark 


Mr. E. C. Stout is responsible for all retail 
gaso'ine sales under the TEXGAS mark by Texgas Service 
Ste ns, Inc. and is familiar with retail operations 
i TEXGAS service stations. 


Mr. Phillip M. Cordell, Manager of Supply and 
Refinery sales of gasoline and LP-gas, maintains an 
office at Houston, Texas and was an employee with Texas 
Gas Corporation. He has had contacts with Texaco, 
particularly in connection with the transport of "EXGAS 
I ducts in the pipeline of the Texas Pipeline Company, 

a Texaco subsidiary. 

Mr. J. E. Carr currently and for the past several 
years, has been Manager of Advertising and Sales Promotion 
in Houston, and has handled, and is familiar with 
advertising and promotion of the TEXGAS mark in the 
gasoline and LP-gas areas. 


* 


/ 
A 


Harry O. Keir 
/ 
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STATE OF TEXAS 
COUNTY OF HARRIS 
SUBSCRIBED AND SWORN TO before me this _ day of 


June, 1975. 


“sk " M 
Notary Public in and for 
Harris County, Texas 


[SEAL] 
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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


TEXACO INC., 
Plaintiff, 75 Civ. 3272 (EWPY"' A 
i $ v TAA a M 
-— 3 ote T ` 
against i l IKOIRIC COG 
ALLIED CHEMICAL CORPORATION, : 


Defendant. 


STATE OF NEW YORK ) 
: SS.: 
COUNTY OF NEW YORK ) 


MERCER L. STOCKELL, being duly sworn, deposes 
and says: 

l. I am a member of the Bar of the State 
of New York and of this Court and am a member of the firm 
of Rogers Hoge & Hills, attorneys for plaintiff Texaco 
Inc. I am fully familiar with all prior proceedings had 
herein. 

2. I submit this affidavit and the attached 
affidavits of Messrs. Wright, Braudis, Linn, England and 
Keenan in opposition to defendant's motion to transfer this 
action to the United States District Court for the Southern 
District of Texas. It will appear from these affidavits that 


this action is nationwide in scope; that both parties are 
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resident in New York; that plaintiff's witnesses and records 
required to prove its trademark and trade name rights are 
generally located in New York; that some of the witnesses 
who will testify as to defendant's acts are available in 
New York City of the New York Metropolitan Area; that other 


witnesses „ill be drawn from locations in various states; 


and that defendant has made no showing which wo. ld disturb 


plaintiff's logical choice of forum in this Court. 

3. This is an action for infringement of 
plaintiff's trademark, nationally used and recognized 
and long registered in the United States Patent and Trade- 
mark Office; for violation of 15 U.S.C. $1125(a), which 
prohibits use of false designations of origin and false 
representations in connection with goods introduced into 
interstate commerce; for unfair competition under the com- 
mon law of the state of New York and other states; ard for 
violation of the New York State anti-dilution statute, Sec- 
tion 368-d of the General 3usiness Law of New York. 

4. Plaintiff Texaco Inc. is a Delaware corpora- 
tion with its corporate headquarters at the Chrysler Building, 
135 East 42nd Street, New York, New York. 

5. Defendant Allicd Chemical Corporation (herein- 


after "Allied") is a New York corporation which maintains 


some executive offices and a substantial and highly visible 
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presence at the Allied Chemical Tower at Times Square in New 
York City and which until recently maintained its principal 
executive offices there, although it has now shifted its prin- 
cipal executive offices to Morristown, New Jersey. These 
offices, however, are still within the New York Metropolitan 
Area and well within range of the subpoena power and summons 
of this Court. 

6. Plaintiff Texaco Inc. is one of the largest 
integrated producers of petroleum products in the world. 
Texaco Inc. advertises and sells its petroleum products 
throughout the United States and abroad under the name 
and trademark TEXACO. It currently isarkets in all 50 
states of the United States gasoline. motor oil, liquid 
petroleum gas and other petroleum products under the 
TEXACO trademark. The liquid petroleum gas is marketed 
through jobbers and distributors. The gasoline andi 
motor oil is marketed directly and through wholesalers 
and distributors, and at retail through between 30,000 
and 40,000 independent service stations located in all 
50 states. 


7. Defendant Allied is likewise a large corpor- 


ation with a diversified business and it is engaged, 


on a small scale through one of its divisions, in the 
production, advertising, marketing and sale, as is plain- 


tiff, of liquid petroleum gas, gasoline and motor oil. 
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Defendant markets these products under the designation 
TEXGAS, which is an abbreviation, contraction, or tele- 
Scoping of "TEXACO gasoline" or of "TEXACO gas." 

8. Allied presently sells its liquid petroleum 
gas under the abbreviation TEXGAS, through jobbers and 
through its wholly owned subsidiary Texgas Corporation, 
throughout a geographic area described by one of Allied's 
own executives as ".,..generally east of the Rockies. 
Maybe most states east of the Rockies." (Love, Dep. 
at 18-19). A list of outlets of Texgas Corporation 
is attached hereto and marked as Exhibit A to this Affi- 
davit. It reveals TEXGAS liguid petroleum gas outlets 
in such disparate locations as Minneapolis, Minnesota; 
Presque Isle, Maine; and Florida, as well as outlets 
in New York State including the Southern District of 
New York. Conspicuously absent from this list of the 
retail outlets are any outlets in the state of Texas. 
This list was produced by ^llied during preliminary 


discovery. I» -espcise to a question as to whether 


or not liquid petroleum gas is presently sold in Texas 
^ 


under the TEXGAS designation, the Allied executive, 

Mr. Love, who was produced by Allied as a witness knowledge- 
able concerning Allied's liquid petroleum gas operation, 
stated, "It has been. I am not sure if it is now or 


not." (Love, Dep. et 19). It appears that whatever 
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sales Allied may make of liquid petroleum gas in Texas 
are made through jobbers who apparently resell the product 


under their own brands or names, 


9. Allied markets its gasoline and motor 
oil under the abbreviation TEXGAS both through jobbers 
and through its wholly owned subsidiaries. Retail sales 


are made by gasoline service stations of the jobbers 
or subsidiaries located in Arkansas, Florida, Mississippi, 
Missouri, Tennessee and Texas. Such stations often 
bear a TEXGAS station identification sign. 

10. Allied concedes in its Memo of Law on 
this motion at pages 8, 9 and 10 that it has sold products 
under the TEXGAS designation in the States of Montana, 
Minnesota, Wisconsin, Illinois, Iowa, North Dakota, 
South Dakota, Kansas, Missouri, Arkansas, Texas, Louisiana, 
Mississippi, Alabama, Florida, Georgia, North Carolina, 
Tennessee, Kentucky, Pennsylvania, New Hampshire, Maine; 
Massachusetts and New York, including the Southern District 
of New York. 

ll. Allied's use of the designation TEXGAS 
came to the attention of plaintiff's management by reason 
of advertisements which Allied placed with Time, Inc 
which is located here in New York, by which Allied advertised 


its liquid petroleum gas, gasoline and motor oil, bearing 
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r sold under the designation TEXGAS, in various issues 
of Life and Sports Illustrated. Said magazines carrying 
such advertisments were widely distributed throughout 
the eastern half of the United States including the 

Southern District of New York. 

12. This action therefore concerns a controversy 
between two corporations who are both, for jurisdictional 
purposes, resident in the State of New York and who ' 


maintain their respective headquarters in the New York 


Metropolitan Area. It concerns the use and advertising 

by plaintiff since shortly after the turn of the century 
of the trademark TEXACO in connection with petroleum 
products and concerns the spread of sales under the 
trademark TEXACO and the recognition of said trademark 

by the public throughout each of the 50 states of the 
United States since long prior to the adoption or use 

by defendant or its predecessors of the abbreviation 
TEXGAS. It concerns the subsequent adoption and use 

by predecessors of Allied of the abbreviation TEXGAS 

with full knowledge of plaintiff's rights. It concerns 
the acquisition by Allied, with knowledge of plaintiff's 
rights, of the business of those predecessors and Allied's 
continuance of and extension of the use of such abbreviation 


TEXGAS in connection with its own petroleum products, 
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and it concerns the spread of the use of said abbreviation 
throughout many states east of the Rockies. 

13. Defendant claims use of the abbreviation 
TEXGAS by its predecessors and itself over a period 

Conseguently, plaintiff will offer proof as 

to the history of the use, advertising and recognition 
of the TEXACO mark since long prior to use by defendant 
and its predecessors of the abbreviation TEXGAS in each 
of the 50 states, and proof that, at the time any pre- 
decessors of defendant sought to use the abbreviation 
TEXGAS, the TEXACO mark was then and had long been one 
of the best known and most valuable trademarks in the 
United States, and proof that defendant's predecessors 
were then well aware of the prominence and value of 
the TEXACO mark. Plaintiff will prove that defendant 
Allied at the time it acquired the business of its pre- 
decessors was well aware of the significance and value 
of the trademark and trade name TEXACO and that defendant 
acquired that business with the intention of continuing 
the use of said abbreviation TEXGAS and thus of profiting 
from the association and confusion of that term with 
the trademark TEXACO. 

14. The plaintiff expects to prove its rights 


to its name and mark through witnesses and records located 


in New York City. Texaco's business operations are highly 
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centralized. All policy decisions are made in New York. 
All supervision and direction of sales of all products 
are carried out in New York and all records of this are 
located or available in New York. The historian and 
archives of the corporation, necessary to plaintiff's 
ease, are located in New York. All advertising is prepared, 
approved and placed in New York except for minor local 
advertising, and even that is subject to supervision 
and approval in New York. The advertising records are 
maintained from the year 1912 forward in books at the 
New York office, many of which are too fragile to move 
any distance. Advertising expense records are maintained 
in New York. Plaintiff's advertising agencies and their 
records of plaintiff's advertising are located in New 
York. The constant conduct of surveys and preparation 
of studies of the effectiveness and recognition of the 
TEXACO mark are carried out by New York personnel and 
the records thereof are located in New York. In short, 
all marketing records and plaintiff's witnesses in 
general concerning the marketing of its products are 
located in New York. 
15. At this early stage in this case -- with 


issue not yet joined -- we.cannot yet anticipate all 


witnesses who will be required. We expect, however, to 
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prove the allegations of paragraphs 4 through 14 of the 
Complaint, as indicated by the foregoing statements, by 
witnesses drawn from plaintiff's corporate headquarters 
in New York City and in some instances by witnesses 
formerly employed there but now retired. We expect that 
a large part of those allegations will be supported and 
proved by records located and available at plaintiff's 
New York corporate headquarters or at the offices of 


advertising and marketing research firms located in New 


York. Plaintiff also expe to call witnesses to support 


these allegations who are not employees or parties to 
this litigation but are located in New York. In sum, 
therefore, plaintiff's witnesses and evidence concerning 
its trademark and trade name rights currently and in the 
past are located and available in New York and not in 
any other location. 

16. Among the employees of plaintiff located 
in New York City or the immediate metropolitan area who 
are appropriate witnesses to support plaintiff's afore- 
said allegations or its trademark and trade name rights 
are as follows: 

a. Howard I. Wricht, Assistant General Manager- 
Resale Sales-United States, wnose affidavit is submitted 
hereiwth, is located at corporate headquarters in New 


York and can testify that his responsibilities relate to 
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constitutes approx- 
imately 90% of pl 3a] in the United States. 
include gasoline, motor oil and other TEXACO 
Mr. Wright lo 
in his position are 
have retired. 
can testify as 
as to the marketing organization of Texacc 
generally and in detail. He i >] o produce 


figures in support is testimony right 

district level, r all national sales records 

lable in New York. He can also testify that all 
sales policies are created in New York and that all sales 
are supervised throughout the country from his office. 
(See Wright affidavit). 
b. Joel Tharp, TBA Sales Manager, whose 

duties are described in the Wright affidavit, i 


located at corporate headquarters in New York City and 


can testify concerning the marketing and sales of TEXACO 


tires, batteries and accessories and of its Quality Line 


liters all marketed under the TEXACO mark or under other 


marks of Texaco Inc. (including various TEX prefix marks). 
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Mr Tharp has available in New York records of 
TBA sales which he can produce in Support 
(See Wright Aff.). 

c. Robert M. Dowling, Assistant Manager, Retail 
sales, Sales-United States, referred to in the Wright 
affidavit, can testify as to xaco's national 
and as to the types of TEXACO identification si 
gasoline service stations. Mr. Dowling helps write all suc 
policies and oversees their implementation durin- the course 


of his extensive travels. Thus, he is familiar with TEXACO 


retail sales right at the grass roots level. (See Wright 


AfÍ.). 

d. Ellis W. Gunnels, Assistant General Manager 
-Operations, is located at the corporate headquarters in New 
York City. Mr. Gunnels is the former Regional Manager for 
Texaco's Houston region and can testify among other things 
as to Texaco's operations in the Houston region w'n which 
he has been fully acquainted by reason of his poistion there 
prior to his recent elevation to his present position. 

(See Wright Aff.) It should be noted that Mr Gunnels is 
incorrectly listed in the motion papers (Lynch Aff., 
P. 3) as a potential witness in the Houston area. 

e. Robert Braudis, Ass'stant General Manager, 

Consumer Sales-United States, whose affidavit is submitted 


herew.th, is located at Tex o's Long Island City office in 
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Yok DIVE 


New York ity and is responsible for all les by Texa of 
liq ] petroleum gi and can therefore testify as to t 
history and use of the TEXA mark in advertising, promo- 
tion and salg in tha* nnection. ee Braudis Aff.). 
E. William V. Linn, Manager, Advertising and 
Sales Promotion, Sales-United States, whose affidavi 
itte herewith, is located at the corporate headquarters 


f plaintiff in New York, as is his predecessor John Childs 


wWhh A LUD sy 


I 


and he and Mr, Childs can testify as to the extensive, wide 
spread and most favorable consumer recocnition and reliance 
. Linn will supply pertin- 


ent information concerning Texaco's national advertising 


and promotional efforts during the relevant years. (See 


g. Charles Hanson, Advertising Production, re- 
ferred to in che Linn affidavit, is a long term employee who 
has worked for Texaco for 44 years in advertising and he 
can testify from his personal knowledge as to advertising 
of the TEXACO name and mark throughout the United States 
during those years. (See Linn Aff.). 

h. W.H. England, Manage Marketing Research, 
Sales-United States, whose affidavit is submitted herewith, 


is located at corporate headquarters in New York City and 


can testify as to data collected by Texaco concerning the 


o5 
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'ffectiveness of Texaco's advertising and consumer recogni- 


tion f the TEXACO name and trademark. He can also test y 
concerning his use of verious consulting and market f 


in New York City. Testimony from members of those f 


— ^ 
may be relevant. (See Engiar Aff. 

1. Kenneth McCullum is the Texaco historian w! 
will testify as to the history and wisespread use of the 
trace name and mark TEXACO and can produce various records 
in support of .at testimony from the Texaco archives which 
are kept in New York City. 

17. Plaintiff, depending upon defend inzwer 
and other developments in the case, may find it necessary 
to call upon various other witnesses from the sales, adver- 
tising and marketing departments of Texaco Inc. located at 
Texaco's headquarters in New York City. These potential 
witnesses all work in the departments of Mess.s. Wright, 
Braudis, Linn, and England and the names and the expected 
testimony of many of them are recited in the attached 


affidavits of the above-named gentlemen. 

18. The affidavit of Michael Keenan, an account 
executive at the advertising agency of Benton & Bowles who 
is concerned with the Texaco advertising account, is submitted 
herewith. It appears that this agency has been for many years 


responsible for the advertisirg of the Texaco name and trade- 


mark, that Mr. Keenan is located in New York, that the records 
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the agency are in New York and persons a: the agency 


will be available as witnesses, including Marcus Becker, 
the account supe ind the three account e:^cutiv-^s, 
Keenan, Mr. Jennings and Ms. Dudzinski, 
conzerned with TEXACO advertising. They are all 
k City and all are potential witnesses as 
are various other persons at the agency. Furthermore, 


Since the advertising records of Benton & Bowles are 


New York, testimony concerning these 


can only be given conveniently in New 
here are various others who may be 

as non-party witnesses are located in New York. These 

potential witnesses come from the offices of the various 


consulting and marketing firms utilized by the plaintiff, 


as identified in the England affidavit, and have knowledge 


of the various surveys and studies concerning the strength 
and recognition of the TEXACO trademark. There will also be 
other non-party witnesses as well as party witnesses who 

can testify as to confusion or likelihood of confusion 
between the designations TEXACO and TEXGAS when us2d on 
products of like kind which are sold in competition with one 
another. Aside from expert witnesses located in New York, 
other confusion witnesses may include persons located at 

the various marketing data firms and consulting firms 


mentioned above. 
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20. The foregoing indicates the witnesses and 
ecords required to prove the plaintiff's trademark -ights 


ind the great strength and recognition of the T O name 


nd mark as of times long prior to any use by defendant 


'f the designation TEXGAS. The defendant will not deny 


been using the designation TEXGAS for it admits 
j| motion papers.  Conseguently, any further test- 
imony would relate to the geographic area and manner of 
defendant's use of the designation TEXGAS and the likeli- 
hood of confusion and the actual confusion with the 
EXACO name and mark arising therefrom. 

21. One of the primary witnesses, if not the 
orimary witness of the defendant as to its use of the 
designation TEXGAS will be Harold G. Teverbaugh, Vice 
President of defendant Allied, who is also th. President of 
Allied's Union Texas Division and who was over many years 
employed by defendant's predecessor companies which became 
its Union Texas Division. It appears from copies of the 
franchise tax reports filed by Allied's subsidiaries, Tex- 
gas Corporation and Texgas Service Stations, Inc. in Delaware 
on March 1, 1974 (attached as Exhibits B and C to this 
affidavit) that Harold G. Teverbaugh is a director of each. 
Furthermore, Mr. Teverbaugh, according to testimony, is 


primarily located in the New York Metropolitan Area and 
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perhaps New York City itself and is certainly available 
for trial here, although he also assertedly maintains a 
Houston office. He has been president of Allied's Union 
Texas Division since 1968 and an officer of Allied's pre- 
decessors for many years. 

22. Another witness required of defendant will 
be Robert A. Harmon, Assistant Secretary of Allied, who 
has signed trademark documents and has apparently been 
responsible for trademark matters and has charge or trade- 
mark records. His testimony will be requ' red in that 
connection and perhaps concerning the claim for cancella- 
tion of defendant's trademark registration. Upon infor- 
mation and belief, Mr. Harmon is located at Morristown, 


New Jersey. 


23. As discovery progresses, we expect to identify 
other witnesses required from defendant's offices in New 


York City or Morristown, New Jersey. Mr. Brian D. Forrow, 


Vice-President and General Counsel of Allied, and other Allied 


officers and personnel may be required to produce records 

and to testify as witnesses concerning Allied's acquisition 

of its predecessors who are claimed to have used the desig- 
nation TEXGAS. Also, it seems probable that other of Allied's 
personnel here, and records, especially trademark records, 


will be required on other issues. 
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24. Defendant has indicated its subsidiaries 
rexgas Corporation and Texgas Service Stations Inc. as 
being repositories of information required. If so, plain- 


tiff should be able to compel witnesses from the subsid 


»ia~ 
iaries to appear here but, if not, it must be satisfied 
with deposition testimony. These subsidiaries seem mar- 
ginal as Texgas Corporation is merely a "nameholder" 
corporation (See Exhibit B hereto wherein its business 
activity is listed as "Nameholding") and Texgas Service 
Stations, Inc. may likewise be merely a nominal corporation 

is not even nemed in the listing of subsidiaries in 


Allied's 10-K Report filed with the SEC on March 31, 1975. 


(See Exhibits C ard D attached hereto). The TEXGAS oper- 


ations appear to be Allied's own operations which perhaps 


are in small part, conducted for convenience or tax reasons 
through these nominal subsidiary corporations. 

25. In addition to the foregoing, plaintiff will 
call confusion witnesses. These witnesses, as is apparent 
from movant's papers, may be located anywhere east of the 
Rocky Mountains. Plaintiff's investigation in this regard 
is continuing but areas in which potential confusion wit- 


nesses already have been identified include: 
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3 


a) Fort Fairfield, Maine 


erald Shea, President of the Shea Company, 
consignee of TEXACO products in the Presque 

Sle vicinity near the Canadian border, has 
knowledge of telephone inquiries received by 

his office concerning TEXGAS products. His 
secretary, Mary Lou Doughty, personally received 
these calls, and, furthermore, when Texgas Ccrpor- 


ation ran a help-wanted ad in tt local paper 


© 


received calls from applicants because of Shea' 
telephone listing under TEXACO. 
) Binghampton, New York 


B 


\. John Tanaka, Superintendent of the Texacc 


w 


terminal has knowledge of mail addressed to 
TEXGAS being received by Texaco. 


c) Albany, New York 


Aurele J. Charbonneau, senior clerk at the 
Texaco terminal in Albany, has knowledge of mail 
addressed to TEXGAS being received by Texaco. 

d) Memphis, Tennessee 

Several witnesses in Memphis have knowledae 
of telephone calls to Texaco offices seeking to 
order TEXGAS LPG or complaining about non-delivery, 


a. J also of checks in payment of Texaco bills 


being sent to the TEXGAS sales office. 
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e) Arkansas, Mississippi, Missouri and Tennessee 


Several witnesses, both party and non-party 


have knolwedge of confusion of TEXGAS with 


TEXACO at service stations. 


26. The precise confusion witnesses plaintiff will 
call to show the assumption by the public that the TEXGAS 
ations are a part of the Texaco business have not yet 
been determined and are subject tc the continuing inves- 
tigation. The foregoing is indicative, however, of the 
widespread locations from which such witnesses will be 
drawn. Given the ease of air travel to New York, it is 
inevitable that those who will voluntarily appear at trial 
would find travel to and attendance at trial in New York 
City more convenient -- and more persuasive for voluntary 
appearance -- than Houston. Non-voluntary witnesses must 
necessarily be presented by deposition. 

27. In sum, therefore, witnesses and records 
will be generally available in New York and not Houston. 
It would be a tremendous burden upon plaintiff and the 
witnesses it expects to call to gather their records 
together and travel to Houston half a continent away for 
an extended trial. The witnesses indicated by plaintiff 
as being in Houston seem often irrelevant and, where 


they are not, they are employees or former employees of 
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^ 
Allied with limited and incidental knowledge whose test 
y wouid seemingly be bri ind of limited signific 
Certainly, movant has failed t jemonstrate the mater 
of their expected testimony in its papers. 
Wherefore, plaintiff prays that the otion f 
t isfer be denied. 
», 
| J ni 
\ Ae f 
fa YT ee "CE, 
y ra 1 
VAX ass ULA \ 
—————— À — MS S 
MERCER L. STOCKELI 
n to before me this 
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NEW YORK 


Plainti 
-against- 
{ICAL CORPORATION, 


Defendant. 


HOWARD I. WRIGHT, 


Sistant General 


connect.ion w 1 defendant's motion 


the federal in Houston, 


2. My responsibilities in my present position 


include general supervision of the overall sales policies 


and marketing nationally of all products sold by Texaco Inc. 
for resale and not direct consumption. About 90$ of all 
sales of finished motor gasoline fall within this 

category. As a rule of thumb, wherever there is a Texaco 


sign, my office has the responsibility for sales there. 
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j ave been in resent | t 
t nth f su per r rest 
Citile À V ( € I a € for 2 
t CI ( r t I >, a‘ r Buf ] ' r | 
I 
1 M ffi es are ta ea ii Or I te n , 
$ ‘ hy clear Buil« na j Je Ver 4 My r $ 
! resent sition, formerly entitled Manag 
et Le i M irs. D. A. Dohert ind isher 
nt tain their offices at the same oca l 
5 ( (o's sales organization is highly centra 
Sales policy for resale sales is written ar 


for 'Xaco stations are approved in New York. And it is, I 
think, fair to say that New York provides the only vantag 


point from which to assess the total picture of Texaco's 


nationa 


I 


sales operation and that potential witnesses 
having knowledge of sales on a national scope are located 
in New York. 


duties bring me in frequent touch with 


advertising staff. My office decides what and how 


ertising support Texaco products will need. We also 
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in the evaluation and eventual approval 


staff 


are various othe 
responsibilities and 
potential witnesses in this Among these, 


are: 


Joel rharp 


Assistant Manager 
TBA 


BA Sales 
Mr. Th 's responsibilities include 
purchasing and marketing all of Texaco's TBA 
(tires, batteries and accessories), Quality 
ine Products and Lawn Food Products. 
Mr. Tharp is fully acquainted with Texaco's 
sale of TBA and Quality Line items nationwide 
and can attest that all TBA and Quality Line 
national sales records are here in New York. 
(b) Robert M. Dowling 
Assistant Manager 
Retail Sales 
Mr. Dowling started with Texaco in 
1956 and prior to assuming his present post 


had served in such capacities as sales 


representative and District Sales Manager 
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l€ Al any ) t t Ilis rest t 
t es 1c eot 
: ent , 4 — nas 
+ "et v v $ Y 
4 " I , 
n t I al ad ilstrati:« f I 
- r My ( E trave] P ton- 
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> V i 1exac« 
tir practices at the grass ts evel. 
E] is S innels 
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Ac = $ M 1 LY] a 
Assist eneral nager - erat j 
sa m " Men . 
ir ;unneis, formerly Regional 
: : " SOE ee ee E . mad " 
i! Jer ror Texac S HOU n Kegion, ‘Assumed 
hi H Y - la mr. 3 
i resent t } ist month and is now 
1 — " wn ^ } , "T - 
l ated at exaco's corpo: e headquarters 
M c - - € “ey > 
Y sunne] 8, € ourse, we] acquainted 


ncerning Texaco's operations in that area 
1S relevant, Mr. Gunnels is uniquely suited by 


: Virtue of his past post to testify on this 
t È 


2 8. All witnesses concerning the national mar- 


keting of Texaco's products must necessarily be located in 


the New York Office. Sales personnel in other locations 


(© 
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have limited responsibilities and a limited geographic 
territory. It would be extremely burdensome to trans} 

a large portion of Texaco's national marketina executiv 
and its personnel concerned with sales, advertising and 
promotion all the way to Houston, together with all 
concerned, for a trial. Texaco's business amounting t 
billions of dollars annually would be adversei" affected 


an extreme degree by any such necessity. 


4 


Sworn to before me this 


TETA day of July, 1975. 
i ^ a 
ue e o 


Dow 


e 
tcc P k c " 
4 Fa EP d (4 
(/ Notary Public 


& 


RAYMOND G. WATSON 
Notary Public, State of New York 
No. 60-4171310 
Qualified in Westchester County 
Certificate Filed in New York County 
Term Expires March 30, 1977 
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T ' . 
I : ICI CO i 
I I NEW Y 
" 
- 7.7 
- 327 (LWP) 
D ntifi 
lalntirr, 
m T I ‘IT OF ROBERT 
RAUDIS ON MOTION T 
"LIT PORATI : RANSFEP 
Lendant 
111 Y K / 
je 
Y JE YORI ) 
I T BRAUDIS, being duly sworn, deposes and 


Le I am Assistant General Manager, Consumer 


-United Stat , tor Texaco Inc., and maintain my 
€ ^ ^ Y Tnne T 1 4E a Teatar 
ffi ; at tne Paragon Building in Lona Island City, New 
York, which is a part of New York City. I have been with 


Texaco, Inc. for approximately 29 years, having previously 
d in such jobs as Manager, Consumer Sales; Manager, 


r 


National Sales; and Assistant Division Manager, Industrial 
Sales, in Buffalo, New York. I make this affidavit in 
-onnection with the motion to transfer this action to 
Houston, Texas. 


2. As part of my current duties, I am in 


charge of Texaco's sales of liquified petroleum gas ("LPG") 
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throughout the United States. Texaco sells LPG 
wide basis, with 9 sales representatives 
Various states and who sell Texaco LPG throughout the 
States In addition, we have LPG Supply points 
country including, for example, refineries and gasoline 
plants in western, northwestern and midwestern states as 
in the s vest and nor.heast, and including var 
tne terminals in the northeast, midwest and southea 
j. Policy decisions on the marketing of LPG arc 
made in New York. Although Mr. J. A. Thelen, mentioned by 
defendant in its Papers, is ‘anager, LPG Sales with Texacc 


Inc. in Houston, he reports to me and I am responsible foi 


the formulation and implementation of Texaco policy relating 


to LPG sales. I perform these duties out of my Long Island 
City office. My inmediate superior is D. A. Doherty, 
Manager, Sales-United States. He is based at Texaco's p 
cipal executive offices in New York City. 

4. We maintain in New York records relating to 
the finances, sales, personnel, etc. for Texaco's LPG effort: 
dating back to the original formation of the LPG division i: 
the 1950s. All advertising and promotion relative to I 
Sales has been prepared in New York and those records 


maintained in the advertising department in New York 
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ition, LPG advertising and promotion has been handled 


an advertising agency which is 


Sworn to before 


/U 1i. aay of July 


EVELYN R. FISCHER 
NOTARY PUBLIC State of New York 
No. 30-6304290 
Qualified in Nassa ^o inty 
Cert Tiled in Queens Co nty 


4 


Commission Expires March 30. /4 24 
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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


TEXACO INC., 
7]5 Civ. 327 (LWP) 
Plaintiff, 
-against- : AFFIDAVIT OF WILLIAM 
V. LINN ON MOTION 
ALLIED CHEMICAL CORPORATION, : TO TRANSFER 


Defendant. 


STATE OF NEW YORK ) 


COUNTY OF NEW YORK ) 


WILLIAM V. LINN, being duly Sworn, deposes and 


l. I am Manager, Advertising and Sales Promotion, 
Sales -- United States, fcr Texaco Inc. I maintain my 
offices at Texaco's corporate headquarters which are in the 
Chrysler Building at 135 East 42nd Street, New York, New 
York i0017. I joined Texaco in 1967 ar i. e been involved 
with advertising throughout my tenure with the company. I 
make this affidavit in connection with the motion to transfer 
this action to Houston. 

2. My current job responsibilities and my past 
work experience qualify me to testify to the nature and 


extent of Texaco's national advertising. 
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3. All national advertising and all promotions 
Originate with my office and are approved here at Texaco's 
national headquarters in New York. Furthermore, any adver- 
tising done regionwide is assisted by New York, and all 
placements of advertising amounting to more than ten or 
fifteen thousand dollars are made through New York. Indeed, 
though the regions are allocated advertising budgets, 
individual expenditures are cleared through New York on forms 
expressly supplied for that purpose. 

4. At present two outside advertising agencies 
assist Texaco Inc. in formulating and developing its ad- 
vertising. Benton & Bowles, Inc., 909 Third Avenue, New 
York, New York, attends to all Texaco's advertising other 
than industrial trade advertising. The latter technical 
advertising, which would include LPG advertising, is also 
handled in New York by Creamer, Colarossi,Inc., 1301 Avenue 
of the Americas, New York, New York. Cunningham & Walsh, 
Inc., 260 Madison Avenue, New York, New York, had the 
TEXACO account before Benton & Bowles took it over in 1961, 
so that agency may be familiar with the details of pre-1961 
Texaco's advertising. 

5. Marcus Becker is the TEXACO Account Supervisor 


at Benton & Bowles so he would be the person to speak to 
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there concerning Texaco's national advertising. His counter- 
part at Creamer, Colarossi is Mr. Arnold Kaczales, who would 
have knowledge concerning Texaco's LPG advertising. 

6. As is apparent from the foregoing, Texaco's 
advertising organization is tightly structured with its 
nerve center in New York City. All our national advertising 
records, including cost records and tear sheets of adver- 
tisements dating back to 1912, which are too fragile to move 
to Houston, are stored in New York. 

Bs My immediate Superior, who formerly occupied 
my post, is John Childs, presently General Manager of 
Worldwide Advertising for Texaco. Mr. Childs maintains 
his office in New York and is, of course, quite familiar 


with the present and past history of Texaco's advertising. 


8. Another potential witness located in my office 


is Charles A. Hanson. Mr. Hanson has been employed by Texaco 


| 
for 44 years, all of it in advertising. Mr. Hanson, a produc 


tion man, has excellent recall and can identify old adver- 
tisements, mats, etc. and testify as to the history of adver- 
tising programs and policy. 

9. Kenneth McCullum, the Texaco historian, is 
also located in Texaco's headquarters in New York where the 
Texaco archives are maintained. He is familiar with the 
background and development of Texaco Inc. since it was 


first organized as The Texas Company in 1902. 
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0. I personally was unaware of any usage of 


3 3 


mark until I noticed Allied's advertisement for 
including LEGS, gasoline and motor oil in 
in New York. who brought this 

attention of the Texaco Inc. management. 

ll. Thus all persons with broad familiarity with 
the advertising and promotion, both past and present, of 
Texaco products are located in New York, except possibly, 
of course, those who are now retired. It would be extremely 
burdensome to try to produce these persons and all records 
required at a trial in Houston. 


/ 


z or a. L 
WILLIAM V. LINN 


Sworn to before ro this 


J/ 


day of July, 1975. 


/ k ” M. 
^ Ja » J “Se 
«zz xtA rd AE SA M tk x pé A 
Notary Public 


MARTHA T, HERRMANN 
Notary Public, Siete of New York 
No. 03-8161150 - Bronx County 

Certificate filed in New York County 
Commission Expires March 30, 1976 
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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


TEXACO ANC. 
Plaintiff, : 75 Civ. 327 (LWP) 
-against- : AFFIDAVIT OF W. DLs 
ENGLAND ON MOTION 


ALLIED CHEMICAL CORPOR TION, - TO TRANSFER 


Defendant. 


STATE OF NEW YORK ) 


COUNTY OF NEW YORK ) 


W. L. ENGLAND, being duly sworn, deposes and 


l. I am the Manager, Marketing Research, Sales -- 
United States, for Texaco Inc., a position I have held for 
the last four years. I have been employed by Texaco Inc. for 
approximately 26 years, having previously served as Assist- 
ant Manager for Consumer Sales; Staff Assistant to the New 
York General Manager; Assistant Division Manager in 
Minneapolis for Consumer Sales; and District Manager in 
Utah. I make this affidavit in connection with defendant's 
motion to transfer this action to Houston, Texas. 

2. The Marketing Research Department of Texaco, 
which is my responsibility, is located at company head- 
quarters at the Chrysler Building, 135 East 42nd Street, 


New York, New York and I maintain my office there. All of 
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records and personnel are at that location. The Depart- 


ont's 


function is regularly to monitor and evaluate sales 
and market data affecting TEXACO branded products and 
Services and to respond to Specific requests from sales, 
advertising and other personnel relative to projects or 

or problems they may encounter in the course of their duties. 
Since we do not have the facilities internally for nation- 
wide testing, we regularly call upon independent market 
research organizations for specific projects. 

3. My principal assistant is T. J. Hattrick, 
Assistant Manager, Marketing Research. He is, of course, 
based at 135 East 42nd Street, New York City. He has been 
with Texaco Inc. since about 1946 during which time he has 
served as Retail Supervisor, Denver Region; Assistant 
Division Manager, Sales, in Minneapolis; and District Sales 
Manager, Buffalo. I report to the Assistant General 
Manager, Planning, Sales U.S., Mr. Thomas B. Meadows. His 
office is also at 135 East 42nd Street, New York City. 

4.  Texaco sells its branded TEXACO and related 
Tex-prefix products throughout the fifty states. However, 
the management of the company is highly centralized at the 
New York office. All policies are formulated in New York 
and the Marketing Research Department is often called upon 
for assistance in the creation of policy and in the evalua- 


tion of policies and procedures after they have been put 
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effect. In the course of my duties, I deal regularly 


/^. Linn, Manager, Advert Sing and Sales Promotion, 
jh him work in conjunction with our outside adver- 
ncies, which are also New York based. 

o the functions of our Marketing 
earch Department is to evaluate the performance of TEXACO 
campaigns. In this connection, 
we employ the services of Marketing and Research Counselors, 
Lae; 51258 Lexington Avenue, New York, New York 10022, to 
conduct nationwide Surveys for Texaco Inc. on a regular 

My direct contact at that Organization is a Mr. 

Timothy Prior. Among the issues regularly surveyed for 
Texaco Inc. is the public's awareness of the TEXACO brand. 

6. As stated, from time to time, we respond to 
Specific requests from management personnel. One such 
request in 1971 was to evaluate the effectiveness and 
consumer awareness of the TEXACO Signs which are empioyed 
at the over 30,000 TEXACO Stations nationwide. On that 
particular project, we employed the services of Oxtoby- 
Smith Inc., a market research firm in New York City now 
located at 150 East 58th Street, New York City. 

7. In addition, we subscribe to the data services 
of Lundberg Surveys, Inc., a firm based in North Hollywood, 
California. Using public tax-paid motor fuels data in 


each of the states, Lundberg is able to compute and 
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1 te on a monthly basis, by state, ( arket 
ires of t fariou rands. est rveys include 
t y Texaco and t th Jor brands, but the sale 
+ " non Y * T 4 AG 1 cicr amr 
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hc 1 other sources ls Market- 
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ing Research Department stays on top f the nationwide 
T nea lor tha MIYA hrana my, c " . = 
perrormance under the TEXACO brand. rnis department 


A 


operates out of New York and its records and personnel 


ire in New York as are most of our outside consultants 
There are no department personnel or records in the Houston 


or am I aware of any outside consultants who might 


be called upon to testify who are located there. 


9. It would be burdensome and perhaps impos- 


sible to produce all witnesses from my office and from 
our advertising agencies and marketing research firms at 


a trial in Houston, Texas. 


JJ - ha P , 
——— RC No SO, s 
W. L. ENGLAND 


Sworn to before me this 


‘day of July, 1975. 


^ e". s 


Notary Public 
JOAN P. WENT 
Netery Public, State of New Yoril 
No. 41.3914700 
Qual. ied sveens County 
Certificate tiles in tww York County 
Camwaission Expires March 36, 1977 
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> 

, NITED STATES DISTRICT COURT 


SOUTHERN DISTRICT OF NEW YORK 


LL E A - , 
Plaintiff, > Civ 327 (LWP) 
-against- : AFFIDAVIT OF MICHAEL 
KEENAN IN OPPOSITION 
ALLIED CHEMICAL CORPORATION : TO MOTION TO TRANSFER 
Defendant 
à STATE OF NEW YORK ) 
SS.: 
| COUNTY ( NEW YORK) 
| MICHAEL KEENAN, being duly sworn, deposes and says: 
| Lo I am an Account Executive for Benton & Bowles, 
| Inc., an advertising agency located at 909 Third Avenue, 
| " TED ^ , " E + 
l «ew rork, New York where I have my office. I am one of 


three such Account Executives for the Texaco Inc. accoun 
and I make this affidavit with respect to the motion to 
| transfer this action to Houston, Texas. 
2. Benton & Bowles has been the advertising 


agency for Texaco since mid-1961. We handle all advertising 


for Texaco except farm, industrial, aviation and LPG adver- 


Wd |tising. During the regular course of my business, I deal 
í 

4 with John Childs, Bill Linn, and Wally England at Texaco's 
1 I New York office. I have been on the Texaco account since 
A 


|May 1972. I report to Marcus Becker, Vice President, 
| Account Supervisor who has been on the Texaco account 

Since June 1969. Mr. Becker reports to Joseph Hannan, 
Il 


| Senior Vice President, Management Supervisor, at Benton & 


I 


Í Í 
1 
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wles who is ultimately responsible for the Texaco account 


and who has been involved on the account since 1961. The 
n I am making this affidavit is that Mr. Becker is 
presently on vacation and Mr. Hannan is on the West Coast 
oO using S 
nton & Bowles develops, places and oversees 
ill T.V., radio, magazine, newspaper and major outdoor ad- 


vertising for Texaco. Since Texaco advertising placed 
chrougn Benton & Bowles exceeds $10 million per year, we 
have an extensive staff in New York working on the account. 
AS stated, there are three account executives who report 
^; myself, Richard Jennings, and Diane Dudzinki. 
Each of us has specific areas of responsibility such as 
motorist and retail sales, "corporate" advertising and 
public relations work and special assignments. 
4. Also on the Texaco account, are Ron Frankel, 
Associate Creative Director, who is in charge of the creation 
of the advertising materials; Frank Henderson, Associate 
Media Director, who creates, documents and presents media | 
plans and then places the materials in national and local 
media when they are approved; and Jerome Harwood, Associate 
Research Director, who is in charge of copy research. 
5. It should be stressed that control over the 
advertising and promotional efforts of Texaco is based in 
New York. Even where the Texaco regional offices get in- 
volved in promotional activities at the local level, all 
copy is written at Benton & Bowles in New York and media 
|| purchases are made by Benton & Bowles in New York. Market- 


| 
| ing and media objectives, plans and strategy are formulated 
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e in conjunction with Texaco's New York management 
J 


and care is taken to see that all advertising and promotional 


activities, wherever placed throughout the nation, conform | 


to and are consistent with such policies. 


6. Benton & Bowles maintains records of its 


activities on behalf of Texaco a* 


sur office here in 


New York. We have photoboards or f? commercials, radio 


Scripts, magazine and newspaper proofs, photos of outdoor 


ing back to at least 1967. our records 


it and cost of the various media 


efforts so that we can determine for example, what programs 


were sponsored by Texaco; where and when national and local 


T.V. spots were run; where and when priat advertising 


appeared; and the amount of the costs involved. 


7. If any testimony is required from me or any 


personnel of Benton & Bowles, such te, imony can only be 


given conveniently in New York where the personnel and 


| records are located. 


i| \ i TES 
j| 


Michael Keenan 


ts 


á Sworn to before me this | 
$ $ | 
i 5 | 
| | h^ day of 4.5». , 1915. | 
i 

% j 

] Wp a EX 

4 {it & (t / j 


Notary Public 
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Mercer L. Stockell, Esq. 

James B. Swire, Esq. 

Rogers Hoge & Hills 

Office and Post Office Address 
90 Park Avenue 

New York, New York 10016 

Tel. (212) 953-9200 


William P. Walsh, Esq. 
Suite 2408 

135 East 42nd Street 

New York, New York 10017 
Tel. (212) 953-6079 


Attorneys for Plaintiff 


OF COUNSEL: 


William R. Golden, Jr. 


Complete Relief ( 
Between Texaco and 


TSSI Does Net Have Sufficien 
terest In the Subject Matter, 
In Any Event, its Interest is 
ully Protected by Allied, P: 
prietor of the Trademark at 


"IT 
> ut . . . . * . . * . . . * 


Even Assuming Arguendo that 
a Person to be Joined if Fea 
Appears that TSSI Can Be Joi 


Party . . . . . * . . * . 


Even Assuming Arguendo that 
Person to be Joined if Feasi 
1S Not an Indispensable Part 
Subdivision (b) of Rule 19 
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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


ALLIED CHEMICAL CORPORATION, 


Defendant, 


PLAINTIFF'S MEMORANDUM IN OPPOSITION 
TO MOTION TO DISMISS FOR FAILURE TO 
JOIN PERSON NEEDED FOR JUST ADJUDICATION 


Plaintiff submi s this memorandum in opposition to 
the motion of defendant to dismiss this action pursuant to 
Rule 19, Fed.R.Civ.P., for failure to join defendant's wholly- 
owned subsidiary, Texgas Service Stations, Inc. ("TSSI"), 
allegedly an indispensable party to this controversy. The 
motion is frivolous both in fact and at law and it should be 
denied. 

STATEMENT OF THE CASE 

Plaintiff Texaco Inc., proprietor of the renowned 
and federally registered trademark TEXACO for gasoline, liquefied 
petroleum gas ("LPG") and related products, has brought this 


action for trademark infringement, unrair competition, and 
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related violations against Allied Chemical Corporation ("Allied) 
by reason of the ownership and use by Allied of the designation 
TEXGAS for gasoline, LPG and related products. Allied is the 
Proprietor of three registrations of the marks TEXGAS and/or 
TEX-GAS in the United States Patent Office and plaintiff seeks 
to have these registrations ordered cancelled by the Court pur- 
Suant to Section 37 of the United States Trademark Act of 1946, 
1$ U.S.C. $1115, 

Shortly after commencement of the action, plaintiff 
Served Allied with a Notice to Take Depositions and simultaneously 
served Allied with a subpoena duces tecum returnable at said 
depositions. In partial response thereto, Allied produced for 
deposition: 


Eugene C. Stout, its manager of retail gasoline 
sales. 


Philip M. Cordell, Jr., its general manager 
of supply in charge of gasoline and related 
products. 


Don L. Ragland, its manager of gasoline sales. 


Joseph W. Love, its manager of marketing ser- 
vices covering LPG sales. 


Allied also produced a number of Socuments relating to its 
Sales and distribution of gasoline, LPG and related products 
under the mark TEXGAS. 

Allied has not yet answered the Complaint. Instead, 


it has moved, inter alia, to dismiss for failure to join TSSI, 
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an alleged indispensable party.* 


STATEMENT OF FACTS 


The production of personnel and documents by Allied 


establishes Allied's control over the manufacture, distribu- 


tion and sale of gasoline and relat^d products under the mark 


TEXGAS including such activities on the part of its wholly-owned 
subsidiary, TSSI. As Allied's and TSSI's employee, E. C. Stout, 


testified: 


"Q. Mr. Stout, what are your duties at Allied 
Chemical as manager of retail gas sales? 


"A. I wear, basically, two hats. I am manager 
of retail gasoline sales as fa! as my hat with 
Allied Chemical is concerned a- manager of retail 
sales. I simultaneously carry title of vice 
president of Texgas Service Stations, Inc. My 
prime respc.sibility is the direct operation of 
our retail service stations." (Stout Dep., p. 4). 


Mr. Stout further testified that Allied, ‘ot TSSI, manufactures, 


Stores and distributes motor gasoline: 


"Q. Mr. Stout, where do the Service stations 
operated by Texgas Service Stations, Inc. obtain 
their gasoline? 


"A. From Allied Chemical Corporation." 
"Q. Delivered by Allied Trucks? 


"A. Correct." (Stout Dep., p. 27-28). 


* * * * 


*Allied concedes that its other wholly-owned subsidiary, 
Texgas Corporation, is licensed to do business in New York and 
is subject to jurisdiction here. (Def. Br., p. 8). Thus, the 
motion and this brief are directed only to the status of TSSI. 


je 
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"Q. Does Texgas Service Stations, Inc., 
store its own gasoline aside from at the sta- 
tion site? 


"A. No, sir. Allied does but not Texgas 
Service Stations." (Stout Dep., p. 6). 


Further, it appears that TSSI operated only 84 of the over 200 
service stations utilizing the TEXGAS mark. (Stout Dep., p. 6). 
The rest are supervised by Allied. (Stout Dep., p. 31). And, 
even at those TSSI stations, all advertising and promotional 
materials, etc. are supplied by Allied (Stout Dep., pp. 19-21). 
Stout testified he reports to A.E. Van Dyke, General Manager, 
Retail Marketing at Allied, who also has responsibility for over- 
Seeing the operations of the non-TSSI service Stations. (Stout 
Depi; D. 32). 


Finally, Stout further stated that the president of 


Allied's Union Texas Petroleum Division, Harold G. Teverbaugh, 


"maintains two offices, one in Houston and one in New York. The 
main office is in New York." (Stout Dep., p. 41). According to 
records in the office of the Department of State in Delaware, 
Mr. Teverbaugh is also a director of TSSI. Moreover, according 
to Allied's 1974 Annual Report, he is an officer of Allied, 
designated as a "Group Vice President." 
ARGUMENT 
TSSI IS NOT AN INDISPENSABLE 


PARTY TO THIS LITIGATION 
Ee E NM eee LLLI NEL E DEA LE S ERN 


Rule 19, Fed.R.Civ.P., provides, in relevant part: 
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Rule 19. 


JOINDER OF PERSONS NEEDED 
FOR JUST ADJUDICATION 


(a) Persons to be Joined if Feasible. A 
A Se EP 

person who 1S subject to service of process 
and whose joinder will not deprive the court of 
jurisdiction over the subject matter of the 
action shall be joined as a party in the action 
if (1) in his absence complete relief carnot be 
accorded among those already parties, or (2) he 
Claims an interest relating to the subject of 
the action and is so situated that the disposi- 
tion of the action in his absence may (i) as a 
practical matter impair or impede his ability 
to protect that interest or (ii) leave any of 
the persons already parties Subject to a sub- 
stantial risk of incurring double, multiple, 
or otherwise inconsistent obligations by 
ieason of his claimed interest. If he has not 
been So joined, the court shall order that he 
be made a party. If he should join as a plain- 
tiff but refuses to do so, he may be made a 
defendant or, in a proper case, an involuntary 
plaintiff. If the joined party objects to 
venue and his joinder would render the venue 
óf the action improper, he shall be dismissed 
from the action. 


(b) Determination by Court Whenever Joinder 
not Feasible. If a person as described in 
subdivision (a) (1)-(2) hereof cannot be made 
a party, the court shall determine whether in 
equity and good conscience the action should 
proceed among the parties before it, or should 
be dismissed, the absent person being thus 
regarded as indispensable. The factors to be 
considered by the court include: first, to 
what extent judgment rendered in the person's 
absence might be prejudicial to him or those 
already parties; second, the extent to which, 
by protective provisions in the judgment, by 
the shaping of relief, or other measures, the 
prejudice can be lessened or avoided; third, 
whether a judgment rendered in the person': 
absence will be adequate; fourth, whether the 
plaintiff will have an adequate remedy if the 
action is dismissed for nonjoinder. 


FOR 
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In order for a person to be regarded as indispensable 
pursuant to subdivision (b), he must first meet the tests of 
(1) or (2) of subdivision (a). Only if one of those tests is 
met will the court proceed to "determine whether in equity and 
ood conscience the action should proceed among the parties 
efore it, or should be dismissed", according to the factors 
set forth in subdivision (b). 
We submit that TSSI does not qualify under subdivision 
(a) (1) or (2), and, even if it were deemed to qualify, it appears 
that TSSI can be joined as a party hereto. In any event, in its 
absence the action may "in equity and good conscience" proceed 


between the current parties. 


We note at the outset that "'the philosophy of present 


Rule 19 is to avoid dismissal whenever possible ....'" Yonofsky v. 


Wernick, 362 F. Supp. 1005, 1023 (S.D.N.Y. 1973), quoting Heath 
v. Aspen Skiing Corp., 325 F. Supp. 223, 229 (D.Colo. 1971). 
Defendant's motion is frivolous since it is well- 
established that a person in the position of TSSI is not an 
indispensable party to a trademark infringement suit. For 
example, a case directly in point, not cited by defendant, - 
poses of the contention that TSSI is an indispensable party to 
this action. In American Plan Corporation v. State Loan and 


Finance Corporation, 278 F. Supp. 846 (D.Del. 1968), pleirtiff 


sued to enjoin defendant from using the name "American ..an" 


in the conduct of its business and in the corporate names of 


=6- 
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lts subsidiaries, Defendant moved to dismiss the action 
the ground that its subsidiaries who were uSing "American 
Plan" in their names had not been named defendants.* The 


Court denied the motion, finding that neither of the tests of 


subdivision (a) (1) and (2) had been met, It stated: 


"That condition stated in clause [13 i 
irrelevant. Obviously complete relief can 
be accomplished between pialntiff and defen- 
dant without the joinder of the four Delaware 
Subsidiaries. Nor are the provision of 
clause (2) vop^osite, even though the four 
subsidiar es noted, because of the involvement 
of their names, claim (through defendant) an 
Interest reiating to the Subject matter of 
the action. None is so situated that the 
disposition of the action in its absence 'may 
(i) as a practical matter impair or impede 
[its] ability to protect that interest or 
(ii) leave any of the [corporations] already 
parties subject to a substantial risk of 
incurring double, multiple or otherwise 
incoasistent obligations by reason of [the 
subsidiary's] claimed interest.' The aosence 
of the subsidiaries does not impair or impede 
their ability to protect their interest since 
aS a practical matter their interests are 
being actively and adequately protected by the 
defendant. On its face the provisions of 
clause (2) (ii) are without application." 278 
F. Supp. at 848-849. 


Similarly, in the converse situation where an affiliate or 


licensee of a plaintiff has not been joined, the courts have 


routinely held their joinder not required under Rule 19. 


*The court noted that the four Delaware subsidiaries were 
amenable to process and could have been joined. Thus, the court 
need not have dismissed the action had it found their presence 
necessary, yet it still declined to order joinder, 
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National Board of YWCA v. YWCA of Charleston, S.C., 335 F. Supp. 
615, 627 (D. S.C. 1971), and cases cited therein. 
In addition, trademark infringement is a tort and 
ali who participate in use of the infringing mark are joint 


tortfeasors who are jointly and severally liable to plaintiff. 


Bar's Leaks Western, Inc. v. Pollock, 148 F. Supp. 710, 714 
(N.D. Cal. 1957). However, joint tortfeasors are not indispen- 
sable, or even necessary, partie under Rule 19. Wells v. Uni 


versal Pictures Co., 166 F.2d 690, 692 (2d Cir. 1948); Decora- 


tive Cabinet Corp. v. Stor-Aid of Ohio, Inc., 10 F.R.D. 266 


268 (S.D.N.Y. 1950): 3A J. Moore, FEDERAL PRACTICE 419.11 
at 2364-5 (2d Ed. 1974). Their joinder is merely permissive 
and is governed by Rule 20: 


"It should be noted particularly, however, 
that the description [in subdivision (a) of 
Rule 19] is not at variance with the settled 
authorities holding that a tortfeasor with the 
usual 'joint-and-severel' liability is merely 
a permissive party to an action against an- 
other with like liability. ... Joinder of 
these tortfeasors continues to be regulated 
by Rule 20 ...." Advisory Committee's Note to 
Amended Rule 19, 39 F.R.D. 69, 91 (1966). 


In sum, the motion flies in the face of controlling 
precedents It should be rejected out of hand. In any event, 
we proceed to a point by point analysis under Rule 19 to docu- 


ment further its inapplicability. 
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FAILURE TO JOIN PERSON NEEDED FOR JUST AD 


N 
DJUDICATION 


^. Complete Relief Can Be Afforded Between Texaco and Allied. 
Pursuant to subdivision (a)(1), a person may be needed 

for just adjudication if his absence would impair complete re- 

lief ^mong the parties. As the court in American Plan, Supra, 


noted, it is obvious that complet: relief can be afforded with- 
out the presence of a subsidiary who is using the mark. 


Plaintiff herein seeks injunctive relief against 
J 


> 
D 
T 
- 
"^ 
a 
" 
T 


"ursuant to Rule 65(d), Fed.R.Civ.P., an injunction 


"[T]he parties to the action, their officers, 


agents, servants, employees, and attorneys, 


and upon those persons in active concert or 

participation with them who receive actual 

notice of the order by personal service or 

otherwise," 
Clearly, an injunction against Allied would bind its wholly-owned 
Subsidiary, TSSI, as well. As Shown, personnel of Allied are 
directly involved in TSSI's activities. Stout, for example, 
works for both companies. Allied Supplies TSSI with its gasoline 
and its advertising and Promotional materials. Under these cir- 


cumstances, TSSI is indisputably in active concert and partici- 


pation with Allied and an injunction against Allied would effec- 


tively terminate TSSI's efforts under the designation TEXGAS. 


We note further that Allied is the proprietor of the 


federal trademark registrations for TEXGAS. Accordingly, any 
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the mark by TSSI must be unde: cense from Allied or 
company under 15 U.S.C. §§105 - A "related 
is defined as: 
"any person who legitimately controls Or i: 
controlled by the Fobiestran or applicant 
or registration in respect to the nature 
and quality of the goods or services in 
-Onnection with which tne mark is used." 
$1127. 
\llied cannot argue that TSSI's use of the design 
1S not under the supervision and control of Allied. 


ise, Allied will have admitted the destruction of any 


trademark rights it may possess. Huntington National Matress 


Cc 


CO., V. Celanese Corp. of America, 201 F. Supp. 938, 944-945 


Md. 1962). And, if TSSI's use is under Allied control, 
an injunction will be binding against TSSI. 

The other relief requested by Texaco is the can- 
cellation of Allied's trademark registrations in the United 
States Patent Office. Certainly, this does not require the 


presence of TSSI. 


Complete relief can be afforded between Texaco and 


subject 


the mark 


ser 


+ 


patent su 
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I Does Not Have Sufficient Interest In the Su t 
ter and, In Any Event, its Interest 1S Fully I t t 
led, Proprietor of the Trademark at Issue. _ ; 
11vision (a)(2) of Rule 19 applies to a 
an interest in the ect matter (i) whic! ter 
Impaired by his a ce or (11) whose absence might 
the present parties to multiple litigation. 
TSSI is not the ow er, but only a user, of the 
its interest is no different in kind from that f 
dependent service station owner who is operating a 
vice station. Since Texaco could never act 
lon in one location over all suc! users, it i 
that defendant's argument is reductio ad absurd 
ard to Rule 19 in that 1t would forever bar Texa 


* 1957), cited by defendant, is 


in cou 


is app 


e dealt wit 
ed upon. 
at issue. 


rt on the infringement claim. 
arent that TSSI's interest is not suffi 


‘ Switzer Bros, v. Byrne, 242 F 


h absent 


Here, 


Allied, 


-11- 


parties 


S not applicable since 


who jointly owned the 


not TSSI, owns and controls 


——m o — ——— 
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Moreover, even if it be assumed that TSSI has a 


cognizable interest under Rule 19, it is apparent that such 


interest will more than adequately be protected by its 


2 


parent, Allied.  America^ Plan Corp. V. State Loan and 


V 


Finance Corp., supra. 

Finally, the absence of TSSI will in no way expose 
Allied or Texaco to "double, multiple, or otherwise incon- 
Sisten obligations ...." 

In sum, TSSI simply does not Qualify under sub- 
division (a)(1) or (2) of Rule 19. That being the case, there 
1S no cause to proceed to a determination of indispensability 


under subdivision (b). The motion should be denied. 


bs Even Assuming Arguendo that TSSI is a Person to be 
Joined If Feasible, it Appears that TSSI Can Be 


-Ooined as a Party. "t 


AS shown above, the law is clear that TSSI is not 


"a person to be joined if feasible." Even assuming arguendo 
that it were, it appears that TSSI can be joined as a party 
pursuant to Rules 4 anc 19, Fed.R.Civ.P. 

Tc date, Allied has failed to Supply plaintiff with 


a list of the officers and/or directors of TSSI and the sur 
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) pr " 
L iN rni 


according t he ] le information plaintiff 


appears the c leas Hart: Teverbaugh, 


Allied based either 
a director c SSI.*  Accordir 
Teverbaug iould suffice to join 
hereto. 
Subject t service o ess 1 ^ manner 
law o the state in which the district court 


^rvice summons or other like process ° 


eee 


" 


), Fed.R.Civ.P Since under New York law, service 


upon 3 corporation by serving a director thereof, 


*In light of the fact that TSSI is a wholly-owned sub- 
Sidiary of All ed, and its marketing efforts under tne designa- 
tion TEXGAS are so closely related to those of All ^d, the 
likelihood is that some others of the officers and irectors 
of TSSI are also officers and directors or employees of Allied, 
based at Allied's headquarters in the New York area. 
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C.P.L.R. $311, service on Mr. Teverbaugh at Allied's head- 
quarters in New York City or in Morristown, New Jersey 
(which is within 100 miles of the City), will give juris- 
diction over TSSI. Rule 4(f), Fed.R.Civ.P. 
Rule 19(a) provides in relevant part that: 
"A person who is subject to service of 

process and whose joinder will not deprive 

the court of jurisdiction over the subject 

matter of the action shall be joined as a 

party ... [if he meets the tests of (a) 

(1) or (2)]." 

Here, the court has subject matter Jurisdiction under 
the Trademark Act, 15 U.S.C. $1121 and under 18 U.S.C. $1338. 
That jurisdiction will not be disturbed by the joinder of TSSI. 

Under these circumstances, dismissal would not be 
appropriate under any circumstances. 

D. Even Assuming Arguendo that TSSI is a Person to be 


Joined if Feasible, It Is Not an Indispensable Party 
Under Subdivision (b) of Rule 19. 


Again, even assuming arguendo that TSSI meets the 
tests set forth in subdivisions (a)(1) or (a) (2) of Rule 19 and 
cannot be made a party hereto, there still remains the question 
of whether it is an indispensable party under subdivision (b), 
or whether "in equity and good conscience tne action should 


proceed among the parties before it." Rule 19(b) sets out 


-14- 
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four factors to be considered under which, we submit, it is 
apparent that TSSI is not an indispensable party whose ab- 
Sence requires dismissal.* 

First, a judgment rendered in the absence of TSSI 
will not be pr.;udicial to it since ics powerful parent cor- 
poration, Allied, is fully competent to protect whatever 
rights it may have. 

Second, since there will be no prejudice to TSSI, 
the provision regarding shaping of relief is not applicable. 

Third, as shown above, a judgment rendered in the 
absence of TSSI will be fully adequate to protect plaintiff's 
rights. 

Fourth, also as shown above, since TSSI is not the 
owner but only one of many users of the TEXGAS mark, a holding 
that it is an indispensable party might carry over to all 
others as well, making it impossible for plaintiff to find a 
forum in which it could join all users, 

Under the circumstances at bar, there is no question 
that the Court "in equity and good conscience" may allow this 


action to proceed without TSSI. 


*Defendant's exclusive reliance on State of Washington 


v. United States, 87 F.2d 421 (9th Cir. 1936) 1s Inappropriate 
since Rule 19 was extensively amended in 1966. 
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CONCLUSION 


the reasons stated above, the motion ismis: 
to join TSSI should be denied in all respects. 
J 


Respectfully submitted, 


} 


| 
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James `B. Swire, Esq. 
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OF COUNSEL: 


William R. Golden, ór. 
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PLAINTIFF'S MEMORANDUM IN OPPOSITION 
TO DEFENDANT'S MOTION TO TRANSFER 
THIS ACTION 


INTRODUCTION 

In this action, plaintiff Texaco Inc. is seeking 
injunctive relief, an accounting of profits, and damages for 
infringement of f lerally registered trademarks, violations 
of 15 U.S.C. 1125(a), unfair competition under the common 
law of the State of New York and violations of New York's 
anti-dilution law, Section 368-d of the General Business 
Law of the State of New York. This memorandum is submitted 
in opposition to defendant Allied Chemical Corporation's 
motion to transfer this action to Houston pursuant to 28 


U.S.C. $1404(a). The affidavit of Mercer L. Stockell, 
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attorney of record for plaintiff, together with the affi- 
davits of Messrs. Wright, Braudis, Linn, England and Keenan, 
also have been filed in opposition to said motion and they, 
together with the depositions of defendant's witnesses Stout, 


Love and Cordell,amply -upport the relevant facts as are 


discussed below. 


STATEMENT OF FACTS 
Parties 

Plaintiff Texaco Inc., a Delaware corporation with 
its corporate headquarters in New York City, is one of the major 
integrated producers and marketers of petroleum and petroleum- 
related products in the United States. From its founding as 
"The Texas Company" in 1902, plaintiff's growth has kept pace 
with that of the oil industry. Presently, Texaco products are 
sold under the TEXACO sign at over 30,000 service Stations scat- 
tered throughout each of the United States. 

The seat and nerve center of Texaco's far-flung opera- 
tions is Texaco's corporate headquarters located at The Chrysler 
Building, 135 East 42nd Street, New York, New York.  Texaco's 
chief executives, including all its top national sales and adver- 
tising people, maintain their offices in New York. All of Texaco's d 
national sales records are here, and all of its advertising 
records, which include tear sheets of advertising dating back 
to 1912 which are too fragile to move, are stored here. Texaco's 


two outside advertising agencies -- Benton & Bowles and Creamer- 


Colarossi -- are likewise based in New Yor! 


. 


on Die 
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Defendant Allied Chemical Corporation (hereinafter 
"Allied"), is a New York corporation whose principal place of 
business was located in New York City throughout most of the 
period within which the operative facts underlying this action 
took place. Allied recently moved its corporate headquarters 

^ Morristown, New Jersey which is located just outside the 
C .y but well within the subpoena range of this Court. It con- 
tinues, nevertheless, to maintain a substantial and highly visible 
presence and executive offices in this district at the Allied 
Chemical Tower at 1411 Broadway, New York, New York. The return 
of service of the Summons and Complaint show that they were 

Served upon Brian D. Forrow, Vice President and General Counsel 
of Allied, whose office is at that address. 

Thus both parties are resident here in the sense that 
Allied is a New York corporation, maintains executive offices 
in New York City and maintains its corporate headquarters in the 
New York Metropolitan Area; and Texaco maintains its corporate 
headquarters at 42nd Street and Lexington Avenue, New York City. 

Allied is a large diversified corporation which 
is engaged in, among other things, like Texaco, the production 
and sale of energy products -- including oil, natural gas, 
liquified petroleum gases (LPG), and gasoline -- through 
its Union Texas Division. The latter division is headed by 


Harold G. Teve:baugh, who is president of the division and an 


officer and Group Vice President of Allied, and who maintains 


157a 


PLAINTIFF'S MEMORANDUM IN OPPOSITION TO DEFENDANT'S MOTION 
FOR CHANGE OF VENUE 


offices either at Allied's Morristown headquarters or its New York 
office. 

Allied presently is marketing LPG, LPG equipment, 
|iasoline, motor oils, and related automobile accessory items 
under the designation TEXGAS both directly to independent dis- 
tributers, who resell under either their own brands or the TEXGAS 
designation and through its own wholly-owned subsidiaries: 
Texgas Corporation and Texgas Service Stations Inc. (hereinafter 


"meon 
T5891 ),. 


The Complaint 


Texaco Inc. and its predecessor have used the single 
word TEXACO to identify themselves with respect to crude petroleum 
and various other petroleum products distributed by them since 
at least as early as December 1902. Shortly afterward, plaintiff's 
predecessor commenced use of it as a trademark. The United 
States Patent Office issued plaintiff's predecessor Registration 
No. 57,902, dated December 4, 1906, for the mark TEXACO and 
plaintiff and its predecessors since then have obtained from 


the United States Patent and Trademark Office over fifty regis- 


trations of trademarks incorporating the word TEXACO or the 


distinctive prefix TEX for petroleum or petroleum-related products. 


It has recently come to Texaco's attention that Allied 
is advertising and selling LPG, LPG equipment, gasoline, motor 


oil and automobile accessory items under the designation TEXGAS. 


-4- 
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This use by Allied of TEXGAS, a likely and apt contraction and 
abbreviation of the term "TEXACO gasoline", or "TEXACO gas", for 
products already marketed by Texaco is likely to cause confusion 
as to the source or origin or sponsorship of Allied's products. 
This likely confusion, and the threatened dilution of the TEXACO 
name and mark, has damaged plaintiff and will continue to do 

so unless restrained by this Court. Accordingly, plaintiff has 
filed this Complaint seeking relief from the acts of infringement 
and unfair competition currently being committed by defendant 

in a multistate area encompassing most of the eastern half of 
the Unit.d States. 


The Geographic Bc nds of Allied's 
Alleged Acts of Infringement and 


Unfair Competition ER 


Texaco 


Texaco Inc. is the only major producer of petroleum 
and petroleum-related products such as gasoline, motor oil, 
and automobile accessory items to market its products under 
a single trademark in all fifty states, and as a result, the 


TEXACO name and mark has become one of the most widely recog- 


nized and valuable trademarks in the United States today. It 


is no exaggeration to say that the marketing area for TEXAC 
products is nationwide so that wherever Allied advertises or 
sells any of its products under the designation TEXGAS the 

likelihood of confusion with the famous TEXACO name and mark 


arises. 
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Allied 
Allied is currently advertising and marketing three 
distinct product lines under the designation TEXGAS. A dis- 
cussion of the marketing operation and geographic marketing area 


of each follows: 


1) m Cases (LPG) 


Allied sells its LPG both through branded jobbers 


(using the TEXGAS designation) and unbranded Jobbers (not using 


the TEXGAS designation), and through its wholly owned subsidiary, 


the Texgas Corporation. Allied's 1974 Annual Report boasted of 


its LPG operation as follows: 


Our Union Texas Petroleum Division 
is one of the larger independent 
U.S. producers and marketers of 
natural gas liquids, which include 
liquified petroleum gases (LPG) and 
natural gasoline. (p. 18) 


In describing the geographic areas in which Allied markets its 


2 


LPG, one of Allied's own executives declared: 


Well, generally east of the Rockies. 
Maybe most States east of the Rockies 
you may find it sold. (Love Dep., 
pp. 18-19). 


Another Allied executive, P. M. Cordell, in defining his job 
responsibilities, stated: 


"I am concerned first and foremost 
with the supply of gas liquids. A 
portion of those gas liquids go 
through our own retail operations 
Spread throughout the Eastern United 
States." (Cordell Dep., p. 36). 
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A more detailed picture of Allied's LPG retail 
mar"eting operation is contained in a directory of Texgas 
Corporation's retail offices which Allied produced during 
initial discovery. (A photocopy is attached to the Stockell 
affidavit and marked as Exhibit A). T e list itself is 
broken down into Northeast, Southeast, Midwest, South Atlantic, 
and Midsouth Regions and reveals TEXGAS outlets ranging 
from Saint Cloud, Minnesota to Presque Isle, Maine and 
from Tallahassee, Florida across to Coldwater, Mississippi.* 
Eleven of these retail outlets, including the Northeast 
Region headquarters in Albany and an office in New Lebanon 
in this judicial district, are located in the State of New 
York. 

Conspicuously absent from this list is any Texgas 
Corporation retail outlet in the State of Texas. Indeed, Mr. 
Love who was produced by Allied as a witness with personal 


knowledge of Allied's current LPG marketing practices, was 


*A cursory glance at this list refutes defendant's contention 
that "[t]he areas ... where the alleged infringement and 
confusion have occurred is in the Southwest, South and Midwest 
States, around Houston" (sic.) (Def. Mem., p. 4), and that 

"^... the activity [Texgas Corporation's LPG sales] is more 
naturally centered around Houston," (id., at 9). Even allowing 
for a Texan's known penchant for looking at the world thro"gh 
"Texas" spectacles, these statements are hardly creditable 

when defendant's own maps show Houston to be on the periphery 
of the marketing areas for LPG and gasoline. 


as, 


I HAN ) N 
b as erent 21 rt ; 
r the ^ ind.* T it i lear, contrary t 
t t 1 rat " L sale 
- EB 
4 ed na er 
l > I ly } 1 ‘ 1 
1 t i the desi 'I as a sé ( ‘r K 
r | wi lt wholesale LPG equipment busines 
i business is headquartered in Memphis, Tennesse: 
wi i 'n Cary, North Carolina, Louisville, Kent KY, 
ind Albany, eorgla. see Exhibi to the Stockell Aff. 
Doc. stamped No. 168) 
3) Gasoline, motor O11, automobile accesso: 
items and related gasoline station Services 
Although the great bulk of Al] led's business here 
concerned is the sa of LPG, Allied is also presently adver 
tising and marketing Jasoline, motor 1l, and related automobi e 
accessory items on a minor scale under the TEXGAS designation 
in the States of Arkansas, Florida, Mississippi, Missouri, 
Tennessee, and Texas (Keir Aff., Dp. 4) The sales of TEXGAS 
Jasoline, motor oil and related automotive products appear 
to I primarily to independent 3obbers These jobbers sometimes 
"*In response to an inquiry as to whether LPG is 'uriently 
sold in Texas under the brand TEXGAS, Mr. Love responded: 
It has been. I am not sure if 2G te $ 


now or not. 


(Love Dep., p. 19). 
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NEW YORK IS THE NATURAL AND 
MOST LOGICAL SITUS FOR RESOLU- 


TION OF THIS ACTION SINCE: 


A. Both Parties Are Found 
And Are Doing Business 
in New York 


Plaintiff Texaco Inc. resides in the Southern 
District of New York. It maintains its corporate headquarters 


in New York City and is qualified to and does conduct substan- 


-9- 


rn half of the United : 
istrict where Texaco has its headquerters that 
name and mark and the reputation and t! 


ized thereby has been sustained. 


*Linn's Affidavit, p. 3, attests to the fact that 
saw the TEXGAS notation here in New York in an Alli 
tisement run in Life magazine. A copy of that ad is attached 
to the Complaint and mar*ed Exhibit 56. In addition, documents 
we Saw in course of dis very which tave not yet been forwarded 
to us show that Allied entered into agreements with Time nc. 
for advertisements of its TEXGAS products which were carried 

in regional editions of Life arà Sports Illustrated during the 
latter half of 1971. States iched by these issues included 


New York, Minnesota, and many əf the other states mentioned 
infra, at 9. 


ťa aaver- 
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It is settled law in this Circuit that a tortious 
ac is committed wherever an infringing product is sold, 


Vanity Fair Mills, Inc. v. T. Eaton Co., 234 F2d 633, 639 
SEN (2d elr. 29565. cert. denied, 352 U.S. 871 (1956); Carter 
; Wailace, Inc. v. Ever Dry Corp., 290 F. Supp. Page TAS pi ke 
T 1968: Manstield, J.), or wherever advertisements of the 
infringing products are published. R.F.D. Group, Ltd. v. 
j pë Rubber Fabricators, Inc., Se OF, Supp. 521. 526 (Snowy 
1971:  Lasker, J.) (unfair competition and violation of 43(a) 
of the Lanham Act); Scott Paper Co. v. Scott's Liquid Gold, 
3 Inc., 374 F. Supp. 184, 184 (D. Del. 1974) (Gefendant's use 
of allegedly infringing mark :n advertising distributed in 
Delaware and use of said mark on goods shipped into Delaware 
gave plaintiff a claim arising in that state). Both the tort 
and the injury flowing the.efrom occur wherever the products 
) are advertised or sold under the infringing designation. 
Therefore Texaco's claims arise in the Southern District where ° 
it maintains its corporate headquarters and where Texaco 
has suffered injury to its business and reputation as a result 
of defendant's acres, accord, Albert Levine Associates v. Bertoni 
& Cotti, 314 F. Supp. 169 (S.D.N.Y. 1970: Metzne-, ..). 
in essence, then, defendant's argument boils 
Y Jown to the contention that the Claims Texaco asserts in 
a t. is action arose not only in this forum but in many othe 


districts as well. Yet the very breadth of defendant's alleged 
wrongdoing can hardly change the fact that the torts alleged 


i herein arose in substantial part in New York. Addressing 
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just this issue in a similar trademark suit, Judge Mansfield 


in Carter Wallace, Inc. v. Ever-Dry Corp., supra, declared: 


Carter-Wallace's claim... arose at least 
1 in part as a result cf transaction of 
: business in this district. The instant 
suit grows out of the fact that both 
parties sell their respective products 
bearing the words EXTRA DRY throughout 
the country and that one the most impor- 
tant markets where they have been sold 
is in this district...Although the claim 
arose in other districts, that fact would 
not derogate it having arisen here. 
290 F. Supp. at 739. 


also Iranian Shipping Lines, S.A. v. Moraites, 377 F. Supp. 


644, 648 (S.D.N.Y. 1974: Gurfein, J.) (citing Judge Mansfield 
with approval). 
If anything, the multi-state nature of the torts in- 


volved in this action Strongly weighs in favor of its retention 


in this district which is far more convenient to the corporate 
headquarters of the two adversaries involved than is Houston, 


Texas wiich is 1600 miles and half a continent away from both. 


Il. 


ABSENT EXTRAORDINARY CIRCUMSTANCES 
NOT FOUND HERE, PLAINTIFF'S CHOICE 
OF FORUM MUST BE GIVEN GREAT WEIGHT: 
DEFENDANT'S BURDEN TO OVERCOME SUCH 
CHOICE IS A HEAVY BURDEN 


The criteria the courts have laid down for determining 


a transfer motion pursuant to 28 USC $1404(a) are so familiar 
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that they hardly bear repeating.* First among these is the 
principle that a plaintiff's choice of forum is entitled to 
great weight. Norwood v. Kirkpatrick, 349 U.S. 29, 35 (1955); 
Saperstone v. Kapelow, 279 F, Supp. 78i, 782 (S.D.N.Y. 1968: 
Metzner, J.) (plaintiffs' choice of forum... will not be 
disturbed except upon a clear-cut showing by the movant that 
the balance of convenience and justice weighs heavily in favor 
of transfer."). For as the Third Circuit, in Shutte v. Armco 


Steel Corp., 431 FP 2d 22 (3rd Cir. 1970), cert. denied, 401 


U.S. 910 (1971), recently re-emphasized: 


It is black letter law that a plaintiff's 
choice of forum is a paramount consideration 
in any determination of a transfer request, 
and that choice "*** should not be lightly 
disturbed."*** In accord with that sound 
doctrine, one district court recently ob- 
served: "the decision to transfer is in 
the court's discretion, but a transfer is 
not to be liberally granted."...The burden 
is on the moving party to establish that 

a balancing of proper interests weigh in 
favor of the transfer,..., and "*** unless 
the balance of convenience of the parties 
is strongly in favor of defendant the 
plaintiff's choice of forum should prevail. 
431 F 2d at 25. (citations omitted). 


The decisional law in the Second Circuit and the 


Southern District is in complete accord with this salutary 


*Section 1404(a) provides: 


For the convenience of parties and witnesses, in the 
interest of justice, a district cot Nay transfer any civil 
action to any other district or di »n where it might have 
been brought. 
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principle. See, e.g., Ford Motor Co. v. Ryan, 182 F 2d 329,330 


(2d Cir. 1950), cert. denied, 340 U.S. 851 (1950); Franklyn 


v. Blaylock, 218 F. Supp. 261 (S.D.N.Y. 1963), Mandamus denied 
sub.nom., Blaylock v. McLean, 319 F 2d 533 (2d Cir. 1963); 
Herbst v. Able, 278 F. Supp. 664 (S.D.N.Y. 1967), and Brody 
v. American Medical Association, 337 F. Supp. 611, 613 (S.D.N.Y. 
1971). Defendant's arguments to the contrary scarcely merit 
consideration. 
The heavy weight routinely accorded a plaintiff's 

choice of forum is only reduced in the face of extraordinary 


circumstances not present in the case at bar. Saminsky v. 


and Ryer v. Harrisburg Kohl Brothers Inc., 307 F. Supp 276 


(S.D.N.Y. 1969), cited by defendant as supporting its novel 
proposition that plaintiff's choice of forum is of minimal 
consequence, are plainly inapposite to the instant action. 
Saminsky involved purported class and derivative actions based 
on the federal securities laws. Therefore Judge Ward rightly 
found that the significance of a plaintiff's choice of forum 
in a class action situation is diminished since the plaintiff 
sues not in his own right but on behalf of a class consisting 
of hundreds of potential plaintiffs all of whom could with 
equal show of rights claim the action was related to their 
respective home forums. The nexus of the transferor forum 

to the parties and the claim asserted was similarly tenuous 
in Ryder. That case involved a personal injury action where 


defendant's only connection to the Southern District was the 
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sheer happenstance that his liability insurer was ¢°.ng business 
in New York. Rather than allow the Seider doctrine to be used 

as a tool of oppression, Judge Lasker transferred the case 

to Pennsylvania where def: -dant resided and the accident occurred. 
Such considerations cannot affect the case at bar where both 

the parties and the causes of actions involved have strong 


roots in the Southern District of New York. 


IIl. 
THE PREVAILING CONVENIENCE OF 
PARTIES AND WITNESSES AND THE 
INTERESTS OF JUSTICE ARE BEST 


SERVED BY KEEPING THIS ACTION 
IN NEW YORK 


A. The Great "ajority of Material Witnesses 
and the Relevant Sources of Proof Are Found 
in New York or in Areas Far More Accessible 
to New York than to Houston. 
Defendant's self-serving papers seeking transfer to 
a venue far from its state of i^corporation and principal place 
of business ignore realities. As will be shown the great majority 
of the material party and non-party witnesses end the relevant 


sources of procf &re in the Southern District or in areas far 


more accessible to New York City than to Houston. 


The Materiality of the 
Expected Testimony 


At present, the only issues before the Court are 
those posed by the allegations found in the Complaint and defen- 
dant's presumed denials thereof. In order to establish the 
materiality of the expected testimony of potential witnesses 


with respect to these issues, it is first necessary to discuss 


do 


D 
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briefly the nature of the Proof plaintiff must offer on its 
direct case. Under the Lanham Act the acid test of trademark 
infringement is likelihood of confusion.* The applicable standard 


in the Second Circuit was succinctly stated in Syntex Laboratories, 


\ i CO., 437 F 2d 566 (2d Cir. 
tex, Chief Judge Lumbard wrote, "In amending that section 
[15 U.S.C. $1114(?)] in 1962, Congress eliminated the italicized 
qualifying language, thereby evincing a clear purpose to outlaw 
the use of trademarks which are likely to caus confusion, mistake 


or deception of any kind, no* merely of purchasers nor simply 
as to source of origin." 437 F ?d 5t; (emphasis added). The 
Syntex case's "confusion of any ¿ype test was recently applied 


by Judge MacMahon i» Grotrian v. Steinway & Sons, 365 F. Supp. 
707, 712 (S.D.N.Y. 1973). 


In showing likelihood of confusion, proof of the 
strength of the TEXACO mark will be crucial since the relative 
strength of the mark determines the Scope of protection it will 
receive against the confusing similarity of other like marks 


such as TEZGAS. In Alfred Dunhill of London, Inc. v. Kasser Dis- 
fstrea vunniili of London, nasser Dis- 


* While it is most persuasive evidence of infringement, plain- 
tiff need not sh. actual confusion in order to prove a good 
cause of action. «iki Undies Corp. v. Promenade Hosiery Mills, 
Inc., 41! F 2d 1097, 1100 (2d Cir. 1969). Nor does plaintiff 
posit as the cornerstone of its case on the likelihood << 
confusion issue the assertion that "the prefix 'TEX' is dis- 
tinctive of TEXACO products. (Def. Mem., p. 3). While »lain- 
tiff is confident it can prove both actual confusion and the 
ass 2ciation of the prefix "TEX" for petroleum products with 
plaintiff, the decisional law makes it clear that plaintiff 
may prevail on its direct case without demonstrating either. 
Because defendant concentrates principally on these two issues 
while ignoring the other standard benchmarks of infringement 
and unfair competition much of its discussion and most of 

its exhibits are, at best, only ts gentially relevant to this 
motion. 
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tillers Products Corp., 350 F. Supp. 1341, 1357, (E.D. Pa. 
1972), aff'd 480 F.2d 917 (3rd Cir. 1973) (no Opinion), the 
Court adopted the following analysis of a strong mark from 3 


Callmann, Unfair Competition, Trademarks and Monopolies §82.1(1) 


r 
at 755-56 (3d Ed. 1969), which is instructive in showing the 
type of evidence plaintiff is obliged to offer at trial: 


"A mark is strong if it is conspicuously dis- 
tinctive; it is distinctive if the public has 
already been educated to accept it as the hall- 
mark of a particular source. Then, too, a 

mark can be distinctive either because it is 
unique, that is, distinctive in itself, because 
it has been the subject of wide and intensive 
advertisement or because of a combination of 
both. * * * It seems to follow as a necessary 
conclusion that the trademark has the advantage 
of strength where its owner has invested a con- 
siderable amount in advertising, or can estab- 
lish use over a substantial period of time on 

a great quantity of articles, as symbolic of 
his business, or has also used the mark as a 
corporate name." [Footnotes omitted] (emphasis 
added). 


The Potential Witnesses end 
The Relevant Sources of Proof 
As the foregoing discussion of the applicable case 

law makes clear, important witnesses for plaintiff will be 
its own exécutives and other headquarters personnel competent 
to testify on the past and present advertising and sale nation- 
wide of TEXACO products. Other crucial witnesses will come from 
Texaco's outside advertising agencies and consulting and support- 
ing firms. These latter witnesses not only can provide detailed 
information on the extent of TEXACO advertising but they will 


also be able to establish the value of the TEXACO name and mark. 
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Finally, any confusion witnesses plaintiff presents will go 


a long way towards resolving the likelihood of confusion issue 


in its favor.* 


The annexed affidavits of Messrs. Stockell, Wright, 


Linn, Braudis and England demonstrate that the Texaco exec- 


utives whom plaintiff plans to call upon to establish essential 


facts concerning the advertising and sale nationwide of TEXACO 


products maintain their offices in the Southern District of 


New York.** In addition, Ellis w. Gunnels, whom defendant 


thinks might have pertinent information (Def. Mem., p. 12) 


, 


has been transferred to Texaco's headquarters in New York City. 


(Wright Aff., pp. 3-4). It goes without saying that these 


potential witnesses find the present forum most convenient, 


and conversely, that a transfer to Texas would both incon- 


venience them personally and disrupt Texaco's business by 


taking these key executives away from their posts. 


Important party witnesses from Allied would likewise 


find the Southern District more convenient due to their proximity 


* Whiie describing the likelihood of confusion issue as tech- 
nically one of fact, Southern District decisions which have 
addressed the question have by and large concluded that the 
"likelihood of confusion" issue is a matter of law for the 
Court to decide. 


** Those witnesses plaintiff may call include: Howard I. Wright, 
Assistant General Manager Resales, Sales United States; Robert 
Braudis, Assistant General Manager, Consumer Sales; Robert M. 
Dowling, Assistant Manager Retail Sales; William V. Linn, Manager, 
Advertising and Sales Promotion; Joel Tharp, TBA Sales Manager; 
Charles Hanson, Advertising Production; W.L. England, Manager, 
Marketing Research, Sales - United States, and Kenneth McCullum, 
Texaco Historian. (See Stockell Aff., pp. 7-9). 
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to this forum. Harold G. Teverbaugh, the President of Allied's 
Union Texas Division evidently maintains his main office either 
in New York or Morristown, New Jersey. (Stout Dep., pp. 41-42). 


Mr. Teverbaugh's importance as a potential witness stems from 
the fact that in addition to his present post he also has 


Served as an officer of Allied' 


[6] 


alleged predecessor, Texas 
Natural Gasoline Corporation. Mr. Teverbaugh would have know- 
ledge not only of any prior usage of the desianation TEXGAS 
but also of that alleged predecessor's awareness of the strength 
and value of the TEXACO name and mark. Robert A. Harmon, Assistant 
Secretary of Allied, is also located &t Morristown. Mr. Harmon 
is fully acquainted with Allied's trademark matters ad as 
Such is a potential witness, Moreover, Brian D. Forrow, General 
Counsel of Allied, is located in New York City so that trial 
here ought to be more convenient for him. 

Several key non-party witness are in New York City. 
Chief among these are employees of Texaco's outside advertising 
agencies and of marketing research firms which have worked with 
Texaco, (See the England and Keenan Affidavits). Marcus Becker, 
the Texaco Account Supervisor at Benton & Bowles since 1969 can 
testify to the nature and extent of Texaco's national advertising 
and the value of the TEXACO name and mark. (Keenan Aff., B. 1), 
Michael Keenan, Richard Jennings, and Diane Dudzinki are all Account 
Executives working with the Texaco Account and they can provide 
Specific information concerning TEXACO advertising wichin their 


Own speciality areas, for example, motorist advertising. Another 
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advertising witness located in the City is Mr. Arnold Kaczales 
who is Mr. Becker's counterpart at Creamer, Colorassi, Inc. The 
latter agency handles Texaco's trade advertising which would include 
LPG advertising, so Mr. Kaczales would have relevant information 
in thi: area. Finally Mr. Timothy Prior of Marketing and Research 
Counselors Inc., 575 Lexington Avenue, New York, New York, 
someone else in his office, can testify to the publi 
of the TEXACO brand. (See also England Aff., p. 3). This 
has conducted marketing surveys for Texaco so its personnel are 
able to provide some particularly significant evidence concernina 
the public recognition of the TEXACO name and mark.* 

Ready access to the sources of proof is available in 


New York and nowhere else. Texaco's cumulative, national records 


of sale are available in New York City. (See Wright Aff. p. 2}. 


Texaco's in-house advertising records including tear sheets and 
advertising dating back to 1912 which are too fragile to move 
are located here. So too are the advertising records (plecement 
lists, photoboards of T.v. commercials, radio Scripts, etc.), 


relating to T^XACO advertising maintained by Texaco's two out- 


side advertising agencies. (See Keenan Aff., P. 3). It would 


———————— 


*Texaco also has engaged the services of other marketing research 
firms in New York City and it may well develop that plaintiff will 


call some of their employees as witnesses. (See generally England 
Aff.) 
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aiso appear that pertinent Allied records particularly its 

trademark files and its acquisition records with respect to 

its alleged predecessors Texas Natural Gaoline Corporation 

and Texas Gas Corporation are iocated either in the Southern 

District or in Morristown, New Jersey. Certainly, Robert 

A. Harmon, whose name appears on Allied's purported trademark 

registrations used a local address on the papers which he 

filed with the U. S. Patent and Trademark Office. 

Beyond this, plaintiff will present at trial con- 
fusion witnesses, some of whom are from New York and others 
of whom are from various other regions including New England. 
Plaintiff's investigation in this regard is still continuing 
but presently plaintiff expects witnesses from upstate New 
York, Maine, Tennessee, Mississippi, and perhaps other states. 
Potential Texaco witnesses already identified in upstate New 
York include Texaco employees at its facilities in Binghampton 
anc Albany. (See Stockell Aff., p. 14). Other potential 
non-party witnesses would include Gerald Shea, Texaco consignee 
in Fort Fairfield, Maine, and his secretary, Mary Lou Doughty, 
who have personal knowleda. of confusion between TEXGAS and 
TEXACO in northern Aroostook County which lies at the tip 
of Maine on the Canadian border. (See Stockell Stl. Po 101. 


Still other confusion witnesses are expected from Memphis 


Tennessee. IC. Inevitably, wherever the trial is held some 
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of these witnesses will e inconvenienced, but given the ease 
of air travel into New York City, there can be no doubt that 
the great m. -y of witnesses would find travel to New York 


^h more convenient than to Houston. 


Allied, for its part, lists numerous employee wit- 


nesses in Eouston, but it is plain that the great majority 
of these would not be called at trial. Their knowledge of the 
use of the TEXGAS mark is cumulative anco could be established 


cd 


in depositions or by one or two witnesses at most. In any case, 


as the Court, in Schmidt v. American Flyers Airline Corp., 260 


F. Supp. 813, 814 (S.D.N.Y. 1966: MacMahon, J.), observed: 
"All of these witnesses are under defendant's 
control and can testify in Ne’ York, if 
defendant desires. We are not convinced 
that defendant would suffer any oppressive 
or unusual expense or inconvenience in 
transporting its own employees to New York, 
wrere it does business. 

Nor does it appear that the Texaco employees in 

Houston, cited by plaintiff (other than Mr. Gunnels who is 

presently in New York) have any relevant information. Thus, 


movant has produced no evidence affirmatively showing the 


greater convenience of Houston. 
B. The Interests of Justice 
Mandate Retaining This 
Action In New York 


In an attempt to bolster its case, defendant 


invokes calendar delays in the Southern District as a con- 
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long followed the general rule observed elsewhere that calendar 
" 


delay is "...never a factor to which areat weight is assigned." 


Peyser v General Motors Corp., 158 F., Supp. 526 


1958); Blue Bell, Inc. v. Jaymar-Ruby, Inc., supra, 311 F. 


Supp., at 943-44, Even further eroding the significance of 
calendar conditions in the presert action is the fact that 

cases involving commercial torts, parti.ularly where no jury 

is required, may reach trial in the Southern District in a 

much shorter time tha^ the statistics urged by defendant indicate. 


cf. Carter-Wallace, Ii v. Ever-Dry Corp., 290 F. Supp. 73 


un 
^ 


740 (S.D.N.Y. 1968). 

It wold be improper to transfer an action simply 
to lighten tne volume of business żin this court. Indeed, as 
Judge Motley pointed out, "[w]ere this criterion, itself, suffi- 


cient 


o 


ases could always be transferred from this District on 
this ground." Herbst V. Able, 278 F. Supp. 664, 667 (S.D.N.Y. 
1967) (denying motions to transfer). 

More than counter-balancing any slight weight which 
might possibly be given calendar delays is the public interest 
in having an action involving state law claims resolved in 
a court familiar with those local laws. cf., Gulf Oil Corp. - 


v. Gilbert, 330 U.S. 501, 5.3 (1947). Plaintiff has alleged 


claims arising under the New York anti-dilution law, Section 
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368-d of tie General Business Law of New York, as well 
claims under the New York common law. It is in the " 
of justice" that thece claims be decided by a court 
acquainted with the peculiarities of these New York 
Brody v.American Medical A tation, 337 F. Supp. 61] 


(S.D.N.Y. 19711 Tenney, 


3 


Finally, in passing, should be noiod that 


a case weak both or i S and law--contends ( 


, 


iuthority, that this acti ought to be transferred t 


4 


Houston where its subsidiary TSSI, which has an unspecified ut 
"manifest" interest in the designation TEXGAL, might 

as a party defende .t. (Def. Mem., pp. 14-15).* Other 
underscoring movant's own recognition of the weakness of 

ther arguments for transfer, this contention must be disreqarded 
as completely unfounded for the reasons set forth in plaintiff's 


2 


Memorandum of Law replying to defendant's indispensable 
motion. Indeed what "manifest interest" TSSI could have i: 
TEXGAS designation apart from Allied is difficult to discern. 
It may well be that TSSI's primary function (as is Tex S 


poration's which recites its businescs activity as "Nameholdina" 


on its 1973 Franchise Tax Report) is that of a name-holder cor- 


poration for Allied. (See Exhibits B and C to the Stockell Aff.). 


Allied's r^rm 10-K filed with the SEC on March 31, 1975 does not 


even list TSSI as a subsidiary. (See Exhibit D to Stockoll Aff.). 


*Nowhere does plaintiff's prayer for relief mention 
TSSI, and defendant's assertion to this effect is plainly er- 
roneous. (Def. Mem., p. 14). And while it might well turn 
out, as all present signs indicate, that Allied's cortrol over 
TSSI is such to overcome the fiction of TSSI's independent 
corporate existence that issue need not be reached here. It 
sufficient for the purposes of this motion that TSSI has no 
interests, inč „endent of Allied's, that could be prejudiced 
by continuation of this action in New York. 


178a 


PLAINTIFF'S MEMORANDUM IN OPPOSITION TO DEFENDANT'S MOTION 
FOR CHANGE OF VENUE 


IV. 


DEFENDANT HAS NOT OVERCOME 
ITS HEAVY BURDEN OF SHOWING 
THE NECESSITY FOR TRANSFER 


The corollary ne great deference due plaintiff's 
choice of forum is the heavy burden that defendant must bear 
if it is to usurp that choice and prevail on a transfer. 

In order to meet this burden movant must do more than merely 
list the names and locations of potential witnesses. The 
proper test is a qualitative, not a quantitative one.  Accor- 


dingly, movant is obliged to apprise the Court cf the nature 


and the materiality of the enticipated testimony of the vit- 


nesses listed in its motion papers. Texas Chemical & Plastics - 


Ip. v. Monsanto Co., 1974-2 Trade Cas., $75,380, at 98,235 


(S.D.N.Y. 1974: Gagliardi, J.); Peyser v. General Motor 


Corp., 158 F. Supp. 526 (S.D.N.Y. 1958: Kaufman, J.). Defer- 
dant's affidavits submitted in support of its transfer motion 
for the most part fail to detail the materiality of the testi- 
mony of potential witnesses and often lapse into irrelevancies 
and conjecture in a transparent attempt to pad its list of 
witnesses in the Houston area. Accordingly, it is respectfully 
urged that these affidavits -- which render the Court's resolu- 
tion of the convenience issue "... a product more of speculation 


then of knowledgeable evaluation," Sinclair Oil Corp. v 


e 904 (S.D.N.Y. 
1969: Herlands, J.) -- are entirely inadequate to sustain 
a showing warranting transfer, and on this around alone, 


defendant's motion for transfer must fail, 
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Moreover, even if the Court were to assume that 
the witnesses listed by defendant will actually be called 
and be able to offer relevant testimony, defendant still 
has fallen far short of carrying its burden. At best, 
defendant has shown that transfer would somewhat accommodate 
defendant at the expense of far greater inconvenience to 
plaintiff and plaintiff's witnesses.* In just these circum- 


Stances Judge Croake denied transfer in a trademark and unfair 


competition case. Blue Bell, Inc. v. Jaymar-Ruby, Inc., 
311 P. Supp. 942 (S.D.N.Y. 1969). In so holding, Judge 


Croake sagely observed: 


"It is apparent from the papers before :his 
Court that the 'inconvenience argument' pre- 
sented by defendant concerning the proximity 
of its records, exhibits and witnesses to 
Chicago and Michigan can be used to support 
the position of either party in this action. 
Plaintiff has shown in its affidavit that 
its entire in-house advertising staff and 


* Defendant's papers list oniy three non-party witnesses residing 
in Houston -- Norman McIver, Roser McKillip, and Perc Riggins 
- all of whom are ex-employees. The remaining witnesses are 
all defendant's employees or agents and under its control. 
There can be no problem with regard to these individuals being 
readily available to defendant at trial if they are really 
needed. Schmidt v. American Flyers Airline Corp., 260 F. 

Supp 813, 814 (S.D.N.Y. 1966: MacMahon, J.) (We are not con- 
vinced that defendant would suffer any...inconvenience in 
transporting its own employees to New York, where it does 
business."). The same is true of any Texaco employees in 
Houston. In contrast, plaintiff has cited numerous non-party 


witnesses in New York or in areas far more accessible to New 
York than Houston. 
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outside advertising agency, all sales and 
advertising records, banking activities and 
several key witnesses are located in New 
York. It would be likewise inconvenient 

and time consuming for plaintiff to have its 
witnesses and records transferred from New 
York to Chicago or Michigan City. Ina 
situation suc’; as the present, where a trans- 
fer would merely shift the inconvenience from 
one party to the other, or, where after bal- 
ancing all the factors, the equities would 
lean only slightly in favor of the movant, 
plaintiff's choice of forum should not be 
disturbed. DeLuxe Gain Corp. v. Wonder Pro- 
ducts Co., 166 F. Supp. 56, 61 (SDNY 1958); 


Saperstone v. Kapelow, 279 F. Supp. 781, 
782 (SDNY 1968)." 311 F. Supp. at 943. 


See also Texas Chemical & Plastics Corp. v. Monsanto Co., 
supra, and U.S. Industries, "nc. v. Proctor & Gamble CoO., 
348 F. Supp. 1265, 1268 (S.D.N.Y. 1972: Palmieri, J.). 

In summary, it is patently obvious that defendant 
not only has failed to meet its heavy burden of affirmatively 
showing the far greater convenience of the proposed transferree 


anna., 305 F. Supp. at 904, ovt it has also utterly failed 

to demonstrate that defendant would suffer any real inconven- 
ience as a result of the maintenance of this action in New 

York. Conversely, transfer to Houston would work a real hardship 
on plaintiff, its business, and its witnesses. In view of 

these facts and in light of the applicable criteria evolved 


under $1404(a), plaintiff's privilege in selecting a forum 


should not be disturbed, 
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CONCLUSION 


For the reasons stated herein, it is respectfully 
submitted that the motion of defendant to transfer the above 
action from the Southern District of New York to the Southern 


District of Texas should be denied in all respects. 


R Pespectfully submitted, 


com Raas 
tockell, Esq. 


James\B. Swire, Esa. 
Pogers Hoge & Hills 
Office & Post Office Address 
90 Park Avenue 

M New York, New York 10016 
Tel. (212) 953-9200 


William P. Walsh, Esq. 
Suite 2408 

135 East 4?nd Street 

New York, New York 10017 
Tel. (212) 953-6079 


Of Counsel: 


William R. Golden, Jr. 
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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


TEXACO, INC., 

Plaintiff, 
vs. : 75 Civ. 327 (LWP) 
ALLIED CHEMICAL CORPORATION, 


Defendant. 


REPLY MEMORANDUM OF DEFENDANT ALLIED 
ON rOTION FOR A CHANGE OF VENUE* 


‘vexaco's charge of trademark infringement and request 


à a : l a 
for damages in this case presents jury issues. In Dairy 


xeen, Inc. v. Wood, 369 U.S. 469, 477 (1962), the Supreme 
Court affirmed the right to a jury trial in trademark infringe- 
ment cases: 

". . . [Als an action for damages based upon 

a charge of trademark infringement, it would 

be no less subject to cognizance by a court of 


law." 


Texaco has alleged that it intends to present a case 


*Statements of fact herein are supported by the Supple- 
mental Affidavit of Mr. Harry O. Keir submitted herewith. 


lpefendant Allied intends to request a jury trial in 
this case, and will do so at such time as an Answer becomes 
necessary. 
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through a numk.- of its ranking executives who will testify 
concerning Texaco's nationvide sales figures and nationwide 
advertising. Such testimony is directed to prove the distinc- 
tiveness of the TEXACO mark, and in part at least, to prove 
the distinctiveness of the prefix "TEX." However, an equally 
important issue is the distinctiveness and nonconrusing 
nature of the TEXCAS mark in i.entifying Union Texas divi- 
sion's products following twenty years of use. 

The ubiquity of Texaco advertising is apparent to 
anyone exposed to mass media. A jury in New York City will 
have been preeducated by yerrs of posure to Texaco advertis- 
ing, but will not likely be xrcquainted with ny TEXGAS 
advertising? or TEXGAS produ-ts. Nor will the jury have 
been exposed to the method in which TEXGAS products are 
marketed. TEXGAS products have not been sold in New York 
City. 

in contrast, Texaco advertising is as prevalent in 
Houston as in New York. Yet the jury will have the advantage 


of having been exposed to the TEXGAS mark, TEXGAS Eroducts, 


M SESS 


2As pointed out by Texaco in its Memorandum, the only 
TEXGAS advertising in New York City was a one-time program in 
August 1971 through January 1972 in LIFE magazine. Concurrent 
‘advertisements in SPORTS ILLUSTRATED were not directed to 
New York State. Even Mr. Linn, Texaco's manager in New York, 
was unaware of TEXGAS until he saw one of these advertisements. 
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and TEXGAS marketing methods. If the jury panel consists of 
only persons who have been insulated from the TEXGAS mark, then 
Allied must carry all its proof of the distinctiveness of 
TEXGAS to the courtroom and educate the jury from ground 
zero. Just as "availability to view the premises" is regarded 
as a significant factor in determining transfer in some 
cases (see l J.Moore, Federal Practice 10.145[5j, at 1623, 
2d ed. 1974) availability to view the market where both 
TEXACO and TEXGAS products appear should be a prime consideration 
in this case favoring transfer. 

In Chance v. E.I. duPont deNemours & Co., 371 F.Supp. 
439 (S.D.N.Y. 1974), the court considered a diversity action 
brought on behalf of children injured by blasting caps: 

The federal court sitting in West Virginia, 

with a West Virginia jury is best equipped to 

decide whether blasting caps are familiar articles 

around coal mines. Community standarás are a 

vital element in assessing the actions of the parties 

in this suit. 
A Federal court and jury in Texas would similarly be better 
equipped to decide if TEXGAS is distinctive, and if there is 
a likelihood of confusion. The Texas court can see "the 
premises" -- the marketplace where both marks are used. 
In the New York forum, Allied would be forced to carry to 
the court, largely by deposition, evidence of acquiescence 


to the TEXGAS mark by Texaco employees in Houston, Wilcox, 
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Blessing, Port Arthur, and Old Ocean, Texas, with whom Union 
Texas division has had intercompany dealings for years under 
circumstances establishing knowledge by Texaco of the TEXGAS 
mark. 

Moreover, allthough TEXACO now indicates that the 
distinctiveness of the prefix "TEX" is not a "cornerstone" 
of its case, it was Texaco which raised the proposition in 


the Complaint. Allied submits that, as a practical matter, 


if this Court finds that "TEX" is not distinctive of Texaco, 


then Texaco's case on trademark infringement (absent palming 
off or the like) is virtually destroyed. It would suit 
Texaco's purpose to have such third-party evidence of uses 
of "TEX" by petroleum related companies remote from the 
forum where trial is held.  Texaco then may proceed with 
live testimony of Texaco executives presenting impeccable 
charts, figures, and advertising plans to "prove" that "TEX" 
means Texaco and that TEXGAS fosters confusion in the minds 
of the consuming public. The real evidence will be fai away. 
In a New Yor: forum, it will be easier for Texaco to 
characterize TEXGAS as an interloper of which it has only 
recently become aware. In Houston, there has been a TEXGAS 
service s.ation on Richmond Avenue for twelve years, and LP 


gas has been sold and transported for twenty years in Texas 
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including Houston and its environs using the TEXGAS mark.? i 

Texaco has distorted the picture of its own presence in 
Houston as well. One-third or more of all domestic Texaco 
employees are located in Texas (Keir Suppiemental Affid.), 
with about 3,800 in Houston. Moreover, a further concentration 
of sales responsibility has been recently shifted tu Houston 
tor southwestern regional sales (Keir Supp. Affid.). Many 
relevant records are located at Houston, and indeed the 
admissibility of copies of records would preclude any necessity 
of transporting large numbers of records from New York (Fed. 
R. Evid., Rule 1003). 

Texaco's statements regarding Allied's presence in New 
York are also exaggerated. Allied has sold the Allied 
Chemical Tower in New York City and has established corporate 
headquarters at Morristown, New Jersey. Although some 
executives maintain offices in New York City, none of the 
executives of the Union Texas division are located there. 
Mr. Harold Teverbaugh, alleged to be President of the Union 
-exas division no longer holds that position.  Mcreover, Mr. 
Teverbaugh resides in Houston and spends about one-half of 
his time in Houston, with the remainder being spent at the 
Morristown office. The current president of Union Texas is 


Mr. J. E. McCollum who maintains his office in Hovston. Mr. 


3At page 9 of its Memorandum, Texaco has asserted that 
Allied's LP-gas sales in Texas are made "through jobbers 
selling under their cwn brands." This is untrue. Exhibit G-2 
of the Keir affidavit submitted with Allied's original Memorandum 
shows locations of branded TEXGAS LP-gas outlets. 
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Robert Harmon is a trademark attorney who will not likely be 
called as a witness at trial. Mr. Brian Forrow, general 
counsel of Allied is not a prospective witness for any 
purpose. 

Serving the interests of justice is of paramount impor- 
tance in determining proper forum.  Texaco is shunning the 
convenient and proper forum in Texas since it clearly hinders 
Allied's ability to marshal its evidence in persuasive form. 
If this were a case where the prospective witnesses were in 
fact to be only Allied employees from Texas and Texaco 
employees from New York, the offsetting inconveniences of 
the two fora would be apparent, and Texaco's choice would he 
significant. But TEXACO and TEXGAS are in Texas, and the 
capability of a court to resolve the complex issues in this 
case will be enhanced by proximity to the Texas marketplace, 
and to the people who are familiar with it. 

Respectfully, 


TSH & NEAVE 


A member of the Firm 

277 Park Avenue 

New York, New York 10017 
(212) 826-1050 


ARNOLD, WHITE & DURKEE 
John F. Lynch 
David L. McGuire 
2100 Tr.nsco Tower 
Houston, Texas 77027 
(713) 621-9100 


Attorneys for Defendant 
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EE D 
UNITED STATES DISTRICT COURT D 
SOUTHERN DISTRICT OF NEW YORK 


PN 


| 


t€——Ó——Ó— — À —— —— — HÀ x J 
EXACO INC 
Plaintiff, 
V. 
ALLIED CHEMICAL CORPORATION, 
Defendar:! 
iion dgio qo wi any de a i diui baad darn ea -X 
SUPPLEME! u AFFIDAVIT OF HARRY O. KEIR IN SUPPORT OF DEFENDANT 


ALLIED'S MOTION FOR A CHANGE OF VENUE 
UNDER 28 U.S.C. § 1404 (a) 
SD 23595 Na) 


COMES NOW, HARRY O. KEIR, and deposes and states as 
follows: 

l. I am Assistant Secretary of Allied Chemical Corp- 
Oration in Houston, Texas, and am responsible for maintaining 
the corporate records of Allied Chemical insofar as the 
business of its Union Texas Petroleum Division is concerned. 

2. I am making this affidavit in connection with 
Allied's motion for a Change of Venue in this case. 

3. My prior affidavit submitted in connection with 
this motion included Exhibits G-1 and G-2 which showed the 
location of TEXGAS bran ed outlets for gasoline and LP-gas, 
as well as locations of gasoline and LP-gas outlets owned by 


subsidiaries of Allied and selling under the TEXGAS mark. 
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No sales of TEXGAS products of any type are made in New York 
by or under authorization of Allied or its subsidiaries 
to my knowledge. 
4.  Texgas Corporation is an operating company retailing 
jas and is not a nameholding corporation as stated in 
Exhibit B of Mr. Stockell's affidavit. The 1973 Annual 
Franchise Tax Report attached as Exhibit B of Mr. Stockell's 


affidavit is in error and was filed erroneously. I have 


checked the 1972 and 1974 franchise tax reports which properly 


indicates the nature of the corporation's business as involving 
saies. 

>». To the best of my information and belief, tle only 
advertising of TEXGAS products directed toward New York City 
was a one time program of advertisements in six issues of 
LIFE magazine during the period of August 1971 through 
January 1972. Concurrent advertisements in Sports Illustrated 
were not directed to New York State. 

6. Attached as Exhibits A and B are photocopies of 
articles which appeared in the July 1 and July 9, 1975 issues 
of the HOUSTON CHRONICLE, a newspaper, indicating that 
Texaco has recently undertaken a billing office consolidation 
and a realignment of its marketing operations, in both 


instances concentrating additional responsibility and personnel 
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in Houston. Exhibit C is a photocopy of an earlier October 
7, 1974 HOUSTON CHRONICLE article indicating that about one 
third of all Texacc's United States employees are located in 

7. Allied Chemical sold the Allied Chemical Tower in 

rk City on March 26, 1975. Corporate Headquarters of 
Alliea are located in Morristown, New Jersey. None of the 
officers of Union Texas division of Allied maintain cffices 
in New York City. 

8. Mr. "arold Teverbaugh is no longer president of 
Union Texas division of Allied. The current president of 


Union Texas division is Mr. J.E. McCollum who maintains his 


office in Houston. Mr. Teverbaugh maintains offices at 


Houston and Morristown, and divides his working time about 
equally between the two locations. Mr. Teverbaugh resides 


in Houston. 


9. Mr. Robert Harmon is an attorney of Allied located 


at Morristown with responsibility in the trademark area. 


Mr. Brian Forrow is general counsel for Allied. Upon advice 


of counsel neither are likely witnesses. 


iy 

/ - ‘ff 
NT. ( * A 
Harry O. Keir 


Sworn to and subscribed before me the (“I day of July 1975. 


» 
cm 
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UNITED STATES DISTRICT COURT 
OUTHERN DISTRICT OF NEW YORK 


Index No. 75 Civ. 327 
Plaintiff $ (LWP) 


SUPPLEMENTAL AFFIDAVIT 
-against- MERCER L.. STOCKELL IN 
OPPOSITION TO DEFENDANT 
ALLIED'S MOTION FOR A 
D CHEMICAL CORPORATION : CHANGE IN VENUE 


Defendant. : z 


STATE OF NEW YORK 
SS. 


NTY OF NEW YORK ) 


MERCER L. STOCKELL, being duly sworn, deposes 

and says: 
I am an attorney for plainti^f Texaco, Inc. 

and have made a previous affidavit in opposition to 
3ef ,3ant's motion for a change of venue by transfer to 
the District Court in Texas. I make this affidavit in 
response to the Supplemental Affidavit of Mr. Keir 
served on July 22, 1975. 

2. Notwithstanding Mr. Keir's statements in 
paragraphs 3 and 5 of his affidavit that no sales or 
advertising of TEXGAS products are mede in New York 


City, 1t appears from the copy of the advertising mailing 
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piece of Allied, documents A-5517, A-5518, A-5519 and 
A-5520, attached as Exhibit D to this affidavit supplementing 
Exhibits A, B and C to my previous affidavit, that defendant 
is soliciting purchases of TEXGAS products and services 
within the Southern District of New York and in the environs 
of New York City if not in New York City itself. The 
mailing piece concerned a "sale" of TEXGAS items and 
services ending June 30, 1975 and uses the term TEXGAS 
repeatedly throughout (21 times). It appears to be a 
blanket malling directed by defe~dant Allied to potential 
retail customers ("Customer Postal Local") in New York and 
Eastern Pennsylvania. On the page marked A-5520 it lists 
TEXGAS branches, including one in New Lebar.on, New York, 
which is within the Southern District and many others in 
New York and Pennsylvania, sometimes close to New York City. 
This mailing piece has recently been received from Allied 
in the course of discovery. 

3. Notwithstinding the statement by Mr. Keir 
in raragraph 4 of his affidavit, the 1973 annual franchise 
tax report by Texgas Corporation attached as Exhibit B 
to ny previous affidavit was obtained by plaintiff's 


attoi;^eys, in preparing its opposition to the present 


motion. In response to our request for the latest 


available franchise tax reports, both the office of the 
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Secretary of State of the State of Delaware and Corporation 
Trust Company, who inquired on our behalf, advised us that 
they were unable to find any later franchise tax report 
by that corporation or by Texgas Service Stations, Inc. 
although we understand that later reports may have been 
filed. 

4. The newspaper articles attached to Mr. 
Keir's Supplemental Affidavit show merely that a regional 
marketing office is maintained by plaintiff in Houston. 
As the articles themselves demonstrate, Houston is but one 
of several such regional offices of plaintiff. Although 
ccher operations of plaintiff such as oil and gas explora- 
tion, production, refining, engineering, purchasing, income 
tax, labor relations, and safety have a connection 


with the State of Texas, it does not appear that 


personnel engaged in such operations will have any 


relevance to the present action which is concerned 


with the marketing by the parties throughout the 

United States under the respective trademarks TEXACO 
and TEXGAS. As shown in our prior papers, the Texaco 
employees relevant to this action are in New York. 
Moreover, plaintiff will produce at trial in New York 
any such employees who may be in Houston but reasonably 


required by Allied. 
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2. It appears from the Manhattan telephone 
book that defendant Allied maintains "executive offices" 
at 1411 Broadway, New York City, aS well as offices at 
the Allied Chemical Tower at One Times Square, New 

York City, and offices in Morristown, New Jersey but 


h New York City telephone numbers. 


. Whether or not Mr. Harold Teverbaugh 


Pp 
Uu 


still president of the Union Texas Division, he has 
been concerned with Union Texas matters for a number 
of years. Significantly, it is not denied that he 
is a director of Texgas Service Stations, Inc. or 
that he is an officer cf defendant Allied. He will 
be a witness and probably still has duties in con- 
nection with the Union Texas Division, although 

Mr. Keir does not mention Mr. Teverbaugh's present 
position or duties. Mr. Teverbaugh admittedly main- 
tains an office in Morristown, New Jersey. 

7. It is expected that Mr. Harmon, located 
in Morristown, will be a witness in connection with 
various documents signed by him as Assistant Secretary 
as well as applications for trademark registrations, 
the filing of docwnents in the United States Patent 
Office, and his dealings with the Patent Cffice and 
other parties in trademark matters. He will also be 


a witness in connection with representations made to 


the Patent Office and other unprivileged matters within 


; 
#6 
3 
4 
g 
RA 
A 
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his responsibility in the trademark area. It is ex- 
pected that Mr. Brian Forrow may be a witness in con- 
nection with the defendant's acts and knowledge at 

the time of the acquisition of its Union Texas Division 
and perhaps in other connections. Defendant does not 
deny that Mr. Forrow maintains an office in New York 
City. If Mr. Forrow is not the proper witness for 

the mentioned purpose, other executives or personnel 

at defendant's headquarters will doubtless be required 
in his place. 

8. In sum, defendant's efforts to show 
that plaintiff has personnel in Texas are not relevant 
to the motion to transfer. Plaintiff has employees 
throughout the United States but its material personnel 
in terms of this action, are in New York City. 
Defendant's unique argument that it is entitled to 
a jury and can only get a fair trial in Texas is a 
specious rationalization and wholly without merit. 
Defendant is not entitled to a jury trial and even 
if it were, is not entitled to "forum shop" to pick 


a jury it hopes will be most favorable to it. And 


defendant ignores the clear fact that confusion of 
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the public in ail other states as well as Texas must 


1 [/ 

^ day of July, 1975 
A ) 

"t fe ? d " Pas 

A oe tuto ut ) tdi tt 
Notary Public / 


HELMA M. KUMP 
Notary Public, State ^ New Yak 
No 41-4517741 - Queens C 


Commission Expire; March 30 974 
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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


TEXACO INC., 
Plaintiff, 
-against- 
ALLIED CHEMICAL CORPORATION, 


Defendant. 


PLAINTIFF'S REBUTTAL MEMORANDUM 
IN OPPOSITION TO DEFENDANT'S 
MOTION TO TRANSFER THIS ACTION 


Mercer L. Stockell, Esq. 

James B. Swire, Esq. 

Rogers Hog & Hills 

Office and Post Office Address 
90 Park Avenue 

New York, New York 10016 

Tel. (212) 953-9200 


William P. Walsh, Esq. 
Suite 2408 

135 East 42nd Street 

New York, New York 10017 
Tel. (212) 953-6079 


Attorneys for Plaintiff 


Of Counsel: 


William R. Golden, Jr. 


L3 
| WR, PUP TURIS 
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UNITED STATES DISTRICT COURT 


« SOUTHERN DISTRICT OF NEW YORK 

net cheb ———  Á — X 
TEXACO INC., 

Plaintiff, 

75 Civ. 327 (LWP) 
-against- 

ALLIED CHEMICAL CORPORATION, 

Defendant. 
CRUS X 


PLAINTIFF'S REBUTTAL MEMORANDUM 

IN OPPOSITION TO DEFENDANT'S 

MOTION TO TRANSFER THIS ACTION 

Allied's reply papers fail to show that this action 
should be transferred to Texas.  Texaco is headquartered here; 
Allied which owns and controls use of the TEXGAS mark is based 
in New York and in Morristown, New Jersey; and the claims asser- 
ted in this action arose in the Southern District of New York 
as well as nationwide. 

The case is a national onc with substantial ties 


to this judicial district and the applicable benchmarks for 


measuring rights to a transfer point to continuation of this 
action in the instant forum where the convenience of the parties 


and the witnesses and the interests of justice are best served. 


203a 


PLAINTIFF'S REBUTTAL MEMORANDUM IN OPPOSITION TO DEFENDANT'S 
MOTION FOR A CANGE OF VENUE 


Allied's reply papers make two basic arguments, one 
factual and one legal. Neither has virtue. Factually, Mr. 
Keir's latest affidavit Suggests that Texaco has facilities 
and employees in Texas. This is true, but irrelevant.  Texaco 
has a substantial presence nationwide and Houston is but one of 
several regional headquarters. The fact remains that Texaco's 
personnel who are material to this action are based in New York. 
Legaily, Allied presents some novel arguments based on its 
alleged right to a jury trial. Since it has no such right, 


the arguments are vacuous. 


Mr. Keir's supplemental affidavit is more Significant 
in its omissions than in the facts it puts before the Court. In 
paragraph 3, he states based on his personal knowledge as "Assis- 
tant Secretary" in charge of "maintaining corporate records", 
that "no sales of TEXGAS products of any type are made in New 
York City..." But, the boundaries of the Southern District 
extend well beyond New York City. As shown by the Allied-TEXGAS 
circular attached to the supplerental Stockell affidavit sub- 
mitted herewith, Allied has a TEXGAS branch office in New banon, 
New York, within the Southern District. The circular itself, 
presumably distributed throughout New York State and the Northeast, 


further documents Allied's TEXGAS operations in this reaion. 


"m 
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lously not complete ISOfe as it d not, and obviously 


Cannot, include officers of ] o I han in the Un 


b 4 11 


lon 


Texas division. 


Mr. Keir ells S hat Mr. Teverbaugh is no longer 


president of the Union Texas division. He does not, however, 


deny that Mr. Teverbaugh, who has an office in Morristown, 


a director of Texgas Service Stations, Inc. and an officer of 
Allied and Mr. Keir does not tell us whether or not Mr. Tever- 


baugh has a cont nuing relationship with the Union Texas divi- 


Sion. 


Finally, as stated, the newspaper clippings which 


purport to show a Texaco presence in Houston are beside the 


-J= 
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point. As the articles themselves idicate, 


facilities are regional, and Houston is but one of 


reg.ons. Exhibit A to the Keir Supplemental Affidavit 


that all credit cards east of the Mississipp 
of th Mississippi are handled from Richmofd 
B shows that Houston was one of 10 regional 


will be one of five such offices. 


The fact that Texac. s pipe lines, 
gas computer services are located in Houston 


is simply irrelevant to this action and this 


E 


Texaco's 


jlouston 


everal 


Sows 


i and many west 


e Virginia. 


offices and 


engineering and 


(Exhibit 


motion. 


C), 


Texacc 


personnel who are material to this action are based in New 


DEFENDANT'S 


Exn1i! 


g 


it 


York. Thus, when viewed in terms of the personnel appropriately 


to be considered on this motion, this case becomes, 
in defendant's words, one where "the offsetting inconveniences 


of the two fora would be apparent, and Texaco's choice 


torum] would be significant." (Def. Reply Mem., p. 6) 


at most, 


[ 
LOL 


Indeed, 


in light of defendant's substantial presence ir this area, 


the facts demonstrate conclusively that the action should 


remain k re. 


II 


Allied's novel legal argument that it is entitled 


to a Texas jury is without merit. 


Defendant has no right to a jury in an action such 


as this. Actions fcr trademark infringement and unfair com- 


-4- 
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petition historically and to date have been regarded as equit- 
able in nature. No right to a trial by jury is extended to such 


actions. Coca-Cola CO. V. Cahill. 330 P. Supp. 354, 171 U.S..°.Q. 


180 (W.D. Okla 1971), jud't after trial aff'd, 480 F.2d 153 (10th 
C 


Cir. 1973); Coca-Cola Co. v. Wright, 55 F.R.D. ll, 171 U.S.P.Q. 
754 (W.D. Tenn. 1971); Kimberly-Clark Corp. v. Kleeniz. vchémical — 
Corp., 135 U.S.P.Q. 123 (N.D. Ga. 1962); B & L Sales Associates 
v. H. Daroff & Sons, Inc., 421 F.2d 352 (2d Cir. 1970) (noting 
the unreported decision of Judge Tyler in that trademark case 
Striking a jury demand as did the courts in the other cited de- 


cisions). 


Similarly, plaintiff's request for an order direc- 
ting the Commissioner of Patents and Trademarks to cancel de- 
fendant's federal trademark registrations is a remedy created 
by the Trademark Act, 15 U.S.C. $1119. Pursuant to said pro- 
vision "the court may determine the right to registration, 
order the cancellation of registrations...and otherwise rec- 
tify the register..." (emphasis added). Clearly, this statutory 
remedy is not one "declared by the Seventh Amendment to the 
Constitution or...given by a statute of the United States" 
as requiring a jury trial. Rule 38, Fed.R.Civ.P. Accordingly, 
defendant is not entitled to a jury trial on any of the 


issues raised by this case. 


As shown the issues in this action are entirely 


equitable in nature. For this reason, this case is clearly 


207a 


PLAINTIFF'S REBUTTAL MEMORANDUM IN OPPOSITION TO DEFENDANT'S 
MOTION FOR A CHANGE OF VENUE 


distinguishable from Dairy Queen v. Wood, 369 U.S. 469 (1962), 
cited by defendant. (Def. Reply mem., p. 1). There the grava- 
men of the complaint was for damages for breach of contract, 
coupled with a request to enjoin defendant from continuing 

to use plaintiff's trademark. Defendant's only claim to such 
continued use was that the termination of its contract was 
improper. 369 U.S. 475. If defendant was correct in its 
view, then its contract with plaintiff was still in force 

and defendant had a contractual right to use plaintiff's mark. 
Thus, the claim for injunctive relief depended entirely on 


the legal issues of breach of contract. 


Under the facts in Dairy Queen, the Supreme Court 
held that the right to a jury trial on the legal issues of 
breach of contract could not be Subverted by the related and 
subordinate request for equitable relief in the form of an 
injur jn and an accounting. As such, Dairy Queen simply 
does not apply to the case at bar where there is no contrac- 
tual arrangement between the parties and the issues are 


entirely equitable in nature. 


This distinction has been expressly accepted and 


followed by three different district courts, Coca-Cola Co., 


v. Cahill, supra; Coca-Cola Co. v. Wright, supra; Kimberly- 
Clark Corp. v. Kleenize Chemical Corp., supra: 
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"AS Plaintiff's Complaint is clearly and 
historically a suit in eguity and is not an 
action for damages for breach of contract as 
in Dairy Queen, supra, the Defendants are not 
entitled to the right of trial by jury and 
their Motion to Reconsider Demand for Jury 
Trial should be denied," Coca-Cola Co. v. 


Cahill, 330 F. Supp. at 35$. 


"Plaintiff's Complaint is clearly essen- 
tially and by historical basis a Suit in equity 
and damages are only incidental thereto; accord- 
ingly, defendants are not entitled to the right 
of trial by jury and the plaintiff's Motion to 
Strike Defendant's Demand for Jury Trial is hereby 
granted." Coca-Cola Co. v. Wright, 55 F.R.D. at 
14. 19. i. 


"To differentiate the present case from the 
Dairy Queen case, the Plaintiff's complaint in 
the case at bar seeks not Only equitable relief 
but, more importantly, Plaintiff's cavse of action 
is based on equitable rules of law. As this Court 
Stateu, in its order of May 23, 1961, an action for 
unfair competition is inherently equitable in 
nature and, where rights are based on equitable 
principles, a jury demand is inappropriate." Kimberly- 


Clark Corp. v. Kleenize Chemical Corp., 135 U.$.P.6. 
BE. 123, izes 


The decision of Judge Tyler of this Court in B & 


L Seles Associates v. H. Daroff & Sons, Inc., supra, simply 
granted in a trademark case without explanation a motion to 
Strike a jury demand. But his decision was six years after 
that in Dairy Queen and court records indicate that the effect 
of Dairy Quezii was there argued. Consequently, defendant's 


arguments with respect to juries are misdirected and are totally 


irrelevant to this motion. 
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Defendant also makes another novel argument that the 
practice in some negligence cases of "viewing the premises" 
should by analogy be extended in a trademark case to "viewing 
the market". Even assuming arquendo that this case would be 
tried to a jury, it does not follow that the "availability 
to view the market where both TEXACO and TEXGAS products appear 
should be a prime consideration in this case favoring transfer." 
(Def. Reply Br., p. 3).* There is no authoricy or logic for 
"viewing the market". A jury in a trademark case would not 
leave the courtroom. The competitive market is essentially 
nationwide since Allied sells east of the Rocky Mountains 
under the TEXGAS mark, and we are not aware of any precedent 
or logic which would suggest that a jury sitting in a court- 
room in New York would be unable to evaluate the evidence of 


market behavior nationwide whereas one in Texas would. 
d 


The only case plaintiff cites in support of its 


position, Chance v. E. I. du Pont De Nemours b CO., Inc., 
znance SE Ue Nemours & Co., Inc. 


371 F. Supp. 439 (S.D.N.Y. 1974: Weinstein, J.), is 
plainly inapposite on its facts. That case involved thirteeen 
claims by children arising out of twelve unrelated blasting 


cap accidents none of which took place in New York. Each of 


*Professor Moore, in listing the private interests of 
litigants relative to a transfer motion stated: 


"...possibility of view of premises, if view 


would be appropriate to the action." ^] J. 
Moore, Federal Practice 10.145[5], at 1623 


(2d ed 1974) (emphasis added). 


In citing Moore, movant ignored the obvious limitation 
relevancy of a view to the nature of the action. 


(eo 
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the plainti! were citizens of the states in which their 
injury occurred. Having determined that the substantive 

law of twelve different foreign states governed the plaintiffs' 
claims, Judce Weinstein Severed the claims and transferred 

each of the cases back to the respective home forums of each 

of the plaintiffs. under the circumstances, Judge Weinstein's 
obiter dicta concerning a jury's role in state law personal 
injury actions have no relevance whatsoever to a federal trade- 
mark case. Indeed, since New York law -- not Texas law -- 
governs the related state law claims under the New York statute 
in the case at bar; the Chance decision Supports retention of 
the action in New York where the courts "...would e more 
familiar with their own state law, more adept at researching 
and applying it..." than would the Texas courts. STE PN 


at 449, 
III 


Defendant's arguments with respect to the advantages 
to it of a Texas court center not on objective factors relating 
to the convenience of parties and witnesses, but rather upon the 
personal predilections of potential jurors in Houston and in New 


York respectively.* Defendant, for reasons of its own, appar- 


Š *Plaintiff's choice of the New York forum does 
not rest upor the predilections of jurors since plaintiff 
does not contemplate a jury trial and, for the reasons al- 
ready discussed, maintains that a jury trial is inappropriate 
in this case. 
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ently feels that a Texas jury would somehow be more favorably 
disposed to its cause than a local jury. Even were a jury trial 


appropriate, which it is not, such calculations can only be 


characterized as forum shopping. 


The federal courts, and this Court in Particular, 
have shown little sympathy for arguments of this sort. Wherever 
forum shopping has been de.ected, it has been strongly con- 
strued against the party whose arguments have been so tainted. 
As this motion itself is undisguised forum shopping, the motion 


should for this reason alone ejected out of hand. 


Finally, defendant urges that a federal court in 
Texas is somehow better equipped to resolve the issues of 
federal law involved here than a federal court sitting in 
the Southern District of New York. But as the Fourth 


Circuit long ago pointed out: 


" 


...the courts of one District or Cir- 
cuit must be presumed to be as able and as 
well gualified to handle litigation as those 
in another." Carbide & Carbon Chemicals Corp. 
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ed States Industria 
d 47, 49 (4th Cir. 1944). 
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Defendant's contentions, therefore, are without 


merit. 


d 


<> , 
Rogers Hoge & Hills 
Office and Post Office Address 
90 Park Avenue 
New York, New York 10016 


9 


Tel. (212) 953-9200 
William P. Walsh, Esq. 
Suite 2408 

135 East 42nd Street 

New York, New York 10017 
Tel. (212) 953-6079 


Of Counsel: 


William R. Golden, Jr. 
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August 15, 1975 


| The Honorable Lawrence W. Pierce 

| United States District Judge 

| United States District Court 
Southern District of New York 
Foley Square, New York 


Re: Texaco, Inc. v. Allied Chemical Corporation 
75 Civ. 327 (LWP) 


Dear Judge Pierce: 


This is in reference to defendant's motion to transfer 
this action to the Southern District of Texas, Houston Division, 
now pending before Your Honor. In defendant's initial memorandum 
in support of said motion (PP. 25, 26) and in the affidavit of 
John F. Lynch, Esq. of June 6, 1975 in Support of the motion 
(pp. 5, 6), defendant argued "that the docket in the Southern 
District of Texas will permit a speedier trial." 


As appears from said order, the principal area of 


calendar congestion in *he Southern District of Texas is the 
Houston Division. 


Respectfully submitted, 
ROGERS HOGE & HILLS 


By 
Attorneys for Plaintiff 
JBS:as 
cc: Fish & Neave 
BY HAND be: William F. Walsh, Esq. 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE SOUTHERN DISTRICT OF TEXAS 
CLERK, U.S. DISTRICT COUR 
SOUTHERN DISTRICT OF TEx, 
r 
i” l Es in D 
| XC 
JUN 7 i975 
V. BAILEY THOMAS, CLERK 
on ‘A 
BY LEPUTY; » tgal f 
ORDER Tttt PF ga 


Because of the impending implementation of the Speedy 
Trial Act and its demanding timetable for the disposition of 
criminal cases, I find it absolutely necessary that all of the 
Judges of this Court give their full attention to the disposition 


of all criminal cases pending on the docket of the Court, so as 
far as possible to dispose of all criminal cases that are pending 
by September 29th, on which date the first set of time limitations 


are to be applied under said Act. It is hoped that by that date 


rt 


we have no criminal case pending which is more than sixty days 
old from the time of indictment or criminal information filed. 

In order to achieve this goal, I am requesting that all 
Judges of this Court give the highest priority to the disposition 
cf all criminal cases on the docket of the Court, regardless of 
whose individual docket the case is assigned to. 


In the louston Division, I am assigning Senior Judge Ben 


C. Connally as coordinating Judge for the purpose of calling all 


4 T 
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pending criminal cases in the Houston Division for preparation for 
trial as expeditiously as possible. 

I ask that all Judges of the Houston Division make them- 
Selves available beginning on Monday, July 7th, and every Monday 
thereafter, for the trial of criminal cases until our goal has been 
achieved. Judge Singleton is ordorcd to have available on July 7th 
a panol of sufficient jurors to dispose of said criminal cases. 

All Judges are asked to refrain from disposing of 
Civil matters and act only on those situations of extreme cmerc 

I ask that.all planned vacations bo cancelled until our 
goal has been achieved. 

Judge Cox, Judge O'Conor and the undersigned will dispose 
of the criminal matters that are subject of being disposed in like 
manner, with a view of complying with the same goal/outlined above. 


If their dockets are such that they can make themselves available 


in Houston, they will notify Judge Connally of their availability. 


“If the dockets in Laredo, Victoria, Corpus Christi or Brownsville 


necessitate the availability of additional Judges for their dispo- 
Sition, they will coordinate the same with Judge Ben C. Connally 
and the undersigned. 

The United States Attorney, the Honorable Edward B. 
McDonough, Jr., will be furnished a copy of this Order and is being 
asked to assign a sufficient number of Assistant United States 


Attorneys for the disposition of the criminal docket. Mr. McDonough 
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will coordinate his efforts n Houston with Judge Connally and 
with Judge Cox, Judge O'Conor and the undersigned to achieve our 
goal. 

^ copy of this Order will also be made available to the 
United States Marshal with instructions to expedite the serving of 
Subpoenas and the making of witnesses that have to be transported 


} + 11 44 A C 4. rA ^c ~~ $ 4 4944 ! " Tr ĵ t. 1 - 
by tne United States Marshal from other institutions available as 


expeditiously as possible. 


mh PR " —- 11 ai) ] 
The Clerk of this Court will make avail: e to Senior 
F ^ — * «4 MANS S 1 = ^ € * a .manaé ^ mena? 
Judge Ben C. Connally immcagiately a list of all pending criminal 


cases in the Houston Division and will make available to Judce 


Connally sufficient clerical help to carry out the burdensome duties 


imposed on him by this Order. The same attention shall be paid by 
the Clerk to the criminal dockets in our other Divisions, so that 


no pending criminal case that is triable wlll be left by September 
29th that is more than sixty days old from the time of indictment 
Or criminal information being filed. 

I am asking that all Judges and Supporting -personnel 
of the United States District Court for the southern District of 
Texas be martialed for the expedited disposition on the highest 
priority of all criminal cases pending in the Southern District 
of Texas. 


The Clerk vill file a copy of this Order in the minutes 


of every Division of this Court, furnish a copy to every Judge 
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thereof, to the United States Attorney, the United States Marshal, 
and to every Magistrate. 

The Clerk shall also make available a copy of this Order 
to ell counsel in all of our pendi g criminal cases, so that they 
may be made aware of the impending disposition of their criminal 
cases and for their full cooperation as officers of the Court. 


ft DONE at Brownsville, Texas, this 7th day of June, 1975 


` ^ 
FTN 
Ley pip 4 7 


/v 
r { 
4 Reynaldo /G. Garza 
CHIEF JUDGE 


ROG he aa fe Lu 


--— t 
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CHEMICAL 


AFFIDAVIT 


CONNECTION 


John F. Lynch, being duly sworn, deposes and Says: 
I am an attorney representing defendant Allied 
Corporation in the above-identified action, and 

this affidavit in connection with Allied's Motion 


a Change of Venue; 


2. Following receipt of the letter of August 15, 1975 


to the Court from plaintiff's counsel, Rogers Hoge & Hills, 


enclosing a copy of the June 7, 1975 Order of Chief Judge 


Reynaldo G. Garza of the Southern District of Texas, I called 
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Mr. Eddie Knoblauch, a Daputy Clerk of the United State: 
District Court for the Southern District of Texas, Houston 


c 


Division; 


Ww 


Upon my inquiry, Mr. Knoblauch informed me that the 
Court had been directing attention to criminal cases, and 
that it appeared that the Southern District of Texas would 
meet the schedule set th in Judge uarza's Order. By 
Septemi 29, 1975, Mr. Knoblauch anticipated that all crimin 
cases 1, which an indictment or criminal information had been 
filed for more than sixty days will have been tried, and the 


Court will resume normal astenis.n to civil cases. 


4 


ac 


John F. Lynch 


"i ( 


SUBSCRIBED AND SWORN TO before me, the undersigned 


Notary Public, on this 25th day of Ohi quit E 


1975. 


E Public in and Nen. ul 


Harris County, Texas 


€ 


M Bas 
z a 
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OPINION AND ORDER NO. 43089 OF LAWRENCE W. PIERCE, D.J., 


DATED SEPTEMBER 17, 1975. 
UNTTED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK ce? 
AAT IS ESOS p > 
X iI} Sa 
TEXACO, iNC., | px 
U 
Plaintiff, : " ¥ 
-v- 75 Civ. 327 ndi 
ALLIED CHEMICAL CORPORATION, 
Defendant. : » 
AI 
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me me oe oe ee Om Oe Oe Om OS GE OS Ge me Oe Om OS Ge OD Ge OD DO Oe GS Ge oe oe om on oe oe oe oe oe x "yr C^ 4j / 


'CROFILM 


APPEARANCES: 


ROGERS HOGE & HILLS 
90 Park Avenue 
New York, New York 10016 


wid Attorneys for Plaintiff 
ph FISH & NLIAVE 

i: 277 Park Avenue 

J New York, New York 10017 


Attorneys for Defendant 


LAWRENCE W.. PIERCE, D.J. 


OPINION AND ORDER 


Texaco, Inc. brought this action for infringement 


of federally registered trademarks, alleging that defendant 
Allied Chemical Corporation has marketed motor gasoline and 
liquified petroleum gas ("LPG") under the trademark TEXGAS, 


and that the use of that mark infringes upon plaintiff's prior 
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mark TEXACO and a secies of other trademarks of plaintiff's 
which embody the prefix TEX. Plaintiff alleges that its mark 
is uniquely associated with its products, and that over the 
years TEXACO and the TEX prefix have achieved significant 
consumer recognition. Specifically, plaintiff charges that 

in 1971, defendant bogga nationwide advertising of the TEXGAS 
mark, through a full-page ad in a national periodical.  Texaco 
claims that TEXGAS has produced actual confusion among purchasers 
as to the source of TEXGAS products, and that defendant Allied 
has thus appropriated plaintiff's goodwill. Further, plaintiff 
alleges that Allied's federal registration of the mark TEXGAS 
was orocured through fraud on the United States Patent and 
Trademark Office, in that Allied knew of plaintiff's prior 
rights and knew of the likelihood of confusion, yet stated 

to the contrary in its application. 

Thus, plaintiff charges defendant with trademark 
infringement in violation of 15 U.S.C. §1051 et seq., violations 
of 15 U.S.C. §1125(a) which prohibits false desig ton of 
origin of goods shipped in interstate commerce; di.. ion of 
plaintiff's distinctive corporate and trade name in violation 
of N.Y. Bus. Corp. L. $368(d); and unfair competitior at 


comaon law. For relief, plaintiff demands that defendant and 


all those in concert with the defendant be enjoined from the 


222a 


OPINION AND ORDFR NO. 43089 OF LAWRENCE W. PIERCE, D.J., 
DATED SEPTEMBER 17, 1975 


use of the TEXGAS mark; that defendant account to plaintiff 
for profits and pay damages for violation of 15 U.S.C. $1125(a), 
including treble damages for trademark infringement; and that 
defendant's federal registration of TEXGAS be declared invalid 
and be cancelled. 

Defendant has not answered plaintiff's couplaint; 
instead, Allied now moves before this Court in three separate 


motions attacking plaintiff's action here. First, Allied moves 


to dismiss for plaintiff's failure to join a party needed for 
just adjudication under Rule 19 Fed.R.Civ.P. Second, Allied 
moves for an order of this Court transferring this action to 
the United States District Court for the Southern District of 
Texas pursuant to 28 U.S.C. §1404(a). Third, Allied moves 
to strike the allegations of fraud upon the Patent and Trade- 
mark Office for failure to plead the fraud with particularity, 
as required by kule 9(b) Fed.R.Civ.P. 

I. Motion to Dismiss for Failure to Join 


Defendant's first motion is based on the claim 


that its wholly-owned subsidiaries, Texgas Corporation and 
Texgas Service Stations, Inc. ('"TSSI") each claim an interest 
in the controversy, and that those interests will be impaired 
in the event of disposition in their absence. According to 


defendant, TSSI is not doing business in New York and thus is 
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evum 


not amenable to process in this action.  TSSI and Texgas 
Corp. market Allied's TEXGAS motor gasoline in a number of 
States under the challenged mark; Allied also sells TEXGAS 
gasoline to independent third parties, some of whom employ 
the TEXGAS mark. Allied asks this Court to declare both 

i TSSI and Texgas Corp. necessary parties, and moves for 
dismissal in that while Texgas Corp. is subject t process 


here, TSSI is not. It is -o be n.ted that defendant does 


m 


not assert that Texgas Corp. or TSSI have any ovnership 

rights in the TEXGAS mark; rather, defendant claims that its 
two subsidiaries have acquired, through use of the mark, 

; certain rights "akin to ownership." Plaintiff's papers in 

; opposition assert that Tcxgas Corp. and TSSI are not necessary 
‘ or indispensable; that TSSI could be joined in any event; and 
that this Court "in equity and good conscience" could decide 

| that the action may proceed between tne current parties, 


Texaco and Allied. 


BS 
E 
E. 


Rule 19(a) Fed.R.Civ.P. provides that a person 


subject to service of process shall be joined in an action 

if (1) complete relief cannot be affcrded without such joinder, 
: or (2) if the person not joined claims 2n interest in the 

J controversy and is so situated that disposition without joinder 


may (i) as a practical matter impair his ability to protect that 


-4 >» 
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interest, or (ii) raise the possibility of multiple liability 
or inconsistent obligations on the part of those already 
parties. Rule 19(a) thus describes what has been referred 
to as "necessary" parties, who must be joined if joinder is 
possible. Only if a non-joined pexern is "necessary" and 
beyond the reach of the court, must the analysis proceed to 
determine whether the absent person is "indispensible" under 
the separate criteria of Rule 19(b). The remedy sought by 
Allied on this motion, dismissal, will result only if Texgas 
Corp. or TSSI are found to be necessary under Rule 19(a), 
not subject to service of process, indispensible under Rule 
19(b), and unable to be protected from prejudice by special 
shaping of relief. However, if full relief can be afforded 
in the absence of the non-joined persons, or if plaintiff 
will be denied an adequate remedy in the event the action 
is dismissed for non-joirjer, or if the Court determines 
that "in equity and good conscience" the action may proceed 
between the parties before it, then the motion to dismiss 
must be denied, 

As is clear from the language of the Rule, "the 
philosophy of present Rule 19 is to avoid dismissal whenever 


possible . . . ." Yonofsky v. Wernick, 362 F.Supp. 1005, 


1023 (S.D.N.Y. 1973) (citation omitted). In fact, if the 
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absent persons are not necessary under Rule 19(a), then the 
question of dismissal does not even arise. Id. at 1024. 

There exists persuasive authority that subsidiary 
corporations who make use of a trade name owned by their 
parent corporation are not necessary parties to an infringe- 
ment action against the parent.  Amerícan Plan Corporation 
v. State Loan and Finance Corporation, 278 F.Supp. 846 (D. Del. 
1968). In American Plan, plaintiff sought an injunction 
against the defendant prohibiting the use of the name "American 
Plan" in its business and in the business of its subsidiaries, 
who had not been made parties. After concluding that complete 
relief could be afforded between the present parties, the 
court observed that 

"The absence of the subsidiaries does not 

impair or impede their ability to protect 

their interests since as a practical matter 

their interests are being actively end 


adequately protected by the defendant." 
(Id. at 848-49). 


This Court must examine the elements of Rule 19(a) 


in light of the relief sought here. As noted above, plaintiff 
seeks an injunction against use of the mark, an accounting of 
profits, treble damages, and cancellation of the TEXGAS mark. 
It appears from the moving papers that the TEXGAS mark is owned 


solely by Allied; thus, the remedies of accounting, damages 


A ee 
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and cancellation clearly can be achieved through jurisdiction 
over the parties now before the Court. Only the request for 
an injunction involves Texgas Corp. and TSSI. Yet it is 
clear that an injunction issued pursuant to Rule 65(d) 
Fed.R.Civ.P. binds not only the parties before the court 

but also their agents and those "in actíve concert or parti- 
cipation with them." The depositions and affidavits before 
the Court reveal that personnel of Allied are directly 
involved in the activities of the two subsidiaries, and 

that Allied supplies the subsidiaries with TEXGAS advertising 
and promotional materials. Thus, it appears that an injunction 
entered in this case would operate to bind Allied's wholly- 
owned subsidiaries Texgas Corp. and TSSI. Even if TSSi and 
Texgas Corp. are to be considered tortfeasors joint and 
severally liable for infringement, that does not make them 
indispensible or necessary parties for purposes of Rule 19. 


Wells v. Universal Pictures Co., 166 F.2d 690, 692 (2d Cir. 


1948); Decorative Cabinets Corp. v. Stor-Aíd of Ohio, Inc., 


10 F.R.D. 266, 268 (S.D.N.Y. 1950). Rather, joinder of joint 
tortfeasors is merely permissive under Rule 20 Fed.R.Civ.P. 
See Advisory Committee's Note to Amended Rule 19, 39 F.R.D. 


69, 91 (1966). 
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Certainly, if Texgas Corp. or TSSI were separate 
co-owners of the TEXGAS mark along with Allied, then joinder 


would be required. See Switzer Brothers, Inc. v. Byrne, 


242 F.2d 909 (6th Cir. 1957). That is not the case here; 


Allied claims only that its subsidiaries have an interest 
"akin" to ownership. In this Court's view, a declaration 
of indispensibility based solely upon use of the trademark 
would require joinder of every independent gas station which 
sells under the name TEXGAS, a result impossible in any one 
forum. 

Allied's arguments that its subsidiaries are 
separate and distinct corporate entities invite this Court 
to ignore the realities of business relationships which 
exist between a company and its wholly-owned subsidiaries. 
Allied asserts that control over both Texgas Corp. and TSSI 
"is exercised in the normal manner, whereby the shareholders 
elect a Board of Directors who then determine the management 
policies . . . ." (Def. Memo at 4). Yet Allied admits that 
the sole stockholder of both Texgas Corp. and TSSI is Allied 
itself. 

The Court concludes that complete relief can be 


afforded in this action solely through jurisdiction over 


"C 
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Texaco and Allied; the interests of Texgas Corp. and TSSI, 
such as they are, are fully and adequately protected by 

their parent, defendant Allied. There is no possibility 

that non-joindei .ill result in multiple liability or in- 
consistent obligations. Thus, neither Texgas Corp. nor 

TSSI being necessary parties under Rule 19(a), the provisions 
of Rule 19(b) are not considered, and defendant's motion to 
dismiss for failure to join is denied. 


II. Motion to Transfer Pursuant to 


28 U.S.C. $1404(a) 


In its second motion, defendant Allied moves before 
this Court for an order pursuant to 28 U.S.C. §1404(a), 
transferring this action to the United States District Court 
for the Southern District of Texas, Houston Division. In 
support of its motion, Allied alleges that the present action 
could have been brought in Texas; that the convenience of the 
parties would be served by transfer, in that both parties are 
present there and TEXGAS products are sold principally there; 
that transfer would allow the joinder of Texgas and TSSI; 
and that evidence and witnesses relevant to the long use of 
the TEXGAS mark and the common nature of TEX-prefixed marks 


are located in or are more convenient to Houston. The gravamen 


of Allied's transfer motion appears to be the position that a 
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ICE W. PIERCE, D.J., 


Suit in Texas will better allow it to prove a yet unpleaded 


defense of laches. Allied alleges that not only have the marks 


TEXGAS and TEXACO co-existed in Texas for many years, but 


further that employecs of Texaco who are 


located in Texas 


long have acquiesced in the use of the TEXGAS mark. Finally, 


defendant states that the docket in the Southern District of 


Texas will permit a speedier resolution of this case shan 


would che docket in this court. 


Plaintiff Texaco opposes the transfer motion, 


asserting that both parties are doing business in New York, 


that plaintiff's claim arose in part in New York, and that 


the great majority of witnesses which plaintiff considers 


material, 1.e., the corporate officers of both parties, are 


within the jurisdictional reach of this Court. Plaintiff 


asserts that its choice of forum must be 
weight, and urges this Court to conclude 
not overcome its heavy burden of showing 
desírable. 


Both parties have supplied the 


of attorneys and corporate officers, det. 


operations of each side, identifying the 


documentary evídence, and describing the 


accorded great 
that defendant has 


thattransfer is 


Court with affidavits 


:iling the manner of 


location of crucial 


nature of testimony 


to be offered and the location of the witnesses who will supply 


. 1n - 
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that testimony. Defendant states that Texas employees of 
its Union Texas Division, as well as of Texgas Corp., TSSI 
and of plaintiff Texaco will be crucial to establishing the 
history of the TEXGAS marks. Further, defendant supplies the 
Court with two maps, the first showing TEXGAS motor gasoline 
retail outlets centered primarily in the Texas and Tennessee 
area, and the second showing TEXGAS LPG outlets Spread through- 
out the eastern half of the United States, with concentrations 
in the Mississippi Valley, the Texas gulf region, Florida, and 
in four northeastern states, including Net York. 

Not surprisingly, Texaco reveals a different 
strategy in its assessment of material evidence. Texaco 
plans to offer historical evidence of its own marks' histories, 
through documents said to exist at Texaco's New York head- 
quarters. Plaintiff asserts that it is a highly centralized 
corporution, with all its policymakers present in New York 
City. Further, Texaco plans to offer "confusion" evidence 
from its own employees scattered throughout the northeast. 


Texaco admits that it has significant Houston operations, 


but asserts that both Texaco and Allied are national corpora- 


tions, and that TEXACO is a nationally recognized trademark. 
Plaintiff disputes whether Allied even sells any LPG in Texas 


which is marketed under the challenged trademark TEXGAS, citing 
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depositions for the proposition that all LPG sold by Alited 


in Texas is sold to independent jobbers who do not employ 


the TEXGAS mark. Finally, Texaco notes that íts complaint 
is based in part upon advertising which occurred in the north- 
east, and that its action states a pendent cause of action 
under New York law. 

Despite the disagreements between the parties as 
to the interests of justice on this motion, in this Court's 
view the material factors are not in dispute. Plaintiff 
Texaco is a Delaware corporation with its principal place of 
business in New York City. Allied Chemical is a New York 
corporation with its principal place of business in Morristown, 
New Jersey, well within the jurisdictional reach of this Court 
under Rule 45(e) Fed.R.Civ.P. The parties each are full 
owners of their respective trademarks, and, as the Court 
has already concluded, Allied's Texas subsidiaries are not 
necessary parties to this action. 

Plaintiff's complaint states a cause of action 
that appears national in scope, yet defendant's laches 
defense will doubtless rely on facts and circumstances 
occurring or existing primarily in Texas. Thus, it appears 
that there will be inconvenience to some party regardless 


of where this case is tried. However, given the weight to 


e 19. 
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be afforded plaintiff's choice of forum, the rule is that a 
court vill order "transfer to a more convenient forum, not 
to a forum likely to prove equally convenient or inconvenient." 
VanDusen v. Barrack, 370 U.S. 612, 645-46 (1964). 

It is not questioned in this Circuit that plain- 


tiff's choice of forum is a factor to be afforded weight. 


Allied International Products Ltd. v. Textron Industries, 


Inc., 382 F.Supp. 210, 213 (S.D.N.Y. 1974); Houghton-Mifflin 


Co. v. National Computer Systems, Inc., 378 F.Supp. 592, 
596 (S.D.N.Y. 1974) (plaintifé's choice "entitled to great 


deference"); Lehn & Fink Products Corp. v. Milner Products 
Corp., 117 F.Supp. 320 (S.D.N.Y. 1953) (trademark infringement 
action). Accordingly, the burden is on the moving party to 
show that transfer is proper; the burden is a heavy one, and 


evidence of inconvenience in the chosen forum is not sufficient; 


defendant must show more convenience in the transferee district. 


Sinclair Oil Corporation v. Union Oil Co., 305 F.Supp. 903, 
904 (S.D.N.Y. 1969). 


"The forum properly selected by a party 

should not be disturbed unless the 

movant clearly demonstrates that the 

balance of convenience and justice weighs 
heavily in favor of transfer." Blue Bell, Inc. 
v. Jaymar-Ruby, Inc., 311 F.Supp. 942, 942-43 
(S.D.N.Y. 1969) (action for trademark infringe- 
ment). 


A 13 - 
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With the nature of the movant's burden in mind, 
the Court must examine the factors to be considered in a 
§1404(a) motion. These factors have been stated as including: 


"(1) the convenience of the parties; 

(2) the convenience of witnesses; 

(3) the relative ease of access to sources 

of proof; (4) the availability of process 

to compel attendance of unwilling witnesses; 

(5) the cost of obtaining willing witnesses; 

(6) the practical problems indicating where 

the case can be tried more expeditiously and 
inexpensively; and (7) the interests of justice, 
a term broad enough to cover the particular 
circumstances of each case." Schneider v. Sears, 
265 F.Supp. 257, 263 (S.D.N.Y. 1967); accord, 
Saminsky v. Occidental Petroleum Corp., 373 F. 
Supp. 257, 258 (S.D.N.Y. 1974); Goldstein v. 
Rusco Industries, Inc., 351 F.Supp. 1314, 1317 
(E.D.N.Y. 1972). 


As regards the conveníence of partícs, the Court 
notes that both plaintiff and defendant have their principal 
places of business within the jurisdictional reach of this 
Court. Defendant is a New York corporation, and the metro- 


politan area appears to be the center of both company's 


marketing and purchasing activities. See Formflex Foundations, 


Inc. v. Cupid Foundations, Inc., 383 F.Supp. 497, 499 (S.D.N.Y. 
1974). Even where the defendant is an out-of-state corporation, 
motions to transfer have been denied when the defendant has 
been shown to have significant contacts with this state. 
Houghton-Mifflin, supra, at 595-96. The causes of action 


stated by plaintiff occurred in part within this state; see 


3 28 55 


234a 


W. PIERCE, D.J- 


iD ORDER NO. 43089 OF LAWRENCE 
DATED SEPTEMBER 17, 1975 


r 


Vanity-Fair Mills v. T. Eaton Co., 234 F.2d 633 (2d Cir.), 
cert. denied, 352 U.S. 871 (1956); RFD Group, Ltd. v. Rubber 
Fabricators, Inc., 323 F.Supp. 521, 526-27 (S.D.N.Y. 1971); 
compare Ryer v. Harrisburg Kohl Bros., 307 F.Supp. 276, 279 
(S.D.N.Y. 1969). In sum, the first factor indicates that as 
far as the parties before this Court, New York is a more 
convenient forum than Texas. 

The convenience of witnesses! factor truly divides 
the parties. Plaintiff's case will rest primarily upon New 
York and northeast witnesses; defendant's laches defense will 
rest primarily upon Texas witnesses. However, in regard to 
both the convenience of witnesses and the location of documents, 
a court must not disturb plaiatiff's choice where a transfer 
would merely shift the inconvenience from one party to the 
other. Blue Bell, Inc., supra, at 943. As regards compulsory 
process to produce unwilling witnesses, the Court has noted that 
both party's headquarters are within the reach of Rule 45(e) 
Fed.R.Civ.P. Further, it is unlikely that there will be 
significant problems of unwilling witnesses in this action; 
it appears that the pertinent witnesses are in any event under 
the control of the parties before the Cour.. This fact also 


goesto the expense of transporting witnesses. This Court ís 
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"not convinced that defendant would suffer any oppressive 
or unusual expense or inconvenience in transporting its own 
employees to New York, where it does business." Schmidt 
v. American Flyers Airlíne Corp., 260 F.Supp. 813, 814 
(S.D.N.Y. 1966). Again, a mere shifting of inconvenience 
{s insufficient to overcome the presumption against transfer. 
Blue Bell, supra. 

The practical problems of trying this case relate 


to, inter alia, the relative size of dockets in the respective 


courts. While some courts have considered the congestion of 


dockets on motions to transfer, e.g., Allied International, 


supra, at 213, courc calendars cannot be considered decisive. 
Brody v. American Medical Association, 337 F.Supp. 611, 613 
(S.D.N.Y. 1971); Blue Bell, supra, at 944. This Court is not 
iaclined to give much weight to such a factor, especially here 
where the parties disagree as to the likelihood of a speedier 
tria! in Texe2 

The finalfactor to be considered is the broad concept 
of the interests of justice. Under this heading the Court 
notes that plaintiff state: a pendent cause of action under 
New York law; such a claim is best adjudicated by a federal 
court familiar with loca’ law. Brody, supra, at 613-14. The 


Court does not ignore the fact that defcndant's laches defense 
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might be more conveniently presonted in Texas; however, 
plaintiff's complaint states a claim national in scope, and 
the advertising activities of defendant which occurred in 
thie region are said to be one basis of the action. 
Defendant has falled to show affirmatively that 
the Southern District of Texas would be n more convenient 
forun tian that chosen by the plaintiff. Accordingly, the 


motion to transfer must be denied. 


III. Motion to Strike Pursuant to Rule 9(b). 


In paragraph 23 of its complaint, plaintiff names 
three registrations of the mark TEXGAS which it alleges to 
be invalid. Plaintiff demands cancellation of these marks 
because of the infringement of plaintiff's prior rights and 


"because each said registration was . btained 
fraudulently tn that, contrary to the state- 
ment of the applicant for such registration, 
the applicant was then well aware of plain- 
tiff's trademark TEXACO, of plaintiff's rights 
thereto and of the Likelihood of confusion, 
mistake and deception arising from the 
resembl: nce of the purported ma-k TEXGAS to 
plaintiff's said mark TEXACO and because all 
proceedings conducted by and papers filed by 
the applicant and subsequent cwners of such 
registration were conducted and filed with 
full knowledge of plaintiff's mark TEXACO and 
of plaintiff's rights with respect thereto and 
registrations thereof." 


Defendant moves to strike this clause of paragraph 


23 on the ground that it fails to comply vith the requirement 


« 13. 
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of Rule 9(b) Fed.R.Civ.P. that "the circumstances constituting 
fraud . . . sh-ll be stated with particularity." Allied 
states that the above-quoted clause of the complaint is 
"studiously vague" and that it says "absolutely nothing." 

The requirements of Rule 9(b) are not to be regarded 
as an exception to the general policy of Rule 8(e)(1) Fed.R.Civ.P. 
that "each averment of a pleading shall be Simple, concise and 
direct. No technical forms of pleadings or motions are required." 
Instead, the proper approach is to harmonize the respective 
requirements of the two Rules. 2A Moore's Federal Practice, 
19.03 (2d Ed. 1974). Indeed, courts have harmonized the 
two Rules rather than viewing Rule 9 as an abrogation of 
Rule 8. See Essex International, Inc. v. Industra Products, 
Inc., 64 F.R.D. 361, 363 (N.D. Ind. 1974); CIT Finance Corp. 
v. Sachs, 10 F.R.D. 397, 398 (S.D.N.Y. 1950). 

When the charge is fraudulent procurement of a 
trademark registration, allegations of false statements made 
by the applicant with knowledge of falsity are sufficient 


under Rule 9(b). Scervini v. Miles Laboratories, 11 F.R.D. 


542, 543 (S.D.N.Y. 1951). The challenged clause presents a 


statement made to the Patent and ‘rademark Office, an allega- 
tion that the statement was false, and an allegation that the 


applicant knew of the falsity. The essential elements of fraud 


"* I 
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have been alleged. Plaintiff's paragraph 23 gives defendant 

fair notice of the transaction charged and is thus sufficient 

under the liberal pleading policy of the Federal Rules. 
Conclusion 

l. The motion of defendant Allied Chemical to 
dismiss the complaint for failure to join a party requi:ed 
for just adjudication is denied, 

2. The motion of défendant Allied Chemical for an 
order transferring this action to the Southern District of 
Texas is denied. 

3. The motion of defendant Allied Chemical to 
strike the allegations of fraud contained in paragraph 23 
of the complaint is denied. 

SO ORDERED, 


New York, New York 
September 17, 1975 


NS d 
LAWRENCE W. PIERCE 
BLAN LEA E 
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STRICT CON 


UNITED STATES DISTRICT COURT FILED 
SOUTHERN DISTRICT OF NEW YORK 
TEXACO INC., 
Plaintiff, 
-against- : 75 Civ. 327 (LWP) 
ALLIED CHEMICAL CORPORATION, $ ANSWER AND JURY DEMAND 


Defendant. 


Defendant ALLIED CHEMICAL CORPORATION ("Allied"), 
answering the Complaint of TEXACO INC. ("Texaco") herein: 

L. Admits that Texaco has purported to state a civil 
action and that jurisdiction is purported to be based upon 
the statutory provisions set forth in paragraph 1l, but 
otherwise denies each and every allegation of paragraph 1, 
and specifically denies that Allied has committed any 
tredemark .nfringement, false descriptions, or unfair 
competition, and denies that jurisdictional basis has beea 
set forth for any claim save for infringement of federally 
registered trademarks. 


ds Admits the allegations contained in paragraphs 2 


and 3 of the Complaint. 
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as Denies knowledge or information sufficient to form 
a belief as to the -llegations contained in paragraphs 4, 5, 
6, and 7 of the Complaint, except admits that Texaco is a 
producer of petroleum products in the United States. 

4. Denies knowledg^ or information sufficient to fo: 
a belief as to the alte-ations contained in paragraph 8 of 
the Complaint, except admits that Exhibit 1 attached to the 


Complaint is a photocopy of a document purporting to be 


Registration No. 575,902. 


m Denies that the prefix or designation "TEX" is 
istinctive of plaintiff Texaco or of the products of 
plaintiff, and otherwise denies knowledge or information 
sufficient to form a belief as to the allegations contained 
in paragraph 9 of the Complaint. 

6. Denies that the prefix "TEX" is distinctive of 
Texaco and denies knowledge or information sufficient *o 
form a belief as to the remaining allegations contained in 
paragraph 10 of the Complaint, except admits that Exhibits 
2-55 attached to the Complaint purport to be photocopies 
of registrations set forth in paragraph 10 of the Complaint. 

T. Denies knowledge or information sufficient to 
form a belief as to the allegations contained in paragraphs 


ll, 12, and 13 of the Complaint. 
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8. Denies that any trademark or trademarks have 
become distinctive cf plaintiff Texaco or serve to identify 


plaintiff's goods exclusively or to distinguish plaintiff's 
gcods from others by virtue of the inclusion in such 
trademark of the prefix or designation "TEX", and otherwise 
ienies knowledge or information sufficient to form a belief 
as to the allegations of paragraph 14. 

9. Admits that defendant Allied is a publicly held 
corporation involved in the distribution and marketing of 
gasoline and specific other petroleum and related products, 
but otherwise denies the allegations of paragraph 15 to the 
effect that defendant Allied is involved in the operation 
of gasoline service stations, or the maintenance of its own 
retail outlets for the sale of such products, or distribution 
or sale of motor oil, such service stations and retail 


outlets, and said distribution and marketing of automotive 


motor oil being conducted through Allied subsidiaries Texgas 


Service Stations, Inc. and Texgas Corporation. 


10. Denies each and every allegation contained in 
paragraph 16 of the Complaint, except admits that defendan’ 
Allied has used and is using the designation "TEXGAS" in 
connection with the advertisement and sale of gasoline and 
other petroleum products derived from crude oil and natural 
gas, and to identify gasoline service stations having 


branding agreements with defendant; denies that defendant 
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" 


designation "Texgas" in connectic 


ix or designation 


and every alle ion contained 


aph 16 of the Complaint. 

Admits that defendant sponsored the advertisement 
in LIFE magazine, a photocopy of which is attached as 
Exhibit No. 56 to the Complaint, the original of which i: 
the best evidence of the contents of the advertisement, but 
Otherwise denies the allegations of paragraph 17, and 


specifically denies that advertising by or on behalf of 


defendant or the designation "TEXGAS" began on or about 


Denies each and every allegation contained in 
paragraphs 18, 19, and 20 of the Complaint. 
13. Admits the factual correctness of the allegations 
of paragraph 21 of the Complaint, but denies that plaintiff 
has a lawful or proper right to demand that defendant 


discontinue use of the mark and designation TEXGAS. 
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Denies each and every allegation contained in 

22 of the Complaint. 

Admits that defendant is the owner of the thre: 
registrations set forth in paragraph 23 of the Complaint 
but otherwise denies each and every allegation contained 
in paragraph 23 of the Complaint. 

16. Denies each and every allegation contained in 


paragraph 24 of the Complaint. 


IN RESPONSE TO COUNT I OF THE COMPLAINT: 
17. Restates its responses to paragraphs 1 through 24 
of the Complaint in response to paragraph 25 of the Complaint. 
18. Denies each and every allegation contained in 


paragraph 26 of the Complaint. 


RESPONDING TO COUNT II OF THE COMPLAINT: 


19. Restates its responses to paragraphs 1 through 24 
of the Complaint in response to paragraph 27 of the Complaint. 
20. Denies each and every allegation contained in 


paragraph 28 of the Complaint. 


IN RESPONSE TO COUNT III OF THE COMPLAINT: 
21. Restates its responses to paragraphs 1 through 24 
of the Complaint in response to paragraph 29 of the Complaint. 
22. Denies each and every allegation contained in 


paragraph 30 of the Complain:. 
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IN RESPONSE TO COUNT IV OF THE COMPLA 


< tes boi e, ars nu 
estates its responses to paragraphs l through 24 


of the Complaint in response to paragraph 31 of the Complaint. 
/4 )enies eac nd every allegation contained in 
paragraph 32 of the Complaint 
N comes defendant Allied, and as affirmative efenses 
to the Counts set forth in the Complaint, states the following 
FIRST AFFIRMATIVE DEFENSE TO THE COMPLAINT 
5. Counts I through IV of the Complaint fail to state 
claim igainst defendant upon which relief can be granted. 
SECOND AFFIRMATIVE DEFENSE 
26. Defendant's TEXGAS trademark is not likely to 


cause confusion with any of the alleged trademarks set 


forth in the Complaint 


THIRD AFFIRMATIVE DEFENSE 
27. Plaintiff is precluded from any recovery under the 
allegations of Counts I through IV by virtue of laches, 
acquiescence and estoppel, since plaintiff has been on actual 
and on constructive notice of defendant's use of the mark 
and designation TEXGAS for many years prior to the initiation 


of this action, and did not undertake to assert to defendant 


or any of its predecessors any putative :ights in the mark 


TE APA. m ee 
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AS, the designation "TEX" or to assert that the mark TEXGAS 


as likely to cause confusion with any designation employed 


FOURTH AFFIRMATIVE DEFENSE 


Defendant and its predecessors have adopted and 


+h " 


used the ma k and designation TEXGAS in good faith since at 


least as early as 1954 and have acquired . ommon law as well 


Statutory rights therein (including incontestable rights 


under the Lanham Act, Title 


15 U.S.C.) which preclude 


nciff's recovery on Counts I through IV herein. 


FIFTH AFFIRMATIVE DEFENSE 


29. The use of the mark TEXGAS complained of in t! 


Complaint was with the actual and/or constructive consent of 


plaintiff. 


SIXTH AFFIRMATIVE DEFENSE 


30. All or part of the relief sought in the Complaint 
is barred by reason of the applicable statutes of limitations. 
SEVENTH AFFIRMATIVE DEFENSE 


Jl. By reason of the long and extensive use of the 


prefix "TEX" to ide-*ify services and products within the 


petroleum industry, and by reason of the geographically 


descriptive nature of the prefix "TEX," plaintiff cannot claim 


that such prefix is distinctive of its products or services. 
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TI 1 ST RAS MIS 
JURY ;MAND 
j| m *11 
lease taki I te t f »"m int illie 
> in this actic 


CHEMICAL 


demands 


Avenue 


New York, New York 100] 


(212) 826-1050 


)f counsel: 

James V. Maher, Jr. 

Allied Chemical Corporation 

P.O. Box 1057n 

Morristown, New Jersey 07960 
201) 455-5021 


ston, 
3) 621-910 


Attorneys for Defendant 
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Defendant submits this memorandum 1n opposition t 
e ^ Pet T TN 4 e 4 4 +4 + c 
pla 1 motion f in injunction pursuant to Rule 05, 


Daa " 4,4 
Fed.R.C1 


the Distric /ourt of Jefferson County, Texas wherein they seel 
a declaratory Judgment, pursuant to a Texas Declaratory Judgment 


Statute, in connection with, inter alia, a controversy arising 
under the Texas Trademark Statutes, pursuant to which plaintiff 


has maintained certain Texas Trademark registratior 


On January 22, 1975, Texaco Inc., ("Texaco" brought 
this action against Allied Chemical Corporation ("Allied") 
for inter alia, unfair competition and infringement of 


Texaco's federally registered trademark TEXACO and other marks 


with the prefix "TEX". Texaco also alleged common law rights in 
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- 44 TEV As e ^ "mist TT vr 
the d nacion TIEXACO and the prefix "TEY : 1 ingement 
was charged based upon Allied's use of th mark TEXGAS iy 
connection with gasoline, motor Oil, and liquefied petroleum 


gas 

By an Opinion ard Order dated September 17, 1975, this 
Court denied three timely motions filed by Allied nd, on 
Yetober 2, Allied filed an answer te che complaint in whi 


Allied denied infringement and unfair competition and raised 


. ne 
various af 


firmative defenses. 


On the same day, Allied and its two wholly-owned 
Subsidiaries, Texgas Corporation and Texgas Service Stations 


» commenced an action for a declaratory Judgment 


n the Texas state District Court o Jefferson County, Texas. 


A copy of the complaint (Petition) 1n that action 1s attached 


as Exhibit 3 to Mr. Stockell's affidavit of October 23, 1975 


Submitted in Support of plaintiff's application for injunctive 


On Octcber 23 1975 this matter came before the Court 


On plaintiff's application for a temporary restraining order. 


After a hearing in chambers, during which Allied's attorneys 


agreed to extend Texaco's time to answer in the Texas case 


until November 5, 1975 ana to take no further action in the 


State court until that time, the Court directed that the 


matter would be treated as an application for a preliminary 


injunction to be decided on Submission. 
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23, 1975, Texaco also removed the actior 


at 


to Remand 
Texgas Corporation 


" 


submits this memorand 


it should be 

Texaco has not even attem d to meet its 

initial burden under Rule 65 of the Fed.R. 1v.P., and the 
cases, of demonstrating that it will suffer "irreparable 


injury" if the motion is not granted. This should be clear 


va’ 


from even a cursory reading of the application papers and 


is Allied's position that, without reading further, Texaco's 
Should be denied on that basis alone. The 

fact 1s that Texaco could have - but did not even 

obtained the extension agreed upon in chambers by pickin, 


the telephone rather than impos‘rg upon the Court. 


This Court Has No Discretion to Issue an Injunction 


Against Proceedings in the Texas State Courts 
-E8-nst *roceedings in the Texas State Courts  - 


Texaco's attempt to obtain a preliminary injunction 
against proceedings in a Texas State Court in connection with 
a suit instituted there by this defendant and others places 
in issue the very important principles of federalism. It is 
the position of Allied that, bas2d upon the basic constitu- 


tional doctrine of separation of powers as implemented by 
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'O mM 


>< 


D 


AN 
2 


federal court's p 1 railroad's request for 
an injunction 
ald of" the federal diction a Was, therefore, 
precluded by 28 U.S.C. § urt emphasized the 


prohibitory nature of Section 2283: 


"On its face, the present Act [28 U.S.C. § 2263] 
is an absolute prohibition against enjoining 
State court proceedings unless the injunction 
falls within one of the three Specifically 
defined exceptions. . . In 1955 when this 

Court interpreted this statute, 1t stated: 

'This is not a statute conveying a broad 
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a 


ie Court 


on between an injun 


"It is settled ‘hat 
§ 2283 cannot be evaded 

the order to the parties or 
utilization of the 

State proceeding." 


S assertion of the alleged involvement of 


in the controversies between the parties : 
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Texaco's Authorities are Ina» 
Injunctions Directed by One 
Proceedings in 


Texaco has not provided this Court with any authority 
under which it might enjoin a state court proceedings. The 
cases cited by Texaco all involve one federal district court 
enjoining proceedings in another federal district court, 
although one case is misleadingly characterized in Texaco's 


memorandum as one where a state court proceeding was enjoined. 
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DEFENDANT'S MEMORANLUM IN OPPOSITION TO PLAINTIFF'S MOTION FOR 
I : 


ACTION IN THE TEXAS STATE COURTS 


m 


it page 5 of its memorandum, Texaco ites and quotes 
from Montclair Electronics, Inc. v. Electra/Midland Corporation, 
326 F.Supp. 839 (S.D.N.Y. 1971). From the characterizatic: 
of th: e might assu .nat it represented an instance 
where the fe ral district court enjoined proceedings in a 
California state court Such is not the case. ihe California 

IMLL-ILZX V. we case 

State action had been removed to federal court on diversity 


grounds prior to the New York court's injunction staying 

further oceedings. 326 F.Supp. at 843, n.6. Since the 

lew York urt's Jurisdiction was elso predicated upon diversity, 
there can be r doubt that the removal was properly founded 

This is why neither 24 U.S.C. $ 2283 nor the Atlantic Coast 


Hence, Montclair provides absolutely no precedent 
AALA E E E M 


has also attempted to remove the action in Texas to the United 
States urt for the Eastern District of Texas does not make 
Montclair any more applicable. There is no diversity between 
the parties in the state court action, and no basis for federal 
Jurisdiction of the Texas case as will be amplified below. 

The remaining authorities cited by Texaco are no 
more helpful since both involved injunctions by one federal 
district court against proceedings pending another. 


Cresta Blanca Wine Company, Inc. v. Eastern Wine 


Corporation, 143 F.2à 1012 (24 Cir. 1944), cited by Texaco 


involved trademark infringement as does the case here. Cresta 
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subsidiaries 


urt to be indispensible to 


with independent rights, including the right 


corporate name, as is more fully 


1 
3 


subsidiary entities can exercise 


determination 


iy thas 9S nds 


in any form deemed 
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T! pleading in the state action poses questions 
which the state court may properly consider. If Texaco 


wishes to stay the state action based upon alleged harrassment 


à or other grounds, its recourse is to r quest such relief 


f fron the state court itself 


III. The Unfair Competition and Common Law Trademark 
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and proper 


i.e. that there has been no co 
unfair competition in Texas by virtue of the use of the mark 


TEXGAS. As pointed out above, Texaco's assertion that the 


designation "TEX" 1s distinctive of Texaco alone is founded on 
the common law of trademarks. Texas law must perforce apply 


» there is nothing inequitable to the parties or 
inimical to this Court's Jurisdiction for Allied and its 
Subsidiaries to seek the determination initiated in Texas. 

The application of Texas law by the Texas court will in all 
lixelihood be helpful to this Court's u 


issues before it. 


LV Conclusion 


Allied agrees with Texaco that the removal of the case 
to the Federal District Court in Beaumont, Texas "does not affect 
this motion". Texaco Memorandum, p.5, footnote. The present 
moti 
For the reasons stated and upon the authoritie: ted, it is 


respectfully submitted that plaintiff's applicavion should be 
denied. 


on for an injunction is directed against a state court proceed 
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ALLIED CHEMICAL CORPORATION, 


Defendant. 
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DEFENDANT FROM PROCEEDING WITH ACTION 
.IN TEXAS 


Plaintiff submits this m^morandum in support of 
motion for an injunction pursuant to Rule 65, Fed.R.Civ.P., 
and the equitable powers of this Court, enjoining defendant 
and those in concert with it from prosecuting an action 
filed by defendant and its two wholly-owned subsidiaries 
in the District Court of Jefferson County, Texas wherein 


they seek a declaratory judgment on the issues which are 


already before this Court for determination. 
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No. E-102534^in the District Court of Jefferson County, 
lexas, by/defendant and two of its subsidiaries against 
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| and it is further 
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Dated: New York, New York i | 
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U.B.D.d. 
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AFFIDAVIT OF MERCER L. STOCKELL IN SUPPORT OF PLAINTIFF'S 
MOTION FOR INJUNCTION AND TEMPORARY RESTRAINING ORDER. 


UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


TEXACO INC., $ Index No. 75 Civ.2327 
(LWP) , 
Plaintiff, 
AFFIDAVIT 
-against- 


In Support of Plain- 


ALLIED CHEMICAL CORPORATION, tiff's Motion For In- 
: junction and Temporary 
Defendant. Restraining Order _ vu 
|. 1110 ------------------------------------ X 
g 
; STATE OF NEW YORK ) 
$ SS 
COUNTY OF NEW YORK ) 


MERCER L. STOCKELL, being duly sworn, depose 
and says: 

1. I am a member of the law firm of Rogers 
Hoge & Hills, attorneys for plaintiff Texaco Inc., and I EN 
am fully familiar with the facts and proceedings herein. 
I make this affidavit in support of Texaco's motion to 
enjoin defendant Allied Chemical Corporation ("Allied") 
from proceeding with an action for declaratory judgment 
which it has just filed in state court in Texas. 

2. As the Court is aware, this action was 
commenced on January 22, 1975 by Texaco against Allied 
for inter alia, infringement of plaintiff's federally 
registered trademark TEXACO and other registered trade- 


marks with a prefix TEX, including plaintiff's common law 
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rights thereto, by virtue of Allied's use of the 

mark TEXGAS. Allied subsequently attacked plaintiff's 
action by three separate motions including motions: (1) 
to dismiss for failure to join Texgas Service Stations, 


Inc., allegedly a party needed for just adjudication under 


Rule 19, Fed.R.Civ.P.; and (2) to transfer this action to 
the United States District Court for the Southern District 
of Texas pursuant to 28 U.S.C. $1404(a). In an Opinion and 
Order dated September 17, 1975, this Court denied each 
motion. A copy of the memorandum is attached hereto as 
Exhibit 1. 

3. On October 2, Allied filed an Answer herein, 
a copy of which is attached hereto as Exhibit 2. In that 
Answer, defendant made general denials of infringement and 
affirmati ely alleged that there was no likelihood of con- 
fusior between the two marks (126), and that plaintiff is 
precluded from recovery by reason of laches, acquiescence 
and estoppel (127). In addition, Allied claims that 
plaintiff is barred by the applicable statute of limitations 
(430). 

4. Notwithstanding the fact that this Court 
had determined that Allied's two subsidiaries were not 
indispensable parties hereto, and had refused to transfer 


this action to Texas, on October 2, the same day issue was 
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here joined on all substantive matters, Allied, together y 
its wholly-owned subsidiaries Texgas Corp. and Texgas 
Service Stations Inc., filed an action in the District 
Court of Jefferson County, Texas (No. E-102534) against 
lr'exaco seeking a declaratory judgment, nder Tex. Rev.: Civ. 
Sta- an. art. 252401 (1965), as to the sar atters that 
are at issue herein. A copy of the Petition in said action 
is attacned hereto as Exhibit 3. In said Petition, Allied 
and its subsidiaries ask the Texas court for a judgment 
declaring that their use of the mark and designation TEXGAS 
within tl state of Texas has been lawful and proper and 
does not constitute a colorable imitation of Texaco's 
Texas trademark registrations or an infringement of 
Texaco's common law rights in the State of Texas. (421, 
22, Prayer for Relief). Furthermore, they seek a judgment 
declaring that Texaco is estopped by laches and 
acquiescence and barred by the statute of limitations from 
proceeding against them (Prayer for Relief.). 
5. It is thus apparent that all of the issues 
raised by Allied in the Texas suit are already before this 
court. In fact, in its Petition in the Texas action, 


Allied refers to this case and alleges that the institution 


of this action by Texaco has placed Allied's rights "in 


jeopardy" thus creating "an actual controversy." (4119,11). 
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Moreover, the parties are essentially the same since, 


as this Court has already determined, the interests of 


Allied's two subsidiaries "are fully protected by their 


parent defendant Allied." (Opinion and Order, September 17, 


1975, p. 9). In sum, the institution of the Texas action 


appears to be an obvious attempt to avoid the impact of 


i 


this Court's rulings. Moreover, it will subject Texaco to 


duplicative lawsuits a^ aises the possibility of con- 


flicting judgments. 


6. Texaco is required to file a responsive 
pleading to the Texas action on or before October 27. 
Moreovei, Allied has already obtained ex parte a court 
order in the Texas action allowing the taking of depositions 
in that action commencing on November 6. 

7. AS a result, Texaco requires immediate 
relief and is proceeding by order to show cause instead of 
by notice of motion. Further, Texaco requires a temporary 
restraining order stopping all proceedings in Texas 


pending resolution of this motion. 


8. No pricr application has been made for the 


X > * 
- - Lo ge — e 
reer L. Stock ll i 


relief requested herein. 
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Sworn to before me this 


23rd day of October, 1975. 


Notary~Public 


JAMES B. SWIRE 
, Public, State of New York 
— Wo. 31-39138650 
toot 9 Mew York County 
tapes Meth 3v, 1977 


"mu 
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ALLIED CHEMICAL CORPORATION 
TEXGAS CORPORATION and 


NO. ee El 02 5 34 


TEXGAS SERVICE STATIONS, INC. : 
: IN THE DISTRICT COURT 
Plaintiffs : OF JEFFERSON COUNTY 
: TEXAS 
V. $ 
: JUDICIAL DISTRICT 


TEXACO INC. . e 
; Defendant 


PLAINTIFFS' ORIGINAL PETITTON 
be 

l. Plaintiffs, Allied Chemical Corporation, Texgas Corporation 
and Texgas — —" Inc. for a cause of action against 
Defendant Texaco Inc., complain and allege: 
2. Plaintiff Allied Chemical Corporation ("Allied") is a corpora- 
tion duly organized and existing under the laws of the State of New 
York having its principal plece of business at Morristown, New 
Jersey. 
J. Plaintiff Texgas Corporation ("Texgas Corp.") is a corporation 
duly organized and existing under the laws of the State of Delaware 
with a principal place of business at Houston, Texas. 
4. Plaintiff Texgas Service Stations, Inc. ("TSSI") is a corpora- 


tion duly organized under the laws of the State of Delaware with a 


principal place of business at Houston, Texas. 


283a 


EXHIBIT 3, ANNEXED TO AFFIDAVIT OF MERCER L. STOCKELL 


II. 
5. Plaintiffs Allied, Texgas Corp. and TSSI are presently authorized 
to do business in the State of Texas under Certificates of Authority 
from the Secretary 5f State of the State of Texas. Specifically, 
Allied is authorized to do business under Renewal Certificate of 
Authority, C.A. No. 12307, dated June 30, 1975. Texgas Corp. is 
authorized to du business under Certificate of Authority, C.A. No. 
32,940 dated June 7, 1972. TSSI is authorized to do business under 


Amended Certificate of Authority, C.A. No. 20,323 dated December 395 


1971, amending Certificate of Authority C. A. No. 20,323 dated May 
4, 1970. 
IIl. 


6. Defendant Texaco Inc. ("Texaco") is a corporation duly organized 


under the laws of the State of Delaware and has a principal place of 
business at New York, New York.  Texaco maintains a place of business 
in Jefferson County, Texas. Specifically, process may be served on 
defendant Texaco by serving an officer, manager or managing agent of 
the corporation at the Texaco Refinery in Port Arthur, Texas. 

ya o 
7. This is an action for declaratory judgment under Tex. Rev, 
Civ. Stat. Ann. art. 2524-1 (1965). 
8. Since at least as early as 1954, Plaintiffs and the predecessors 
of Plaintiffs have continuously used the mark and designation TEXGAS 
pem the State of Texas in connection with the marketing, distri- 


bution and sale of petroleum products. Specifically Allied has used 
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the mark in connection with the marketing, distribution and saie of 


liquefied petroleum gas ("LP gas") and motor gasoline as well as 


9. Plaintiff Allied has promoted and marketed petroleum products 
under the mark and designation TEXGAS within the State of Texas 
through its union Texas Petroleum Division which is based in Houston, 
Texas. Allied carries on such marketing of LP gas, motor gasoline 
and motor oil, through indepen3ent dealers within the State of Texas, 
some of whom sell the products on a retail level to the public under 
the TEXG 3 mark purs'ant to branding agreements ~'th Allied. 

10. Texgas Corp. and TSSI are w^olly owned subsidiaries of Allied 
and are also based in Houston, Texas.  TSSI owns or operates over 
seventy retail gasoline stations ;ithin the state of Texas at which 
TEXGAS mctor gasoline, motor oil and related products are sold. 


Texgas Corp. maintains its headquarters in Houston, Texas from hich 


it directs advertising and distribution of TEXGAS products, principally 


TEXGAS LP gas. 

ll. At least as early as 1954, Texas Natural Gasoline Corporation, 
a predecessor of Allied, began marketing LP gas under the TEXGAS 
mark within the State of Texas. In 1955, Texas Natural Gasoline 
Corporation opened a sales office in Houston and utilized a fleet 
of tank trucks bearing the TEXGAS mark in the distribution, sale 
and delivery of LP gas to retail dealers in seventy counties of 


Texas. By 1959, Texas Natural Gasoline Corporation was producing 


——— M 


ACE e Re c 


Pio eA ie; in a nec T maid te o er 


285a 


EXHIBIT 3, ANNEXED TO AFFIDAVIT OF MERCER L. STOCKELL 


LP gas at nine plants located within Texas. In 1954 and 1955 storage 
facilities for LP gas were established by Texas Natural Gasoline 
Corporation at Mont Belview and Pierce Junction near Houston, Texas 
to serve the Texas-Gulf Coast area. The TEXGAS brand was displayed 
since at least as early as 1955 at the Pierce Junction facility. 
Texas Natural Gasoline Corporation utilized numerous railroad tank 
cars marked with the TEXGAS brand to accomplish LP gas transport 
within Texas, which cars were loaded at the named Texas locations. 


12. On March 3, 1960, Texas Natural Gasoline Corporation was 


merged into Union Oil and Gas Corporation to form Union Texas 


Natural Gas Corporation with its principal office in Houston, 


Texas, which corporation continued to market TEXGAS brand LP gas 

in Texas. In February of 1962, Allied acquired Union Texas 

Natural Gas Corporation, and continued the sale of LT gas under 

the TEXGAS brand within the State of Texas. A significant proportion 
of the branded LP gas dealers in Texas se. ing LP gas are located 
in Southeastern Texas in the vicinity of Beaumont, Texas. 

13. In 1962, Allied also acquired a refinery located at Winnie, 
Jefferson County, Texas from Texas Gas Corporation. On information 
and belief, Texas Gas Corpcration, a corporation of the State of 
Texas, had been selling gasoline at numerous stations within the 
State of Texas (including the Beaumont area] under the "TEXAS GAS" 


brand. Allied changed the brand under which the gasoline from the 


refinery was marketed to the TEXGAS brand, and since 1962, Allied 
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and its subsidary TSSI have continuously sold gasoline within Texas 
under the TEXGAS brand. Currently, Allied and TSSI are marketing 
gasoline under the TEXGAS brand through over one hundred fifty 
gasoline stations in the state of Texas. ese stations are 
located primarily in Southeast Texas in the Houston and Beaumont 


areas. 


14. Plaintiffs and their predecess-rs adopted the mark and 
designation TEXGAS in good faith and have used said mark openly 
since at least as ea: * as 1954. During that period, Defendant 
Texaco was made directly aware of the TEXGAS mark in direct dealings 


with Allied and its predecessors.  TEXGAS branded tank trucks have 


transported LP gas from Texaco plants at Blessing, Texas, Old 


Ocean, Texas and Wilcox, Texas since as early as 1956. These 
purchases from Texaco have continued through at least 1973. Moreover, 
since at least as early as 1956, predecessors of Allied transported 
LP gas being sold to Texaco into Texaco's Port Arthur refinery in 
TEXGAS branded tank trucks and railroad tank cars. 

15. The use of the TEXGAS mark by Plaintiffs and their 

predecessors has been continuously open for over twenty years, 

and officers, employees and managing agents of Texaco, as well 

as the defendant corporation itsel have long been aware of such 

use and have acquiesced to such use. Moreover, during this long 


period of use, Plaintiffs have acquired common law rights in the 


mark TEXGAS. 
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16. Throughout its over twenty years of use, there has been no 
tencency of the public within the State of Texas to confuse the 
TEXGAS mark with any brand or designation used by Defendant Texaco, 
and such confusion is not likely to occur in the future. 

17. For many years the use of the mark and designation TEXGAS 

by Plaintiffs and its predecessors within the State of Texas 

has been unchallenged and acquiesced in by Defendant Texaco. In 
March of 1973, Defendant Texaco first notified Plaintiff Allied 
that the mark and designation TEXGAS was regarded to infringe 
alleged trademark rights of Defendant Texaco. 

18. Defendant Texaco has obtained and currently maintains at 
least two Texas state trademark registrations, to wit, No. 1031 
for the mark and designation "TEXACO" and design consisting of a 
red star and a green "T" thereon for a wide variety of petroleum 
products, and No. 29,850 for "TEXACO" within a hexagonal design 
for gasoline, lubricating oil and lubricating grease. These 

Texas state trademark registraticns are maintained by Defendant 

in accordance with the provisions of the Texas Trademark Laws, Tex. 
Bus. & Comm. Code 16.01 et seq. 

19. In January of 1975, Defendant Texaco instituted an action for 
trademark infringement against Plaintiff Allied only in the United 


States District Court for the Southern District of New York alleging 


that the use of the mark and designation TEXGAS by Plaintiff Allied 


is likely to cause confusion in the mind of the public, with alleged 
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common law rights of Defendant Texaco in its trademark "TEXACO" and 


I 


by virtue of alleged common law richts of Defendant Texaco in the 
y g : 
prefix "TEX" which use Defendant Texaco asserts distinctive of 
its alleged rights. Defendant Texaco has also alleged that Piaintiff 
Allied has irly competed with Defendant .exaco by using the mark 


ano designation TEXGAS, and has requested an injunction against 


Plaintift Aliiea:s continued use of the mark and designation 


20. Plaintiffs r3gard the continuous use of the mark TEXGAS 

in the State of Texas for over twenty years clearly establishes 
their right to continue to use the TEXGAS mark within the state 
of Texas. Plaintiffs further submit that such use of TEXGAS by 
Plaintiffs is not likely to cause confusion within the state of 
Texas. 

21. Accordingly, since Defendant Texaco has charged Plaintiff 
Allied with infringement of its TEXACO trademark, Plaintiffs' 
rights in the mark TEXGAS within Texas have been placed in jeopardy, 
and there exists an actual controversy between the parties as to 
whether or not Plaintiffs' continued use of the mark and designa- 
tion "TEXGAS" constitutes an infringement of Defendant's Texas 
state trademark registration Nos. 1031 and 29,850, in accordance 
with Tex. Bus. & Comm. Code 16.26 and common law rights in Texas 


in the mark TEXACO or the prefix TEX. Specifically, there exists 


& controversy as to whether or not the use of the mark TEXGAS 


DL Ei DE | 
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within Texas by Plaintiffs constitutes a use of a colorable 
imitation of the marks registered by Defendant under the trademark 
laws of Texas in connection with selling, offering for sale or 
advertising of goods or services which is likely to deceive or cause 
usion or mistake within Texas as to the source or origin of the 
goods or services. 

22. There further exists a controversy as to whether or not 
Plaintiff: ' use of TEXGAS in the state of Texas is an infringement 
of Defendant's alleged common law rights in Texas with respect to 
the trademark TEXACO or the prefix or designation "TEX". 

WHEREFORE, premises considered, Plaintiffs respectfully pray 
for a decree and adjudication: 

That Plaintiffs' use of the mark and designation TEXGAS 
within the state of Texas has been lawful and proper, and that such 
use d es not constitute a colorable imitation of Texas tra emark 
registration Nos. 1031 and 29,850 or an infringement of Defendant's 
alleged common la ights in Texas, and Plaintiffs’ use is n likely 


to deceive or cause confusion or mistake as to the source or origin 


of Plaintitfs' goods as proscribed by Tex. Bus. & Comm. Code Ann. 16.26 


(1965). 
That Defendant Texaco has been chargeable with laches 
and has acquiseced to Plaintiffs' use of TEXGAS within Texas, 


and hence is estopped and barred by laches and limitations from 
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asserting that Plaintiffs' use of the mark and designation TEXGAS 
is an infringement of Defendant's Texas trademark registrations 


Nos. 1031 and 29,87^, 


t urt award such other relief as it deems proper. 
FILED FOR RECORD 
73 SL a P m Respectfully submitted, 


Benckenstein, McNicholas, 
OCT 2 1975 Oxford, Radford & Johnson 


CECIL HOLSTEAD. CLERK 


Dune Court p Jefferson County, Teras B C 
" ineUL- — nv encell C. Radforg 
Ar mg hone 605 San Jacinto Building 


Beaum .t, Texas 77704 


Of Counsel: 


James V. Maher, Jr. 

Allied Chemical Corporation Arnold, White & Durkee 
P. O. Box 1057R John F. Lynch 
Morristown, N. J. 07960 David L. McGuire 


2100 Transco Tower 
Houston, Texas 77027 


Attorneys for Plaintiffs 
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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK D FILED 


Lius \ 
5 1915 \ 
TEXACO 
Plaintiff 


V. : iv. 327 (LWP) 
ALLIED CHEMICAL CORPORATION, 


Defendant. 


AFFIDAVIT OF JAMES V. MAHER 
IN OPPOSITION TO PLAINTIFF'S MOTION 
FOR A PRELIMINARY INJUNCTION 


STATE OF NEW YORK 


COUNTY OF NEW YORK 


) 
) ss.: 
) 


JAMES V. MAHER, having been duly sworn, deposes and 


l. I am a member of the Bar of the State of New Jersey. 
I am of counsel for defendant Allied Chemical Corporation in this 
action. 

2. I make this affidavit in opposition to plaintiff 
Texaco Inc.'s motion for a preliminary injunction. 

3. I am the attorney identified in Appendix A to 


Plaintiff's Reply Memorandum In Support of Motion For 


Injunction filed November 3, 1975. 
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4. At the time of the hearing referred to therein, 


plaintiff's moving Papers, including its Memorandum In Support 


of its Motion For Injunction (hereinafter "Memorandum") had been 


served upon defendant's attorneys less than two hours previously. 
5. At the time, of the hearing referred to in the 
aforesaid Appendix A 1 did not know whether or not the Texas 


state proceedings had, in fact, been removed to the Federal Court 
in Texas. Such was of no concern to me as: 
(a) The motion before this Court was (and is) 
directed to a state Court proceeding. 
(b) The discussion before this Court was 
concerned primarily with the time to 
answer and commence discovery in the Texas 
State proceeding. I do not recall any 
discussion of the question of removal or 
remand. 
(c) Plaintiff's Memorandum (p. 5, note) 
indicated, contrary to the assertions of 
their reply memorandum filed on November 
3, 1975, that the then proposed removal 
"does not affect this motion". 
4. I did not consider or intend that our forebearance 
in the Texas state proceedings encompassed a subsequent motion 


to remand, nor does the language used so indicate. 


S 
; | Ed 
AvuLe : G LUMALA s 


JAMES V. MAHER 
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Subscribed and sworn to before me 


this 3d day of November, 1975. 


Ns p New York 
Q: y 
Comnii rb, siarch 30, J976 
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RICT COURT 


ATT TTIM 
ALLI GL 


DMA DAN 


i 


was 


2 


Court denied defendant's otion ansfer this action to 
Texas that Alliec nine months ftc -his Started, 


deemed it necessary ti 2ek the aid of 


the Court is considering the question 
ompted evasion should be enjoined, Allied 


n E 


^ 
iw 


agreement made by its counsel in 


ne Court during the argument on the temporary 
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temporary restraining provisions in the 


^ 


tober 23 would have enjoined Allied 


-aking any steps in furtherance of or 


5 


with an action fi d under docket 


District Court of Jefferson County, 
‘rom the ord 
s@ on the express representation of counsel) 
pending decision by this Court, Allied 
take no steps in ne Texas case and would preserve the 
therein in the same way that would have otherwise 


by the temporary restraining order.* 


1 


Despite this clear agreoment to "freeze" 


A? 1 - 
i 


lied has now filed 
Texas to remand the case 
In sun has again demonstrated to thi 


that an injunction against proceeding with the action in 


necessary in aid of the Iction of this Court and 
protect its judgments. 


ARGUMEN' 


Allied takes the position that the jurisdiction of 


3 


a federal court can be nullified by a defendant by instituting a 
declaratory judgment suit the same issues in a state court. 


Merely to state such a proposition demonstrates its absurdity. 


*That agrecment was made with the knowledge that "6xaco was 


concurrently removing the Texas case to federal court. The ag 
ment as set forth in the transcript attached hereto as Append 
was that "there will be no further actions (sic) forthcoming in 
the Texas proceeding pending determination herein". (p. 3) 
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letter nor the spiri t that ute is applicable here. 
Moreover, even assuming, arguendo, h t Statute does 
apply, an injunction herein is a 


or effectue 


Supreme Court notec 


rationale behind the 
tion that "this dual 
not function if state and federal courts were free to fight 
each other for control of a particular case" and it was 
necessary "to prevent needless friction between state and 
federal courts 398 U.S. at 286. 

icithor rationale is applicable here. ‘The Texa 


State court s taken no action of any sort which would create 


*Allicd also suagests that Texaco has failed to Show “irreparable 
harm." Even Allied should be aware that having to defend simul- 
tanocously two or more duplicative litigations constitutes just the 


sort of “irroparable harm" that is routinely enjoined py the courts. 


-3- 
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friction with this Court. Allied merely instituted suit 


Texaco promptly removed the case to federal court. 
cen no ruling nor even any review by 
state court and that court no longer has jurisdict 
Le matter. \cco C the present time, tl 
federal courts. 
which sought to create such friction a 
his Court. This, of course, 
uation which was before the Supreme Court 
that Allied had no genu 
jiire to invoke the j icti : > state courts in 
Allied was perfectly amenable to having the issues 
cen it and Texaco tried in federal court. Its only ob- 
was to trying the i 2S in the federal court in New 
Had this Court transferred this action to the fedcre 


have brought the state court 


Similarly, in its Texas complaint, Allied 
claim it possesses any substantive rights pursuant to a 1 


stetute. Rather, its action is for a declaratory judgment that 


it does not violate any of the rights alleged by Texaco in its 


Complaint herein. 
Thus, at. » there is and vill be no friction if 


Allied's attempts to create it are thwarted by granting the in- 


> 


*In Atlantic, the state court had issued and thon refused to 
dissolve an injunction. The impermissible friction was created 
when, two years later, the Feacral court prohibited enforcement 
of the injunction. 


= G 


{ORANDUM 


at bar. 


4- 


"the quest 


e this Court, the removal 
propri Allied's complaint in 
Incorporating th tederal claims 


.lon. 


pleaded LS LO! 


whaah 
Wince] 
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AS pointed out above at bar there has beon 


- n no 


£41 ] 2 d — å 
ililcd case now st 


second- 


Atlantic, the second-filed case 


AZ LULL LUG 


t, and the state court actıng under Florida 


solve an injunction. 


subsequent order (in 1969) directly interfered 
q Y 


with. enforcement of tha 


t two year old injunction. 


There are other significant distinctions between 


the Supreme Court íirs! 


protecting or effectuating the prior 


eiit pL LOI 


1967)order of the federal court. Cruci 


al to its holding on this 


point was the finding that th 


ederal court action did not 


involve pendent state claims and that the federal court's 1967 


denial 


of an injunction, prior to the statc court actio: 


,' 


was based solely on a determination of federal law. The Court 


stated: 


"When the railroad initiated the federal 
suit it filed a complaint with thrce 
counts, each based entirely on alleged 
violations of federal law." 398 U.S. 


x 
^D 
oO 


at 28 


"[W]ec are inclined to believe that the 
District Court [in 1967] did not determine 


*Lator in its decision the Court reiterated that "This case 
oy no means an casy one. The argument in Support of the 
contentions are not insubstantial." 398 U.S. at 296. 
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whethcr precluded an iniu 

based 1 z 398 U.8. 29 

Had tl federal action included state claims and 
had the 1967 decision de ying an in been based on stat« 
law as well as fe ral, en tne Atlantic decisi« would liave 
been different and the later federal injunction would have been 
‘ppropriate "to protect or effectuate" the 1967 order. Indeed, 
thi made cl oy the dissent of Justices B an and White 
wno, believing that the 1967 federal order did include a deter- 
mination of stat« ¥, Voted to affirm the subsequent federal in- 
junction 

Whereas in At there was a clos question as t« 
whether t! complaint included state claims, nere the complaint, 
as Allied agre S, ncludes allegations of "common law rights in 
th ieSignation TEXACO and tl preozix 'TEX','" (Def. Mem. 1-2). 
In the Complaint, Texaco clearly alleges trademark infringement, 
unfair ompetition and dilution based on common law rights 
[39 26, 28, 321. Moreover, in paragraph 23 of the Complaint, 
Texaco alleges infringement of: 

"vali acquired 

by it l the states 

and ted States..." 


On its face, this allegation includes Texaco's state tradomark 
registrations in Texas and elsewhere. 
It is thus apparent that under the facts at bar 


Atlantic requires not the denial, but tho granting of an 


d^ Bo aera D m om 


Tue. 


2n 
31 


)la 
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injunction, Oth isc, Allied w 
the prior order of this Court* ai 
to crea Just the rt of frict 
d g ] ) avoid. 
tlantic 1s also di: 

of th ining of the clause " 

risdiction." In Atlantic, tl 
road ld "have based its fede 
law cl S well" but refrai: 
the "stat« law juestions and the 
prec] n of -zat remedios f 


at 295. 


Obviously railroad 


federal 


action, an 


federal jurisdiction 


K 


to incl tł pendent state claims 
" t] State court' a u 
jurisd tion over the 
Claims and the federal 
issue did not hinder th 
court's jurisdiction Oo 
make an injunction ni 
that jurisdiction." 39 


*That order was ba ed, of course, 
of parties and witnesses" but "in 


POR. 


4 


included 


was precisely because the 
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have succecded in « 
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I SC ) 1 
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decision.  Cf., Atlantic Coast Line R. Co. v. Brotherhood 


of Local Engineers, supra at 299 (dissent); Doe v. Ceci, 517 


F.2d 1203 (7th Cir. 1975)4 


Indecd, in Coakley Booth, Inc. v. Baltimore Con- 


tractors, Inc., 367 F.2d 151 (280 Cir. 1966), such circumvention, 


albeit in a subsequent federal action, was enjoined with the 
Statement: 


"[i]t seems obvious from the recitation 
of the uncolored cold historical facts 
here recited that appellant has attempted 
to circumvent this U.S. District Court 
which first obtained control of the 
litigation ... despite an order ref Si 

to transfor 1t 


r the action upon a rct: 
of appollant i 
EO 26: U.S. 8 


u 
I dr 
tself brought pursuant 
1404(a)." 307 F.2d at 


The same rationale applies under section 2283. 


As a consequence of tho power to transfer vel non 


granted by the 1948 Code and because of the power to protect 
its judgments, this Court should enjoin the Texas proceeding 
which interferes with its decision as to whether the chosen 
forum is a proper one. 1A MOORE'S, FEDERAL PRACTICE Pt. 2 
14208[3-4], át 2321. 

Further authority for such an injunction is also 


| 
found in the analogous case of Necchi Sewing Machine Salcs 


Corp. v. Carl, 260 F. Supp. 665 (S.D.N.Y. 1966). There, this 


-] l- 
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Court found tha’. tne disputes involved were referable to 
arbitration under the controlling Federal Arbitration Act. 
Pursuant to the exception in section 2283 allowing protection 
of judgments, the Court enjoined further proceedings in the 


State court action to enforce the claims to be arbitrated 
because any such proceedings "would be inconsistent" with the 
decree of the federal court. Hero, likewise, a case where 
the Lanham Act is controlling, any proceeding in the state 
court of Texas "would be inconsistent" with the order of this 


court not to transfcr said action to Texas. Thus, as in 


Necchi, the proceeding in Texas should be enjoined to protect 


Similarly, as in Skolnick v. State Electoral Board 


of Illinois, 336 F. Supp. 839, 8 (Nib. Si). 199231). an 

injunct: is warranted to prevent Allied from creating 

"an unseemly conflict" and "confrontation" between the courts. 
Allied embarked on state court litigation not out 

of a good faith effort to adjudicate state issues, but with 

the obvious intent to prevent this Court from determining 

the issues, including infringement, acquiescence and laches, 


which this Court has determined should be decided here. 
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attempt should be aborte -O protect the judgments of this 
Court. 


C. An Injuncti 
Jurisdicti 


C 110135 Y^ (075 ` 34 
oupreme Court 


Jurisdiction over pondent state claims, an injunction of a 


later filed state court action would be appropriate as 
necessary in aid of S jurisdiction. The majority there 
noted that where the federal court's "flexibility and 


"consideration or disposition of 


actions in the 


jurisdiction over 


pendent st: claim: 4 there can be little doubt that 


Allied's purpose in bringing tl action in Texas was effectively 


to preclude 


that the simultaneous conduct of two litigations will 


the flexibility of thi in its consideration of 


the issues in the Texas case a before 


*We note that 
this Court. h lod's state court action merels seek determina- 


y HILLI 
tion of those issues as applicd to the State of Texas. But' this 
Court has already determined the propriety of trying those issues 
here 
CLO. 
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Since conflicts are bound to occur. 
Moss v. Burkhart, 220 r. Supp. 

aff'd sub nom. Williams V. Moss, 378 US. 
crystallizes the court's power under ży 
issues based on the same laware sought to be 
subsequent state court action. In Moss, two of the a] egations 
subsequently pleaded in. the state ourt action were of 
Stantially the same subject matter as that set forth 
federal petition. The court enjoined the party fron 


£ Uii 


his action to the state court for the following reasons: 


"As the litigation now stands, the 
;- 


intervenors are in courts of two sover- 

eign jurisdictions lleging substantiall 
the same subject matter and secki sub- 
stantially the sane 


be 


essentially 

on of both courts 
may be conceded, as indecd it is. The de- 
cisive point of consideration is that early 
in the course of this litigation, the inter- 
venors invoked this court's jurisdiction 
and consented to its processes. They 
now seek to circumvent or frustrate that 
jurisdiction by Provoking unseemly state 
federal conflict over the same subject 
matter. In substance, they would remove 
a case into which they have intervened 
to another forum. In this posture, it 
seems important to sensitive areas of 
this kind that the Court having first ac- 
quired jurisdiction of thc subject matter 
should proceed to a final determination 
of the tedious questions involved. Any 
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Illinois, supra 
a federal court 
plicity of suits 
necessa 


40.2217, 2626. 


Court can and should enjoin the 
£ 


Ceci j and institution of 


various stai courts 


TEXGAS mark American Insu 


federal cour 
court none - which, by conscious 
; and other defendants threatened 
other actions, all arising out of the e subject matter as 


the federal court complaint. The Fourth Circuit 
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its view that an injunction against proceeding with tho te 
state court actions was appropriate as necessary in aid of t 
federal court's jurisdiction. Withou* such pover, the 
said, the granting of relief in the federal court actioi cou 
well fall short of obtaining the objectives soug in th 
proceeding.* In addition, an injunction is particularly 
appropriate where all the issues in th cderal ion i on 
cannot be disposed of in a sinal state court acti Lester 
supra. 
In sum, an injunction is appropriate and required 
at bar as necessary in aid of this Court's jurisdiction. 
LX. BOTH ACTIONS ARE i FEDERAL COURT AND 
THIS COURT SIIOULD ENJOIN PROSECU J i 
THE TEXAS ACTION WHICH INVOLVES THE SA! 
SUBJECT MATTER | WAEN PENN det fed Tas 
In the immediately preceding discussio: e have 
Shown that even if the Texas action were still in the stat 


court there, an injunction would 


the fact is that the Texas case 


and will be there at the time this Coui 
motion in Texas will not be decided foi 


Cases affirming that one fed 


prosecution of a subsequently commenced 


*The Atiantic ca 
Court there 
state 

of the 
flexibility 


ic case adheres to this posi 
posited that an injunction 
court proceedings so interfered w 
case as to seriously impair the 
and its authority to decide 


t rules since the rem 
some time. 
eral court may enjoin 


he 
ld 


action concerning the 


tion since tho Supreme 


could issue if 
ith the disposition 
federal court's 

tho case 
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identical 
Meeropol 


Cited the 


Cularly appropriate 
the New York action 


named in these sv 


Kaynar Manufacturin: 


1961). Of course, chis 


and TSSI 


procceding. 


court will look to 
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ote 
UNITED ES DISTRICT COURT 
YT T' a t uv v P 
SOUTHERN DISTRICT ( NEW YORK -x 
l - 
ri í l i 
" 
- x F Pa i 
m > T ` 
TEXAC " Live, herr . ' 
- - ~~ LI I 


Plaintiff, : 
-against- ; 79 Civ. 321 


ALLIED CHEMICAL CORPORATION, : 


Defendant. $ 


SEAE N de etpu MEE EM de dedrdredéa Ric dicU E X 
October 23, 1975 


BEFORE: 


HON. LAWRENCE W. PIERCE, 


District Judge 
I 
ROGERS, HOGE & HILLS, ESQS. 
Attorneys for plaintiff 
BY: JAMES B. SWIRE, ESQ., 
MERCER L. STOCKELL, ESQ 


of Counsel. 


FISH & NEAVE, 

attorneys for 

BY: ERIC C. 
JAMES V. 


ESOS. 
defendant 
WOGLOM, ESQ. 
MAHER, ESQ., 
of Counsel. 


| 
| 


or) 
“A 


DIX "^ TO PLAINTIFF'S REP! MEMORANDUM IN SUPPORT OF 
MOTION FOR INJUNCTION 
t 2 
y 
THE COURT: Would you state the understanding 
1 | ( i rye upon, then; 
MR. MAHER: ^5 I understand it -- 
Ti COUR'I Let ref e At] iy 1 } 
1j cat n has been made for an o ler to she cause by 
>d C11 Which contains a i ( temporary restraii ing 
)InrGer. 
Th Urt 1S proposing to Sign the order to 
ca hout the temporary r training ordor, and Ounsel 
ha 11 ed into an agreement with respect to the sut ject 
of I ern, which is whether or not an action commenced 
he defendant in the State OF Texas is within or without 
thi b e Ol an carlier entry order by this Court. 


in tho S 
apparently the 
have a 


CO Ine] 


joined. 


Why don't you state it from 


AA » 
MIK 


As 


Cf Alliod Chemical Corporation that 


unii November 


Te 


last 


MAHER: Yes, 


27 


understand ib, I 


"sr 
^c 


in 


fact of 


S and the fact that Monday would be 


lay for the answer to be submitted, 


to extend the date that issued must be 


am stipulating on behalf 


the answer which is now 


the State Court case, will be duo 
, 


not 


now 


action having been coimmencer 


| 
| 
| 
| 
| 
| 
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^ " " M n 
Ld i 1l LI ` 4 * 
1 
Y ] 4 + T. 1 i 
I Ould cate that lon t } y 


ig t e t t tipulation for 

the Monday date is no lonae: binding 
! that t believe, obviates 

Let me further state on behalf of 


ig X3 that n the event it becomes 

( c r Mh - ^ € 4 wm ^ } - 

10 necessary to file an ansvcr in Texa ind that further time 
a 

1 rs t = yr E " 11 nr A T - " ~ 

li 1S nece ry that counsel will agree to a further extension 

1) 

Ld at iat time. 

] 


MHE COURT: Ihis contenplates that the Court inav 


14 rc irc e additiona lays to move on this, but it is 


l9 hoped that we won't get te that situation. 
16 MR. SWIRE: And additic nally we have a represen- 


it hie wates as to depositions are 


] fFlexibl í well and that here will be no further actions 
19 forth J in the Té | procecding pending determination 
20 hcrein. 
21 MR. MAHER: Yes. The dcposition notice states 
- 2 that the time and place is subject to agreement by counse) 
23 and I ccn also represent -- | 
21 THE CCURT: We will do this on submiss ion. | 


d^ Vc vill put the return date in the order and 
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a look at it after 


rioht. 


language in 
preventing us from doing this o zhat or what. 


COURT: Im no Signing *he 


You are to respond Lb: ober 31 and then there 


further record, t issions will b 
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at 5.0'oclock. 


'Sss Monday. 


you are satis- 


counsc 


that is satisfactory, share it 


with moving counsel. 


Have you been able to leave us two duplicates? 


I can certainly give you that now. 


(Adjourned.) 
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MOTION OF PLAINTIFF FOR AN INJUNCTION RESTRAINING DEFENDANT. 


NITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


Plaintiff, 


ALLIED CHEMICAL CORPORATION, 


Defendant 


ORDER 

On January 22, 1975, Texaco brought this action 
against Allied Chemical Corporation for, inter alia, 
infringement of Texaco's federally registered trademark 
TEXACO by reason of Allied's ownership and use of the 
designation TEXCAS. 

By an Opinion and Order dated September 17, 
1975, this Court denied motions by Allied (1) to dismiss 
for failure to join two wholly-owned subsidi-- as of 
Allied; and (2) to transfer the action to th ted 


States District Court for the Southern District of Texas 


MICROFILM 


pursuant to 28 U.S.C. $1404(a), Texaco. Inc. v. Allied 


Chemical Corporation, 75 Civ. 327 (S.D.N.Y. Sept. 17, 1975). 


jD NOVEHBER 6, 1975, ON 
ESTRAINING DEFENDANT 
On October 2 975, eight months after 
ed by Texaco her defendant Allied filed an action 
District Court of Jcf£Eerson County, State of Texas 
102534), seeking a declaration that its TEXGAS trade- 
es not create a likelihood of confusion with plain- 
mark TEXACO, aud that TEXGAS does not infringe upon 
shts o£ Texaco at common law. According to the parties, 
Texaco subsequently removed the action to a United States 
District Court in the State of 


Plaintiff Texaco now moves for an injunction 


restraining Allied from proceeding with the Texas action. 


On October 23, 1975, this Court held a hearing at which 


the parties agreed to preserve the status quo until 


November 5, 1975, or longer, pending this Court's deter- 


mination of the motion for an injunction. The following 
shall constitute the Court's findings of fact and conclu- 
sions of law pursuant to Rule 52(a). 
Finding of Fa 
The Court finds that the action commenced 
by Allied in Texas court is concerned with substantially 
the same subject matter and seeks substantially the 


relief as the action before this Court. 


r] 
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, ON 
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The Texas action brought by Allied, originally 
commenced in Texas stat court, is now in Texas federal 
court. 

Conclusions of Law 

1. "An historic power of a court of equity is 
the power to enjoin a party from proceeding in another 
court because this proceeding circumvents the policy of 
the forum issuing the injunction; because it is vexatious 
and oppressive; where the injunction is necessary to 
protect the court's in rem or quasi in rem jurisdiction; 
and in other situations where equitable considerations 


' (7 Moore's 


warrant preclusion of the other proceeding.' 


Federal Practice, 465.19 (2d Ed. 1971).) (Footnote omitted.) 


2. "A district court has the power to enjoin 


parties before it from litigating the same controversy in 


another forum." 


Montclair Electronics, Inc. v. Electra 
Midland Corp., 326 F.Supp. 839, 843 (S.D.N.Y. 1971); see 
Telephonics Corp. v. Lindy & Co., 291 I 

1961). 


oS 4 3. An injunction is proper here in that "[e]ach 
P ; 


action reguires. a determination whether the.tvo marks are 


ORDER OF 


NOVEMBER 6, 1975, ON 


STRAINING DEFENDANT 


confusingly 


right 


Montclair Electronics, 


4. This 
r this case to Texas; 
issue to protect the judgment of Court. 


seems obvious from the recitation of 

ncolored cold historical facts here recited that 

ndant] has attempted to circumvent the U.S. District 

which first obtained control of the litigation 
between the parties . lespite an order refusing to 
transfer the action uj a petition [defendant] itself 
brought pursuant to 28 U.S.C. §1404(a)." Coakley & Booth, 
Inc. v. Baltimore Contractors, 7 k jl, 153 
(2d Cir. 1966). 

6. The Court has found that the Texas action 
is presently in Texas federal court; however, even if the 
Texas action is considered to be a state action, it is 
established law that "federal injunctive relief may be 


necessary to prevent a state court from so interfering 


PIERCE, U.S.D.. DATED NOVEMBER 6, 1975, 


ORDER OF LAWRENCE W. er; 
[ ICTION RESTRAINING DEFENDANT 


MOTION OF PLAINTIFF FOR AN 


ion or disposition 


- 2, 1 ^. . 3 > - + 3 
as to seriously federal court's flexi- 
J 


and authority to decide that case," Atlantic Coast 


motive Engineers, 398 


The motion of plaintiff Texaco, Inc., for 
> > 


an injunction restraining defendant Allied Chemical Cor- 


y 


poration, pending the trial of this action, from proceeding 


with the above-said action in the State of Texas is granted. 


security shall be required. Rule 65(c) 


P TERCE 


ORDER OF LAWRENCE W. PIERCE, DATED NOVEMBER 
FOR PRELIMIN INJUNCTION. 


^ 


LINES us 


75 Civ. 327 


ORDER 


motion of 


in concert 


in further- 
subject matt 


na IN 
wholly-owned 


motion having 


submitted the Court 


and the Court having considered 
the facts 


parties, and having issued 


rember 6, and 


appearing therefor, it is 


RED, that defendant Allied Chemical Corpora- 


S, agents, servants, employees, and 


>e 


attorneys, and all those persons in active concert or 
\ 


y4 w|i pation with them or any of them, Releding—ite—subsidionmy 
L il 


NU gorperations, be and they hereby are enjoined preliminarily 
Í 7 


PIERCE, U.S.D.J., DATED NOVEMBER 


FOR PRELIMINARY INJUNCTION 


teps in furtherance of 


aratory 


subsidiaries, 
Texgas Service Stations, C., against plaintiff 
Inc., which action has been removed to the United 
District Court, Eastern District of 
Division, unde 
Lar—aetiion y an 
ORDERED, that no securi y shall be regu 


plaintiff in connection with the issuance hereof. 


Dated: Now C 
Novem! 


12 


or pro- 


ired of 


DEFENDANT'S MOTION FOR SUSPENSION OR "MODIFICATION OF 
INJUNCTION PENDING APPEAL 
UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


TEXACO INC., 
Plaintiff, 

CIVIL ACTION 

V. : 139 CIV. 


NO. 
327 (LWP) 


ALLIED CHEMICAL CORPORATION, 


Defendant. 


DEFENDANT'S MOTION FOR SUSPENSION OR 
MODIFICATION OF INJUNCTION PENDING APPEAL 
EE ENN ENDING APPEAL 


Defendant Allied Chemical Corporation moves this Court 
for an order suspending or modifying this Court's Order for Pre- 
liminary Injunction dated November 12, 1975, to permit defendant 


to proceed in its motion to remand to the District Court of 


Jefferson County, Texas, the action it originally brought there 


under docket No. E-102534 and which was improperly removed by 
plaintiff herein to the United States District Court for the 
Eastern District of Texas under docket No. 75-B-360-CA, enjoining 
the parties herein from prosecuting or taking any other steps in 
furtherance of or proceeding in any way with this action pending 
final hearing and determination of Defendant's Motion to Remand 
said action to the state court, and, alternatively, suspending 


said Order for Preliminary Injunction pending the hearing and de- 


termination of defendant's appeal thereof to the United States 


Court oí 


Attorneys 


Appeai 


for 


Of Counsel: 
James V. Maher, Jr., Esq. 


P. OQ. 


Box 1057R 
Morristown, New Jersey 
(201) 455-5021 


for the 


Second 


Circuit. 


NIMS, HOWES, COLLISON 
{ ) 

Rey ^ : ’ í 

o AERE QC XS B E US 


ARNOLD 


Defendant 


07960 


Be t A. 
William 
60 East 


M , " 
New York, 


Collison 
K. Guild 
2nd 


^T , 
eW 


(212) 682-4590 


John F. 


Rodney K. 


WHITE 


& DURKEE 


Lynch 


& ISNER 


"d 


Street 
York 


1001 


Caldwell 


2100 Transco Tower 


Houston 


Texas 


(713) 621-9100 


77027 
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"OREGOING MOTION. 


v. ALLIED CHEMICAL CORPORATION 75 Civ 327 


For the reasons stated in the decision of the 
November 6, 1975, the attached motion of 
defendant Allied Chemical Corporation £s in all respects 


Court cated 


center 


So’ ordered, 
To. 
e 
fons | 
New York, N.Y. 


1975 


12 


< 
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PORT OF MOTION FOR 
TION PENDING APPEAL. 


UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


TEXACO INC. 


, 


Plainti 
/5 Civ. 327 (LWP) 
ALLIED CHEMICAL C )RPORAT] IN, 
Defen 1 


MEMORANDUM IN SUPPORT OF DEFENDANT'S MOTION 
FOR MODIFICATION OR SUSPENSION OF INJUNCTION 
SPENDING APPEAL 


Preliminary; Statement 


On January 22, 1975 


/ 


Pe | >, Texaco Inc. ("Texaco") brought 


this action against Allied Chemical ‘Crporation ("Allied") 


for, inte, alia, unfair competition and infringement of 


Texaco's federally registered trademark TEXACO and other 


marks with the prefix "TEX" by reason of Allied's use of 


its mark TEXGAS in connection with gasoline, motor oil, and 


liquified petroleum gas ("LP gas"). 
By an Opinion and Order dated September 17, 1975, 


à 
this Court denied Allied's motion to transfer this action to 
the United States District Court for the Southern District 
of Texas. Allied and its two wholy-owned subsidiaries, 


Texgas Corporation and Texgas Service Stations, Inc. ("TSSI") 


, 


thereafter brought an action in the District Court of 
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Jefferson County, Texas (docket No. E-102534) for a declara- 
tion of their rights in Texas under state law. 


Texaco moved this Court for an injunction restraining 


Allied from proceeding with the Texas action, and at 2:30 p.m. 


on October 23, 1975, this Court held e hearing at which Allied 
agreed it would not require Texaco to answer or submit to 
discovery in the Texas action pending this Court's deter- 
mination of the motion for injunction. 

Texaco thereafter removed the Texas action from the 
state court to the United States District Court for the 
Eastern District of Texas by filing a Petition for Removal 
at 4:40 p.m. on October 23, 1975. 

Allied, Texgas Corporation, and TSSI moved on 
October 31, 1975, to remand the Texas action to the state 
court on the grov-" that it had been improperly removed and 
the Texas feder:/i district court lacked jurisdiction in the 
action. On November 4, 1975, Texaco asked the Texas federal 
court for an enlargement of time for responding to the remand 
motion. Neither the remand motion nor Texaco's request for 
an enlargement of time has been acted on by the Texas federal 
court at this time. 

On November 6, 1975, this Court entered its order 
granting Texaco's motion for an injunction restraining Allied 
from proceeding in the Texas action, and on November 14, 1975, 


this Court's Order for Preliminary Injunction was entered. 
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In its Order of November 6, 1975, this Court 
explicitly found the following: 


"2. The Texas action brought by Allied 


originally commenced in Texas state court, is 
now in Texas federal court." 


Despite this finding, this Court concluded that 
injunction would be proper under 28 U.S.C. 

Texas action were considered to be a state court action: 
"6. The Court has found that the Texas 

action is presently in Texas federal court; 

however, even if the "Texas action is considered 

to be a state action, it is established that 

'federal injunctive relief may be necessary 

to prevent a state court from so interfering 

with a federal court's consideration or dis- 

position of a case as to seriously impair the 

federal court's flexibility and authority to 

decide that case.' . . ." 

Allied respectfully maintains its position that the 
prohibitions of 28 U.S.C. § 2283 preclude an injunction in 
the event that the Texas action is an unremovable state 
court action, and Allied intends to pursue an appeal of the 
preliminary injunction by this Court. However, it is 
respectfully subm..ted that the issues on appeal will be 
clarified and Allied's decision of whether an appeal is to 
be pursued may be affected if Allied is permitted to proceed 
at least with its motion to remand the action in Texas from 


the federal court tc the state court. 


Hence Allied respectfully moves this Court to suspend 


or modify the injunction against further proceedings in Texas 


in order that at least the disposition of the remand motion 
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may be determined by the U. S. District Court for the 


Eastern District cf Texas. 


The Preliminary Injunction Against Allied Should 
Not Preclude the Parties From Seeking This Basic 
Determination of Federal Jurisdiction in Texas 

—ISC-9n or federat Jurisdiction in Texas 


The threshold question which must be addressed in 
any case removed to a federal court from a state court under 
28 U.S.C. $ 1441 is the question of federal jurisdiction. 
Allied has moved to remand the Texas action to the state 
court on the ground that the federal court lacked original 
jurisdiction as required by 28 U.S.C. $ 1441l(a). The Texas 
federal court must consider -his issue, and, under 28 U.S.C. 
3 1447(c), must remand the action if it finds itself to be 
without the requisite original jurisdiction. As stated 
by the court in Teeter v. Iowa-Illinois Gas & Electric Co., 
237 F. Supp. 961, 962 (N.D. Iowa 1964): 

"Jurisdiction of the subject matter 

cannot be conferred upon a federal court by 

waiver, Burkhardt v. Bates, 296 F. 2d 315 

(8 Cir. 1961); by consent of the litigants, 

American Fire & Cas. Co. v. Finn, 341 U.S. 6, 

71 S. Ct. 534, 95 L. Ed. 702 (1950); or through 

their oversight or inaction, Eastern Metals 

Corporation v. Martin, 191 F. Supp. 245 


(S.D.N.Y. 1960). The court on its own motion 
must notice and determire the existence of 


federal jurisdiction in a remover case and 
—_——— etait Ae 


in the absence of such jurisdiction, remand 
that case to the state court. (Emphasis added). 


This rule has been equally explicit in courts of 


district: 
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"A district court is required on its own 

motion to notice and determine federal juris- 

diction of a removed case and to be sure that 

federal jurisdiction exists." 
McRae v. Arabian American Oil Co., 293 F. Supp. 844, 846 
(S.D.N.Y. 1968). 

Allied and its subsidiaries Texgas Corporation and 
TSSI should be permitted to appear and to fully brief and 
argue this issue of remand before the Texas federal court. 
The Order for Preliminary Injunction of this Court restrains 
Allied and its subsidiaries from so appearing, and the in- 
junction should be modified to permit Allied and its 
subsidiaries at the very least to pursue the remand motion. 
The Limitations of 28 U.S.C. $ 2283 Cannot 
Be Avoided by Improper Removal of a 
State Action to Federal Court 

Allied.intends to appeal the preliminary injunction of 
this Court restraining Allied's proceeding in the Texas action. 
In Allied's view, this Court exceeds its power iwth an injunc- 


tion against à state proceeding. 


In its November 6, 1975 decisior, denominated "Order", 


this Court made the finding that the Texas action is in 


federal court. Although this Court indicated at a later 
point in its Order that the injunction was deemed proper 
even if directed to a stcte action, there was an indication 
that this Court was relying in part upon the interim 
jurisdiction of the federal court over the removed action 


as partial basis for its decision. 
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The Second Circuit has explicitly refuted the concept 
that interim jurisdiction of a removed action may be used 
to avoid the purpose of Section 2283. In Higgins v. 
California Prune & Apricot Grower, Iic., 3 F. 2d 896 (2d Cir. 
1924) (L. Hand, J.), plaintiff had brought federal actions 
in the Southern District of New York and the Southern and 
Northern Districts of California before bringing a California 
State court action against defendants.  Defendants removed 
the state court action to federal court and obtained an 
injunction from the court in New York against further pro- 
ceedings in the removed California action. In vacating the 
injunction against proceedings in the removed California 
action, the Second Circuit stated: 


"However, it does not seem to us important 
whether [the state action] was de facto in 
the federal court until remand, or whether 
it has never been removed at all, because the 
rights of the parties cannot in our judgment be 
made to depend upon such niceties. We think 
it apparent that section 265 [the predecessor 
of 28 U.:;.C. $ 2283] may not be evaded by such a 
subterfuge, and that appellees may not accomplish 
in two steps what they concededly could not do in 
one. If one has only to file -emoval papers in 
the teeth of the statute, and then lock the cause 
in the federal court by an injunction, the w ole 
purpose of the act is defeated. The section 
represents a po ZA near y as old as the 
Constitution itself, and is not to be circumvanted 
by a contrivance which the law does not warrant. 
3 F. 2d at 898 (Emphasis added). 
In the Higgins case, the federal court actually had 


subject matter jurisdiction, and Judge Hand det:-mined that 


the case might have proceeded in Federal Court (under the pre- 


is. 
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decessor to $ 2283) had the parties consented. Judge Hand 


then suggested that any determination of injunctive relief 
should await the determination of a possible remand (3 F. 2d 
at 898): 
"Hence we held that section 265 forbade 

any injunction of [the removed action] until 

the plaintiff therein had in some way forfeited 

its right to remand, which it never has." 
Allied had already filed its petition to remand in federal 
court. The injunction should not obstruct these proceédings. 

In fact, Allied respectfully submits that the injunction 
should be stayed for all purposes. Allied has agreed to ex- 
tend Texaco's time in which to respond to Allied's pleading 
in Texas, and has further agreed not to press the pending 
discovery depositions in Texas. But, it is submitted that 
this Court can more equitably restrain any undesired 
actions by Allied than by restraining all acts by Allied 
and leaving Texaco unfettered to proceed in Texas. 

Moreover, if the case is remanded to state court, 
this Court may wish to reconsider its decision on the injunc- 
tion, particularly since one of the findings which supported 
the decision will be in error. 
Allied Wishes to Obtain at Least a 
Preliminary Determination of Infringement 


and Confusion in a Forum Where its Mark 
Has Been Used __ 


Allied is not by its actions attempting to interfere 


with or thwart this Court's jurisdiction. Allied is simply 
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attempting to provide to this Court a determination establishing 
that where the TEXACO and TEXGAS marks have been used for over 
twenty years, the marks are not considered to be confusingly 
similar. 

This is not an improper objective. In Pepsi Cola 
Company v. Dr. Pepper Company, 214 F. Supp. 377 (W.D. Pa. 1963), 
plaintiff, the owner of the trademarks PEPSI-COLA, PEPSI, 
and PEP-KOLA, brought its action against defendant in 
Pittsburgh. Dr. Pepper had only about one-fourth of one 
percent of its total sales in Pennsylvania, while both 
parties had substantial sales in Texas. In granting 
defendants' motion to transfer the action to Texas, the 


court ncted: 


"Any relationship to any possible confusion 
and deceiption in the minds of purchasers 

is available in Texas and is not as readily 
available in Pennsylvania, one reason being 
the disproportion of relationship in Pepsi- 
‘Cola and Dr. Pepper sales in this state. I 
have not overlooked plaintiff's contention 
that it is interested in Pep-Kola, only in 
the north eastern section of the country but 
as I see it now, the case will no doubt turn 
on defendant's use of the word 'Pep"." 

214 F. Supp. at 382. 


The parallel between Pepsi-Cola's "PEP" and Texaco's 

"TEX" is apparent, as is the fact of significant concurrent 
use of the respective marks in Texas. The confusion o. 
mistake or deception as to the source or origin of the goods 
in the minds of the consuming public is fundamental to the 


issue of trademark infringement, and can be reliably determined 


E 
Ls 
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only where the goods of both parties are present in the same 
marketplace. 

Texaco has repeatedly charged Allied with "forum 
shopping" and conduct tantamount to bad faith in connection 
with both the transfer motion and the institution of a state 
court action in Texas. Quite simply, Allied sees that it 
will be a great deal easier to marshall evidence to defeat 
Texaco's claim in a forum where the TEXGAS mark has been in use.* 
The Supreme Court did not condemn litigants for seeking a favor- 
able forum in Atlantic Coast Line R. Co. v. Brotherhood of 
Locomotive Engineers, 398 U.S. 281, 286. 

"Litigants who foresaw the possibility 

of more favorable treatment in one or the other 

System would predictably hasten to invoke the 

powers of whichever court it was believed would 

present the best chance of success." 

Texaco no doubt equally firmly desires to maintain 
this action in a forum where the TEXGAS mark is virtually 
unknown. If these countervailing efforts by each of the 
parties to position the case favorably to themselves are 
to be branded as forum shopping when undertaken by Allied, 
and not forum shopping when undertaken by Texaco, so be it. 
But Alliea's posture is not one bred of bad faith or of a 
desire to harass Texaco. 


Allied intends to pursue the Texas action in state 


court if permitted to do so, and intends to appeal this Court's 


* 


Texas represents the most convenient forum where simultaneous use of 
the marks exists. The only other location where Allied utilizes the 
TEXGAS mark on gasoline and LP gas is in the vicinity of Memphis, Tennes- 


(Complaint paragraph 4). 


See. TEXACO is apparently in use everywhere. 
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injunction restraining the proceedings in Texas.  Lest Texaco 
impugn Allied's motives, let it be clear that Allied is 
taking the appeal in order to have the injunction vacated, 
and to proceed in Texas to a determination of its right 
to use TEXGAS in Texas. This is being done for the reason 
acknowledged by the Supreme Court, i.e., because Allied 
believes it has a b?'*er chance to win before a Texas jury 
exposed to the concurrent use of the marks than before 
a New York jury which is familiar only with the name of 
Texaco. As opposed to divesting this Court of jurisdiction, 
the Texas action will provide this Court with an insight 
into what is the reaction of a jury exposed to both 
marks in the same area. 


This Court Order Should Be Directed 
to Both Parties 


This Court's Order restrained Allied, "pending 
the trial of this action" from proceeding with the Texas 
action. Plaintiff is not similarly restrained. This is 
manifestly inequitable. 

This Court's Order does not terminate the Texas 
action. Rather, during the pendency of this action Defendant 
may not proceed with that action. As a consequence Plaintiff 
conceivably could request the Texas courts to take some 
action with respect to the Texas action (i.e. move to dismiss) 


and Defendant would be restrained from objecting.  Inasmuck 
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as the purpose of this Court's order is to maintain the status 
quo pending the trial of this action, it is necessary that the 


Court's injunction be directed to both parties. 


CONCLUSION 
For the reasons stated we respectfully request this 
Court to suspend or modify its Order for Preliminary Injunc- 
tion of November 14, 1975, to allow the federal court in 
Texas to determine the issue of whether the Texas action 


was properly removed or whether it should be remanded, to 


allow the parties to this action to participate in that 


determination, and to modify the injunction by directing 


that it also apply to Plaintiff. 


Respectfully submitted, 


NIMS, HOWES, COLLISON & ISNER 
60 East 42nd Street 

New York, New York 10017 
(212) 682-4590 


John F. Lynch 

Rodney K, Cladwell 
ARNOLD, WRITE & DURKEE 
2100 Transco Tower 
Houston, Texas 77027 
(713) 621-9100 


Of Counsel: 


James V. Maher, Jr. 

ALLIED CHEMICAL CORFORATION 
P. O. Box 10572 

Morristown, New Jersey 07960 
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We respectfully submit that Allied's motion for 
Suspension or modification of the injunction, so as to allow 
1t to proceed with the motion for remand, should be denied.* 

kl. THIS ACTION IN THE NEW YORK FEDERAL 

COURT SHOULD PROCEEI REGARD ESS OF 
TH 


OL 
'E MOTION FOR REMAND iN THE TEXAS 
COURT 


Defendant Allied does not offer an arguments in 


its memorandum in Support of its request that this action 


be enjoined pending determination of the motion for remand 


r 


in Texas. There seems no iocical basis for such motion 
which would require reversal of the Court's decision of 


November 7, and which would be inconsistent with the Court's 


Gecision of September 17 The request is frivolous and is 
an obvious attempt to avoid the fact that the Court's 
September 17 decision is not appealable. The request should 


be deni ed. 


LEL, THE COURT'S PRELIMINARY IN JIJUNCTION 
SHOULD NOT ei SUSPENDED PENDING DË- 
TERMINATION OF ANY APPEAL THEREOF 

B Y DEFENDANT 


te *We note furcher that Allied's s suggestion that the 
injunction be made effective against Texaco is improper. 
Allied made no aired motion for such relief and did not 
suggest it on se Lement of the order. In any event, 
Texaco has no denise Or intention of proceeding furt her 
in Texas unless it feels compelled to defend against the remand 
motion. There is no s owing of any threatened injury which 
could possibly supr ort an injunction against Texaco. The 
Suggestion should be rejected. 
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The suspension sought by defendant Allied w na 
completely frustrate and nullify the purpose of the re- 
liminary injunction. If Allied wishes relief from the 
preliminary injunction, it should seek an expedited appeal. 
However, Allied has not yet even served a notice of appeal 
and did not even think the matter of sufficient urgency to 
proceed here by order to show cause. The fact is that 
Allied is not suffering and will not suffer any interim 
harm. We submit that the preliminary injunction should 
remain in effect pending any appeal which Allied may ultimately 
decide to take. 

EM. ALLIED'S ATTEMPT TO REARGUE THIS COURT'S 


DECISION OF SEPTEMBER 17, 1975 SHOULD BE 
_ DISREGARDED 


Defendant's motion to transfer this actio. to the 
federal cuurt in Houston was fully briefed and was, on 
September 17, 1975, denied. Defendant sought to circumvent 
that order by bringing a Texas state court act or a 
declaratory judgment on issues before this Court; this Court 


has protected its judgment and jurisdiction by enjoining 


defendant from proceeding further in the Texas action. 


Defendant, although the issue is not raised by 


its motion, now seeks to reargue the decision of September 17, 
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1975, by again protesting that it should be permitted tc try 
the issues before a Texas Jury. This question was briefc d or 
the motion to transfer and was decided. 
Moreover, the attempt to reargue is not timely. 
Rule 9(m) of the General Rules of this Court States in 
oart 


notice of motion for reargument shall 

be served within ten (10) days after the fi] 
of the court's determination of the Original 
motion and shall be made returnable within 
the same period of time as required for the 
Original motion. There shall be served with 
the notice of motion a memorandum setting 
forth concisely the matters or controlling 
decisions which counsel believes the court 
nas overlooked. 


The decision was dated September 17. This motion 


has been made two months later. Also, defendant does not refer 
to any mattor or "controlling decision", overiooked by the 
Court. Defendant's arguments in this connection should bo 


disregarded and the motion denied. 


Respectfully Submitted, 


Firm 


Of Counsel: 


Mercer L. Stockell WILLIAM F. WALSH 
James B. Swire 


Attorneys for Plaintiff 
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5 Sa, 
COUNTY OF NEW YORK ) 
I, ANNE SANTINO, being duly sworn, depose and 
Say that I am over 18 years of age, au not a party to the action 
and reside at 24-25 93rd Street, Jackson Heights, New York. 


"m 


That on the 26th day of November, 1975, I served the within 
Memorandum upon Nims, Howes, Collison & Isner, attornevs for 
defendant in this action, at £) East 42nd Street, New York, 

New York, 10017, the address designated by said attorneys for 
that purpose by depositing a true copy of same enclosed in a 
postpaid properly addressed wrapper, in a post office or official 
depository under the exclusive care and custody of the United 


States Post Office Department within the State of Now York. 


Sworn to before me this 


26th day of November, 1975. 


s Fd. 
NI MF CARE 


— Notary Public 
JAMES D. SWINE 


Dietary Public, Stats of Now York 
Wo. 31-23912650 


d werten | 
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AFFIDAVIT OF WENDELL C. RADFORD, ATTORNEY FOR DEFENDANT 


ALLIED CHEMICAL CO., DATED NOVEMBER 14, 1975. 


IT'TT'T'TT Am INT CI T 4 Tm 
IITED STATES D RICT COURT 
CATIN T DTOM NT VADI 
JUTHE ISTRIC OF NEW YORK 
un vno um AI UD SP UO AUD QD MI AIO Op AID UI MID GD UD QE QR OP D OD Ar AD ab UP GED ab Gam ap D em Sm oD ED 0b ess wv 
X 
— Ktm : 
if JJ INC. ' Ind 
i Pia: 
Plainti P 
~against- A 
Nae Weeki piideseae qo CORDODATTAN 1 
ALLIED CHEMICAL CORPORATION, $ 2 ole 


pM meras 
uefendant. : * ) ME 
^ ^ 

A \ 


STATE OF TEXAS Y ^: NA 


. a3 à 
\ 


VY 


COUNTY OF JEFFERSON 


>< 


| 
WENDELL C. RADFORD, being duly sworn, deposes and 


E 


1 am a member of the law firm of Benckenstein, 
McNicholas, Oxford, Radford & Johnson, of Beaumont, Jefferson 
County, Texas. I am one of the attorneys of record representing 
Allied Chemical Corporation, Texgas Corporation, and Texgas Service 
Stations, Inc., Plaintiffs in Cause No. E-102,534, filed in the 
172nd Judicial District Court of Jefferson County, Texas, and | 
removed to the United States District Court for the Eastern 
District of Texas, Beaumont Division, under Civil Action No. 
B-75-360-CA. 


2. Attached hereto are the following instruments 


filed of record in the 172nd Judicial District Court of Jefferson 


County, Texas: 


a) Plaintiffs' Original Petition 


b) Motion lor Leaye To File And Serve Notices of 
Deposition, with Order 
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c) Notice of Deposition - Schedule A 
d) Notice of Deposition - Schedule B 
3. Attached hereto are the following instruments 
filed of record in The United States District Court for the Eastern 
District of Texas, Beaumon' Division, in Civil Action 
B-75-360-CA: 
Docket Sheet 
Petition for Removal from 172nd District Court 
of Jefferson County, Texas, by Defendant, 
Texaco, Inc., without exhibits attached in 


that they are already before this Court 


Bond for Removal in the sum of $500.00 by 
Texaco, Inc. 


Notice of Removal by Texaco, Inc. 
Plaintiffs' Motion To Remand 


Plaintiffs' Brief In Support Of Motion To 
Remand 


Defendant' Request for Enlargement of Time 
Without Motion Or Notice 


Letter dated October 24, 1975 by Mr. John Tucker 


Letter of Transmittal dated November 3, 1975. 
from Mr. John Tucker 


Affidavit of Mr. John A. Sieger, Attorney for 
Defendant 


Letter of agreement to extend time of Texaco 
Inc. to answer Plaintiffs' Complaint until 
Motion To Remand had been determined 


1) Proposed Order 


/ _ 
DATED: Mumdan) / ^. 99S 


4 í : 
WENDELL 5 FORD, 
Affiant 


ATTORNEY FOR DEFENDANT 
1975 


~U., DATED NOVEMBER 14, 


ae v7. GEM o Se pe bee mi 3 , 1975, V »ndell e. 


Radfor narann 1 1 1 ^r T Y 1 3 
^adlord, personally kno to , appeared and, having been duly 
y 
Sh Y tt, B 1 t. + + > + 4€ + n ~ cem 3 
Sworn, att sd to the truth matters asserted in t 
Fes A. ri 1 C} - ^41 1 
gu. fridavit and subscribed 


Notary Public In a 


} 
A 


ne Por 
hua 4 J ka 


Jefferson County, Texas 


ATTACHMENT (a) TO FOREGOING AFFIDAVIT OF WENDELL C. 
RADFORD--PLAINTIFF'S ORIGINAL PETITION. 


(Same as Petition reproduced, supra, pp. 282a tc 290a.) 


354a 


ATTACHMENT (c) TO AFFIDAVIT OF WENDELL C. RADFOli 
NOTICE Ol DEPOSITION. 


j l ,534 
A MICAT 
I P 
TI 
IN | DI 
i ) 
A 
Á i/2nd JUL 
TEXA à F ) 
I B $ 
I 
Tc Texaco ., Defendant the al € lu 
Y wi] take noti teat Plaintiff | t t 
oral deposition of D end ELS C C. by 1 tt the 
person or per ns wh 
1 C Cody or control or 'rsona]l Ow ledge ui 
sales, sales in ces, purchas orders, or alos order 
concerni j th £ le r ai live ry by Texaco i of in 
liquefied na il ge r petroleum product to the Union 
ole Texas Petroleum Division of Allied Chemical c rporation, 


lexgas Corporation, or Texgas Service Stations, Inc 
t 


the Old Ocean, Texas, petroleun Processing or Storaye 


d Have custody or control or personal knowledge of 
Sales, sales invoices, purchase orders, or sales ord rs 


concerning the sale or delivery by Texaco Inc. of 


any 


liquefied natural gas or petroleum product to the Union 
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Texas Petroleum Divisi 


n 


on of Allied Chemical Corporation, 


Texgas Corporation, or Texgas Service Stations, Inc., from 


Blessing 


ities of Texaco Inc. 


personal knowledge of 


Sales, sales invoices, purchase orders, or sales orders 


concerning ‘he sale or delivery by Texaco Inc. of any 


liquefied natural gas or petroleum product to the Union 


Texas Petroleum vision of A jd Chemical Corporati 


Texgas Corporation, or Texgas Service Stations, Inc., from 


the Vilcox, Texas, petroleum processing or stor Je facil- 


of Texaco Inc.; 


4. 


Have custody or control or personal knowledge of 


sales, 


^! ` 1 x 10 +} - - ` "1 
sales invoices, purchase orders, cr sa.es orders 


conc rning the sale or delivery by Texaco Inc. of any 


liquefied natural gas or petroleum product to the Union 
J È 


Texas Petroleum Division of Allied Chemical Corporation, 


Texgas Corporation, or Texgas Service Stations, Inc., from 


the Port Arthur, Texas, petroleum processing or storage 


facilities of Texaco Inc.; 


9. Have responsibility for the loading of liquefied 


natural gas or petroleum products onto transport vchicles 


belonging to the Union Texas Petroleum Division of Allied 


Chemical Corpor-tion, Texgas Corporation or Texgas Service 


Stations, Inc., or knowledge of any transport vehicle having 
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[ TEXGA I h may have ! 
ti port of I r l roducts f 

3 proce I torage faci 

irir the r Li 154 to tl 
6. H p lit r th: lo 
tural g ( I m oduct onto t 
longi t ni Petroleum D 
1 Cor rat € 'orporatior 

tations, Inc., r ¿ledge of any tri 
a 3AS ma thereon which may ha b 
transport of LI Or petroleum products f 

4 

Texas processing plant or storage facili 
ring the period Jan lary 1, 1954 to the 
T3 Have espon jiility for the lo 
atural gas I troleu iucts onto t 

belonging t tl lon ; Petroleum 
mical Corporation, Texgas Corporation 
tations, Ir ; Of R wle of any tran 
the TEXGAS irk thereon which may have b 
transport of LPG or petroleum products f 
1 Texas processing plant or storage facili 
during the period January 1, 1954 to the 
8. Have responsibility for the lo 
natural cas or petroleum products onto t 


belonging 


t» the 


ion Texas Petroleum D 
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ion utilized for the 
rom the Old - ; 
ty of Texa » Inc 

urrent date; 


1g of liquefied 


ransport vehicles 
ri cai r f A] 1 
l on OT ALIIl2:« 
I lexgas service 


vehicle having 


n utilized for the 


From the Wilcox, 


ty of Texaco Inc. 


Service 


Sport vehicle 


having 


cen utilized for the 


rom the Blessing, 
ty of Texaco Inc. 
current date; and 
iding of liquefied 
ransport vehicles 


ivision of Allied 
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Corporation or Texgas Service 
any transport vehicle having 
irk thereon w:ich may have been utilized for the 
transport of LPG or pe leum products from the Port Arthur, 
processing plan r storage tility of Texaco Inc 
the period January 1954 to the current date; 
testimony at the trial of the above numbered 
The deposition will be taken at the 
McNicholas, Oxford, Radford & 
Building, Beaumont, Texas, on 
75, at 10:00 a.m., or 
utually agreed upon by 
parties hereto. Jefendant Texaco Inc. is reques 


l L 


signate in writing at lea: one week prior to the examina- 


tion, the name and position of each person wno will testify 


on its behalf as to the foregoing matters, pursuant to Rule 
200 of the Texas Rules of Civil Procedure, and to set forth 
for each person so c.signated the matters on which ho will 
testify. The witness is required to bring with him all the 
items or documents which are identified in the Schedule A 
appended hereto. 

Respectfully, 

Benckenstein, McNicholas, 


Oxford, Radford & Johnson 


By 
Wendell C. Radford 
605 San Jacinto Building 
Beaumont, Texas 77704 
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SCHEDULE A, ANNEXED TO FOREGOING NOTICE OF 


SCHEDULE 


on, 
'edecessor these 

o)urchase orders, sales ti 

other documents relating or referring 
petroleum gas or petroleum produc 

transport icle owned or controlled by any one 

entities named item No. 1 above. 
registers or gate 
transport vehicle 


any one of the entities 


1 above which may have traveled into the processing 


Storage facility referred to in the body of the 


of Deposition to which this Schedule A is attached. 
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ATTACHMENT (d) TO AFFIDAVIT OF WENDELL C. RADFORD-- 
NOTICE OF DEPOSITION. 


NO. E-102,534 
ALLIED CHEMICAL CORPORATION, 


TEXGAS CORPORATION, and 
TEXGAS SERVICE STATIONS, INC. 


T nas 


IN THE DISTRICT COURT OF 


Plaintiffs, JEFFERSON COUNTY TEXAS 


172nd JUDICIAL DISTRICT 
TEXACO INC., 


c 
w — — — — — — ee — 


To: Texaco Inc., Defendant in the above cause. 

You will take notice that Plaintiffs will take the 
oral deposition of Defendant Texaco Inc. by and through the 
person or persons responsible for monitoring Texaco's Texas 
trademark registrations and/or the activities of Texaco 
employees or others in the fields of commerce to which said 
registrations rolate, to be used as testimony at the trial 
of such cause, and that such dep^sition will be taken at the 
offices of Benckenstein, McNicholas, Oxford, Radford & 
Johnso: . 665 San Jacinto Building, Beaumont, Texas, on the J 
6th day of November, 1975, at 10:00 a.m., or at such other 
time and place as may be mutually agreed upon by counsel for 


the parties hereto. z.2ndant Texaco is requested to 
designate in writing at least one week prior to the exami. a- 
tion che name and position of each person who will testify 
on its behalf as to the foregoing matters, pursuant to Rule 
200 of the Texas Rules of Civil Procedure, and to set forth 


for each person so designated the matters on which he will 


testify. The witness will be required to bring with him all 


ATTACHEMENT 
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(d) TO AFFIDAVIT OF WENDELL C. RADFORD 


documents and things listed in Schedule B attached hereto. 


Of Counsel: 


James V. Maher, Jr. 
Allied Chemical Corporation 
P. O. Box 1057R 


Morristown, N.J. 


07960 


Respectfully, 


Benckenstein, McNicholas, 
Oxford, Radford & johnson 


By 
Wendeli C. Radford 
605 San Jacinto Building 
Beaumont, Texas 77704 


Arnold, White & Durkee 
John F. Lynch 
David L. McGuire 
2100 Transco Tower 
Houston, Texas 77027 


Attorneys for Plaintiffs 
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SCHEDULE B, NNEXED TO FOREGOING NOTICE OF DEPOSITION. 


SCHEDULE B 


All documents relating or referring to any trade- 
mark scarch performed by or on behalf of Defendant Texaco 
Inc. ("Texaco") 
included the word "TEXACC or "TEXGAS" or any other word 
including the prefix "TEX", including all trademark search 


reports resulting from, relating or referring to such 


subject matter or performed in connection with Texaco's 


trademark or service mark registrations. 

All documents relating or referring to any monitor- 
ing of Texaco's Texas trademark registrations and/or any 
monitoring of activities by Texaco employees or other per- 
sons in the fields of commerce related to Texaco's registra- 


tions. 
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a) DOCKET SHEET, CIVIL MOTUUM B-75-360-CA, ATTACHED TO 


RADFORD. 


E NO E LET u | z | ree: 
| į | | | 
| | | 
| 125 l3 | | 
5401 | 23 0360 10} 23 | | Declaratory 
ae eae 1 | E hai a ee 

PLAINTIFFS DEFENDANTS 


! ALLIED CHEMICAL CORPORATION, | | TEXACO, INC. 
TEXCAS CORPORATION AND TEXCAS 
SERVICE STATIONS, INC. 


CAUSE 


Declaratory judgment for alleged infringement of trademark rights of Texaco, Inc. 15 U.S.C. 
Sec 1121 and 28 U.S.C. Suc. 1338. 


ATTORNEYS 


Hr, Wendell C. Radford John A. Sieger 
Benckenstein, McNicholas, Texaco, Inc. 
Oxford, Radford & Johnson P, O. Aox 52332 

605 San Jacinto Building Houston, Texas 77052 
Beaumont, Texas 77704 and 


and John C, Tucker 
Mr, John F. Lynch ORGAIN, BELL & TUCKER 
Arnold, nite & Durkee P. O. Box 1751 im 
2190 Transco Tower-- Beaumont, Texas 77704 
Houston, Texas 77027 838-6412 


ane n. Wurde ida FILING FEES PAID x STATISTICAL CAROS — 

PCAs as -em mmc a. OT inmate tte GANEA 
YAS * uw i 

FILED IN .10-23-75 X | ORGAIN, BELL & TUCKER a | agg . 10-23-75 — 


FORMA —— meee Pe ete BN AS h EEOSE E O ESEA. 
PANPERNI” 


| 
| 
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KET HEET, CIVIL ACTION B-75-360-CA, ATTAC 
AFFIDAVIT OF WENDELL C. RADFORD 
PROCEEDINGS 
cupo coor es mc ma m ae ere € CERT = =e = ——— san eee > qM | 
| | 
| | 
| 
|PETITION for Removal from 172nd strict Court of Jefferson County, 
| Texas, by defendant, Texaco, ic. , with following attached: 
| ae Plaintiffs' Original Pctition 
| b. Motion for Leave to file an? serve Notices of Deposition, by the 
| plaintiffs. 
| c. Order granted Motion for Leave to File and Serve Notices of 
| Depositions, signed by Judge Thomas A. Thomas. 
D ds Complaint, Texaco, Inc., plaintiff vs Allied Chemical Corporation, 
| defendant. 
| e. Answer and Jury Demand of Allied Chemical Corporation. 
f. Opinion and Order. 
BOND for Removal in the sum of $500.00, by Texaco, Inc. 
|NOTICE of Removal by Texaco, Inc. 
PLAINTIFFS' TO REMAND, 
| PLAINTIFF'S IN SUPPORT OF MOTIOi 19 REMAND. 
DEFENDANT'S FOR ENLARGEMENT OF TIME WITHOUT MOTION OR 
| NOTICE. 
AFFIDAVIT of Mr. John A. Sieg atty. for Defendant, 
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(b) PETITION FOR REMOVAL IN CIVIL ACTION B-75-360-CA, 
ATTACHED TO AFFIDAVIT OF WENDELL C. RADFORD. 


FILEWU 


U S DISTRICT COURT 
EASIERN DISTRICT OF TEXAS 


: uU ades 
fMi E ME"  cEdr me DONA i ry A ; 14/3 
UNITED STATES DISTRICT COURT i 
EASTERN DISTRICT OF TEXAS MURRAY L HARRIS, CLERK 


BEAUMONT DIVISION 


ALLIED CHEMICAL CORPORATION, Í 

“EXGAS CORPORATION and 

TEXGAS SERVICE STATIONS, INC., PETITION FOR REMOVAL 
Plaintiffs, Í 

M. CIVIL ACTION NO. 


d-77-J4o-c/ 
TEXACO INC., Y 


Defendant. 


>-< 


TO THE JUDGES OF THE UNITED STATES DISTRICT COURT FOR THE EASTERN 


DISTRICT OF TEXAS, BEAUMONT DIVISION: 


The undersigned, petitioner, Texaco Inc., being the only 
defendant above named, by its attorney, respectfully shows: 

1l. On the 3rd dey of October, 1975, petitioner received 
through personal service Citation and Plaintiff's Original Petit on 


setting forth claims for relief in an action filed in the 172nd 


"District Court of Jefferson Ccunty, Texas and entitled "Allied 
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(b) PETITION FOR REMOVAL IN CIVIL ACTION B-75-360-CA, 
ATTACHED TO AFFIDAVIT OF WENDELL C. RADFORD 


Chemical Corporatic.,Texgas Corporation and Texas Service Stations, 
Inc., Plaintiffs v. Texaco Inc., Defendant." Copies of said Peti- 
tion and Citation are attached hereto as Exhibit 1. Plaintiffs 
thereafter moved ex parte for leave to file and serve notices of 
depositions of defendant Texaco Inc. Copies of said motion and 

the notices of deposition filed therewith are attached hereto as 
Exhibit 2. By order dated October 16, 1975, a copy of which is 
attached hereto as Exhibit 3, said motion was &ranted and depositions 
of defendant Texaco in said action are to commence on November 6, 
1975. 

The aforesaid action arises by its nature under the 
trademark laws of the United States and this court has original 
jurisdiction of said action by virtue of 15 U.S.C. $1121 and 28 

$1338. 


Plaintiffs' complaint or petition in the aforesaid 


state court proceeding alleges thac plaiatiffs and their predecessors 


have long sold petroleum products, namely, liquefied petroleum gas, 
motor gasoline and motor oil, under plaintiff Allied's purported 
trademark TEXGAS; that such products have been promoted and marketed 
by plaintiff Allied through its Union Texas Petroleum Division and 


through its subsidiaries Texgas Corporation and Texgas Service 
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(b) PETITION FOR REMOVAL IN CIVIL ACTION B-75-360-CA, 
ATTACHED TO AFFIDAVIT OF WENDELL C. RADFORD 


Stations, Inc., which are also named as plaintiffs in this proceeding; 


that said use by plaintiffs and their predecessors has been open 

and with the knowledge of defendant; that "plaintiffs" have acquired 
common law rights in the designation TEXGAS; that, in spite of the 
supposed unchallenged use of the designation TEXGAS by plaintiffs, 
defendant Texaco first notified plaintiff Allied in Macch, 1973, 
that such designation was an infringement of the trademark rights 

of the defendant Texaco in and to its trademark TEXACO as applied 

to liquefied petroleum gas, motor gasoline, motor oil and other 
petroleum products; and that in January, 1975, defendant Texaco 
instituted an action for trademark infringement against plaintiff 
Allied in the United States District Court for the Southern District 
of New York, with Texaco alleging there that the use of the desig- 
nation TEXGAS by plaintiff Allied is likely to cause confusion with 
defendant's trademark TEXACO and its various other trademarks com- 
mencing with the prefix TEX, alleging that plaintiff Allied has 
unfairly competed with defendant Texaco by using the designation 
TEXGAS, and requesting an injunction against plaintiff Allied's 


continued use of the designation TEXGAS, 
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(b) PETITION FOR REMOVAL IN CIVIL ACTION B-75-360-CA, 
ATTACHED TO AFFIDAVIT OF WENDELL C. RADFORD 


4. The complaint or petition here also alleges that 
because of the charge by defendant Texaco of infringement of its 
TEXACO trademark (by the protest and institution of the federal 
court action in New York) plaintiffs' supposed rights to the desig- 
nation TEXGAS in Texas have been placed in jeopardy and that there 
is an actual controversy between the parties as to whether or not 
the use of the designation TEXGAS with Texas constitutes an 
infringement of the trademark TEXACO and the other trademarks of 
defendant in connectica with the sale of goods and services in Texas. 
5. The pleadings and proceedings of the action in the 
United States District Court for the Southern District of New York 
are therefore incorporated by reference in the complaint or petition 
nere, although not set forth verbatim therein, and copies of the 
complaint and answer in that action are attached hereto as Exhibits 
4 and 5 to this petition. As appears from said complaint in the 
federal court in New York (Exhibit 4), the action there is based 
on jurisdiction arising solely out of the Trademark Laws of the 
United States and is based on the federally registered as well as 
common law rights to the trademark TEXACO and oti:er federally regis- 
tered marks containing the syllable TEX as a prefix. It also appears 


from the answer by Allied in the federal action (Exhibit 5 hereto) 
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(b) PETITION FOR REMOVAL IN CIVIL ACTION B-75-360-CA, 
ATTACHED TO AFFIDAVIT OF WENDELL C. RADFORD 

that the defendant there (plaintiff Allied here) denies likelihood 
of confusion or imitation; denies trademark infringement under the 
United States Trademark Laws and at common law; denies unfair con- 
petition in violation of Texaco's rights at common law; and Allied 
alleges affirmatively there that (by paragraph 26 of the answer) 
use of the TEXGAS designation is not likely to cause confusion wit! 
Texaco's trademarks, that (paragraph 27) Texaco is precluded from 
recovery by laches, acquiescence and estoppel by reason of actual 
or constructive notice of Allied's alleged use of the designation 
TEXGAS many years ~rior to initiation of that action without object- 
ion, that (paragraph 28) Allied and its predecessors adopted the 
designation TEXGAS in good faith at least as early as 1954 and have 


acquired common law rights therein, that (paragraph 29) use of the 


designation TEXGAS was with the actual and/or constructive consent 


of Texaco and, finally, that (paragraph 30) all or part of the 
relief sought by the federal complaint was barred by applicable 
statute of limitations. 

6. Defendant Allied in the federal action initially 
responded to the complaint there by a series of motions to dismiss 
or in the alternative to transfer the action to the United States 


District Court for the Southern District of Texas. Said motions 
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(b) PETITION FOR REMOVAL IN CIVIL ACTION B-75-360-CA, 
ATTACHED TO AFFIDAVIT OF WENDELL C. RADFORD 


(Judge Pierce) as appears 
and order dated September 
1975, which is also att d reto as Exhibit 6. The petition for 
plaintiff Allied and its subsidiary corporat; iS in this proceeding 
therefore seeks to litigate here ! by the plead- 
BS in the federal court in N as to whether or not 
the designation TEXGAS is a colorable imitation of the trademark 
or defendant Texaco's other TEX marks, as to whether plain- 
Allied should prevail in Texas, insofar as Texas is concerned, 
on the defenses raised by it in the federal action of laches, 
acquiescence and estoppel. - also seeks to relitigate the question, 
already decided by the federal court in New York, as to whether or 


not the issues should be litigated in New York or Texas. 


mplaint or petition here seeks therefore, in 


fact, to adjudicate the rights of Texaco in and to its federally 


registered trademark TEXACO and other federally registered trademarks 
commencing with the syllable TEX and to declare the rights of the 
parties at issue in the federal action. Although the complaint or 
petition here is artfully drawn to make emphasis upon state law, 


to avoiddirect reference to Texaco's federally registered rights 


(except by reference to the federal action), and to deprive Texaco 
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(b) PETITION FOR REMOVAL IN CIVIL ACTION B-75-360-CA, 
ATTACHED TO AFFIDAVIT OF WENDELL C. RADFORD 


of the right to litigate in t^e federal courts its federally regis- 
tered trademarks, the same claims as those raised in the federal 
court in New York aised by the plaintiff's petition in this 
Texas proceeding. Consequently, the federal court here has juris- 
dictior uch claims to the same extent that the federal court 
in Nez York has jurisdiction of those claims in the action in New 
York. 
This proceeding therefore arises unter the trademark 

laws of the United States and this Court has jurisdiction under 
the trademark laws of the United States (15 U.S.C. $1121) and under 
the federal Judicial Code (28 U.S.C. $1338). Consequently, this 
proceeding is removable to the Federal Court under 28 U.S.C. $1441(1.) 
without regard to diversity or jurisdictional amount. 

9. Aside from the foregoing and by reference to Plaintiffs' 
Original Petition alone, it appears that the Plaintiffs here other 
than Allied Chemical Corporation (Allied) are wholly owned subsi- 
diaries of Allied; that the mark "TEXGAS" was allegedly first used 
by a predecessor of Allied, not by predecessors of the other Plain- 


tiffs; that Allied, not the other Plaintiffs, changed the brand name 


of certain gasoline to the "TEXGAS" brand; and in other respects 


that Allied, not the other Plaintiffs exercised complete dominion 


and control over the mark "TEXGAS", which is the subject matter of 
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(b) PETITION FOR REMOVAL IN CIVIL ACTION B-75-360-CA, 
ATTACHED TO AFFIDAVIT OF WENDELL C. RADFORD 
this suit and of the suit in New York. On the face of the Plaintiffs' 
pleadings, therefore Lt appears that Allied, not the other Plaintiffs, 


is the real party in interest in whose name, pursuant to Rule 17(a) 


of the Federal Rules of Civil Pr cedure, the Plaintiffs' claims 
should be pursued. On the face of Plaintitfs' pleadings, therefore, 
the Plaintif t than lied are, at best, Rule 19(a) parties. 


10. Furthermore, on the face of Pla.ntiffs' pleadings 


, 
it appears that the suit by Texaco in New York against Allied, the 
real party in interest here orms the necessary basis for a just- 
iciable claim that Plaintiffs ere entitled to a declaratory judgment. 
The claims in this action of the real party in int cest, therefore, 
arise out of the sa -ranszction or occurrence that is the sub ject 
matter of the New York action; and, thus, under Rule 13(a) of the 
Federal Rules of Civil Procedure, if maintainable, they fall in 

the category of a compulsory counterclaim of which the New York 
Federal Court has jurisdiction. Thus the federal preemption of the 
subject matter of Plaintifés' claims, by virtue of which the supposed 
state law in support of such claims may not void the federal statute 
or iimit Texaco's rights thereunder, is augmerted as a basis for 
removal here by the federal procedu-al law which places jurisdictim 


of the compulsory counterclaim category in the federal courts. 


Substantively and procedurally, this is an action arising under the 
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(b) PETITION FOR REMOVAL IN CIVIL ACTION B-75-360-CA, 
ATTACHED TO AFFIDAVIT OF WENDELL C. RADFORD 


laws of tbe United States over which the District Courts of the 
United States have original jurisdiction and it is removable under 
28 U. S. C. $1441. 

11 Petitioner files herewith its bond with goo: 
sufficient surety conditioned, as provided by 28 U.S.C. $1 that 
it will pay all costs and disbursements incurred by reason of the 
removal proceedings hereby brought should it be determined that 


this action is not removable or is improperly removed. 


WHEREFOP E, petitioner prays that the above 


i à lie he : lcm ‘i 
action now pending against it in the District Court of Jefferson 


County, Texas, be removed therefrom to this Court. 
Respectfully submitted, 
TEXACO INC. 


P. OO. Box 52334 
Houston, Texas 


ORGAIN, BELL & TUCKER 
Beaumont Savings Building 
Beaumont, Texas 77701 


M NIS “<i 1 
b. John G. Tuck er 


ATTORNEYS FOR DEFENDANT 
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(b) PETITION FOR REMOVAL IN CIVIL ACTION B-75-360-CA, 
ATTACHED TO AFFIDAVIT OF WENDELL C. RADFORD 


CERTIFICATE OF SERVICE 


Rea 


Oct. uss 


October, 1975. 


Qe . 
4^ John G. Tucker 


VERIFICATION 


STATE OF TEXAS 


COUNTY OF JEFFERSON 


JOHN A. SIEGER, being duly sworn, deposes and says 


that he is one of the Attorneys of Record for Texaco Inc., a 


corporation and Petitioner herein; that he has read the foregoing 
Petition for Removal and knows tne contents thereof; and that 
based upon personal km wledge and information supplied to him, 
the same is true except as to the matters therein stated to be 
alleged upon information and belief, and as to those matters 


deponent believes them to be true. 
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(b) PETITION FOR REMOVAL IN CIVIL ACTION 3-75-360-CA, 
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Sworn to before me this 


P a day of October, 1975. 


Notary Public In And For 
Jefferson County, Texas 


My commission expires etn aL /222 ` 
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(d) NOTICE OF REMOVAL BY TEXACO, INC. IN CIVIL ACTION 
B-75-360-CA, ANNEXED TO AFFIDAVIT OF WENDELL C. 
RADFORD. 


FITEM 


U S DIS;iaICI COURT 
EASIER DISTAICT OF TEXAS 


[p 25 1975 


NO. £E102534 gy AURAL L HARRIS, CLERK 
Depujy BEATRICE H. BRYAN 
a aan nr 


ALLIED CHEMICAL CORPORATION J 


TEXGAS CORPORATION and 
TEXGAS SERVICE STATIONS, INC. IN THE DISTRICT COURT OF 
Plaintiffs J 
f 
[ 


JEFFERSON COUNTY, TEXAS 
V. 


TEXACO INC. 1 172ND JUDICIAL DLISTRICA 


Defendant 
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(d) NOTICE OF REMOVAL BY TEXACO, INC. IN CIVIL ACTION 


B-75-360-CA, ANNEXED TO AFFIDAVIT OF WENDELL C. 
RADFORD 


NOTICE OF 


PREMO 
REO VAL 


PLEASE TAKE NOTICE that pursuant to 28 U.S.C. $1446 


> 


Texaco inc., defendant in this action, has filed on October 2 3 


9 ot P ^ ; r ? " 
1975 rt q IT om o'clock in the Jnited etetes District Court 


for the Eastern District of Texas, Beau: 


ont Division, a verified 


petition co remove this action to said federal court, accompanied 
by a bond with good and sufficient Surety as required by 28 U.S.C. 
§1446(d). A copy of said petition, including exhibits, is attached 


hereto. 


Dated: TEXACO INC, 
Petal OR J 
BY: SH foe £47 Lees, 


This certifies that a copy of the abo» and foregoina was mailed 
| * Mr. Wendell C. Radford, Benckenstcin, *:cWicholas, Oxford, Radford & 
| Johnson, P. O. Box 150, Béaumont, Texas 77704, on the -— 5 day of 
October, 1975, 


rrr aee NET NR ati S Ji 


378a 


(e) PLAINTIFF'S MOTION TO REMOVAL IN CIVIL ACTION 
B-75-360-CA, ATTACHED ^O AFFIDAVIT OF WENDELL C. 
RADFORL. 


IN THE UNITED STATES DISTRICT COURT 


CHEMICAL CORPORATION, 
CORPORATION, and 


SERVICE STATIONS, INC. 


Plaintiffs, 
CIVIL ACTION NO. B-75-360-CA 
TEAACU. INC., 


Defendart. 


— — — — — M — — — — MÀ 


PLAIHTIF FS' MOTION TO REMAND 


Plaintiffs, ALLIED CHEMICAL CORPORATION, TEXGAS CORPORATION, 
and TEXGAS SERVICE STATIONS, INC., move this Court for an order 
remaading this cause to the District Court of Jefferson County, 
exas, 172nd Judicial District, on the ground that the case was 
improperly removed and is not within the jurisdiction of this 
Court in that the complaint herein (Plaintiffs' Original 
Petition) does not present a claim or right arising under 


the Constitution, treaties or laws of the United States and 


is not a controversy wholly between citizens of different 
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(e) PLAINTIFF'S MOTION TO REMOVAL IN CIVIL ACTION 
B-75-360-CA, ATTACHED TO AFFIDAVIT OF WENDELL C. 
RADFCRD 


states, and further requiring the payment by defendant TEXACO 


INC. to plaintiffs of all costs and disbursements incurred by 


reason of the removal proceedings. 


3 


Respect fully subnitte 


44 


( Wendell C. Radford IX 
BENCKENSTEIN, McNICHOLA ES 

| OXFORD, RADFORD & JOHNSON 
605 Sar Jacinto Buildinc 
Reaumon Texas 77704 


hn F. Lynch 
Av JOLD, WHITE & DURKEE 
2.00 Transco Tower 
Houston, Texas 77027 


Attorneys for Plaintiffs 
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PLAINTIFF'S BRIEF IN SUPPORT OF MOTION TO REMAND 
IN CIVIL ACTION B-75-360-CA, ATTACHED TO AFFIDAVIT 
OF WENDELL C. RADFORD. 


CIVIL ACTION NO. 


B 75-360-CA 


) 
) 
) 
) 
) 
) 
) 
) 


m nm 
RT OF 
DENANT 


KESAL 


introduct: 
above action 

erly removed 
Plaintiffs have filed 

a motion remanc C he District Court of Jefferson 


County, Texas 72n dicial Distric ind this 


motion. 


Nature of the Case 
Plaintiffs in this action are Allied Chemical Corpora- 


tion (a New York corporation having its principal place of 


business at Morristown, New Jersey, hereinafter "Allied"), 
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CIVIL ACTION B-75-360-CA, ATTACHED TO AFFIDAVIT OF 
WENDELL C. RADFORD 


and Texgas S2rvice Stations, Inc., 


Texgas Corporation, 


(Delaware corporations having th2ir principal places of 


business at Houston, Texas, hereinafter "Texgas Corp." and 


"TSSI", respectively). 


Plaintiffs and their predecessors have continuously 


e 


used the mark and designation TZXGAS in connection with 


the marketing, distribution, and sale of petroleum products 


in Texas since at least as early as 1954, when Texas Natural 


Gasoline Corporation, a predecessor of plaintiff Allied, began 


marketing liquified petroleum gas under the TEXGAS inark. 


Since at least as early as 1963, plaintiffs Allied and TSS 


have continuously sold motor gasoline within Texas under the 


TEXGAS brand. Plaintiff sold motor oil in Texas 


under the TEXGAS brand. 


In January 1975, defendant Texaco Inc. (a Delaware cor- 


1 


portion having its principal place of business in Nev York, 


New York, hereinafter "Texaco") brought an action in the 


District Court for the Southern District of 


United States 


alleging that Allied's use 


New York against defendant Allied, 


mv 


GAS for gasoline, motor oil, 


of the mark and designation T 


and liquefied vetroleum gas constitutes infringement of one 


or more of Texaco's federally registered trademarks, common 


law trademark infringement of Texaco's rights in its marks 
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(f) PLAINTIFF'S BRIEF IN SUPPOR 
CIVIL ACTION B-75-360-CA, 
WENDELL C. RADFORD 


T OF MOTION TO REMAND IN 
ATTACHED TO AFFIDAVIT OF 


al th al I d ncti Pix "TEX". unfal cc tit ly 
c Å 1 violat m ok ! tli 3 £ ) tn Ge bes USI Law 
of th Stal Or i for) IG obtain and currently 
ma tain it d st two t trademark registrations 
incurporationg the designation TEXACO, registrations No. 1031 
and No. 29,850, for various petroleum products. 


fs brought 


e of Texas in connection with the market- 


Lng, distribution and sale of petroleum products has been 


such use does not infringe defendant's 


~~ 
x 
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~ 
r 
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4 
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ce 
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Texas state trademark registrations or common law rights, and 


that defendant is estopped and 


barred by laches and limitacions 


from asserting that such use is an infringement of defendant's 


k registrations and alleged common law 


a 


rights. Plaintiffs' claim is based on Texas common law, Texas 


statutory trademark law (Tox. Bus. and Comm. Code § 16.01 et 


C 


seq.), and the Texas Uniform Declaracory Judgments Act (Tox. 


Rev. Civ. Stat. art. 2524-1). 


On October 23, 1975, defendant filed its petition to remove 


this 


action from the state district court to this Court. 


Defendant's petition for removal relies solely on the contention 
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thát this proceeding arises under the trademark laws of the 


United States (15 U.S.C. S 1121 and 28 U.S.C. § 1338). Diversity 


of citizenship of the parties doe: not exist. 


Plaintiffs Seek a Declaration 
Their Right to Use TEXGAS in Texas 


In 1954, a corporation named Texas Natural Gasoline Corpora- 


tion ("Texas Natural"), based in Tulsa, Oklahora, began marketing 


liquefied petroleum gas (LP gas) under the TEXGAS brand. In 


( 


1955, a sales office was opened by Texas Natural in Houston, 


and tank trucks marked with the TEXGAS brand delivered products 
over a wide area of Texas. By 1959, Texas Natural was producing 


LP gas at 11l plants (owned or partially owned), nine of which 


were in Texas. Storage facilities for LP gas were maintained 
neai Houston, Texas, well as other locations in Texas, 
Louisiana, and Montana. By 1959, Texas Natural maintained 
a fleet of over one thousand owned and/or leased railroad tank 


cars, many of which were marked with the TEXGAS brand. 


On March 3, 1960, Texas Natural Gasoline Corporation Was 
merged into Union Oil and Gas Corporation to form Union Texas 
Natural Gas Co-cporation based in Houston, Texas, which continued 
to market TEXGAS brend LP gas. In 1962, Union 7exas Natural Gas 


Corporation was acquired by Allied, and the marketing of LP gas 


under the TEXGAS mark continued. Then in 1962, Allied acquired 
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"(b) Any civil action of which the district 
courts have original jurisdiction founded on a clan 
or rigbt arising under the Constitution, treaties or 
] | United States shall be removable without 


] t 
regard to the citizenship ur residence of the parties." 
est of removability was succinct!y stated by the 


Supreme Court more than 80 years ago in Chappell v. Waterworth, 


"The question of removal is governed by the 
decision of this court at the last term in 
Tennessee v. Bark of Commerce, 152 U.S. 454, 14 
sup. Ct. 654, by which, upon full consideration, 
it was adjudged that . . . a case (not depending 
on the citizenship of the parties, nor otherwise 
specially provided for) cannot be removed from a 
state court into the circuit court of the United 
States, as one arising under the constitution, laws 
or treaties of the United States, unless that 
appears by the plaintiff's statement of his own 
claim; and that, if it does not so appear, the 
want cannot be supplied by any statement in the 
petition for removal or in the subsequent 
pleadings." 15 S.Ct. at 36. 


This test has been the law since 1894. Great Northern 


439 (1926); Gully v. First National Bank in Meridian, 299 U.S. 


109, 57 S.Ct. (1936); Pan American Petroleum Corp. v. Superior 


Court of Delaware, 366 U.S. 656, 81 S.Ct. 1303 (1961); Romick 


v. Bekins Van & Storage Co., 197 F.2d 369 (Sth Cir. 1952). 


The standard for determining whether original federal 


jurisdiction exists is set out in Gully v. First National Bank 


in Meridian, 299 U.S. 109, 57 S.Ct. 96 (1926), wherein the 


Court stated: 
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immunicy is an 


examination of plaintiffs' 


Original Petition) that it 
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no <ederally created right 


or immunity is an element - much less less an essential element - 
of this action. Plaintiffs rely solely on Texas common and 
statute law in seeking a declaration of their rights in the state 


court action. This Court, therefor 


jurisdiction of the present action, 
J 


Vv 


any 


the state court for further 


Ls 
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roc 


does not have original 
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and it must be remanded to 


eedings. 
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the existence 
trademark 
othe 
tO ong 

Defendant also is asse d thet tl present action arises 
under :.,e trademark laws of nited ates because the plead- 
ings and proceedings its action inst plaintiff Allied in 
the United States District urt for the Southern District of 
New York are "incorporated by reference in the complaint or 
petition here, although not set forth verbatim therein" 
that the complaint ; cion here seeks to adjudicate 
Texaco's rights in anc : ^s fed 111; |'gistered trademarks 
cc waan ing with the Sy" li TEX nd leclare the rights 
of the parties 

The law clear 
trademark registration nor the pendency of a related federal 
court zction will confer removal jurisdiction on this Court 


when the plaintiffs' claim is based on state law, and this 


so even where the plaintiffs could have asserted a federal claim 
p j 


presenting the same issues. 


A 


In Gardner v. Clark Oil & Refining Corp., 383 F.Supp. 151 


(E.D. Wis. 1974), the defendant attenpted to remove plaintiff's 


state court action for infringement of state trademarks on che 
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theory that plaintiff's fede Loki rati £ its trademark 
neci rily gave rise t f al estion over which the 
federal courts had inal j lon. In rejectii this 
theory, the court i 
Essentially pet r [is] contending that the 
federal law q ni tr ir] is at t heart of 
the controver nd pre pts the state itutes governing 
trademarks. H ver tl Lannam Act, 19 U.S.C, 1051 
, 
et seg., docs i preempt reliance on State trademark 
laws. M & D Simon Co. v. R. H. Macy & Co., 152 F.Supp. 
J 212 (S.D.N.Y. 1957); Application of State of New York, 
P.Supp. 922 (S.D.N.Y. ]3)." 383 F.Supp. at 152-153. 
The Gardner court neld that the defendant "must estab] 
a federal question within the unaided allegations of the stat 
complaint" to support removal jurisdiction, and that he had 
not done so. The aci was remanded to the state court even 
though there was then pendin in the very sai federal court 
acti raising iden al isi Ti court reasoned: 
In order to be removable, § 1441(b) requires that this 
court ha: ‘original’ ji diction over the action. 
‘hile some type of deriv: ve jurisdictic . may be 
conferred upon this cou by virtue of the prior pending 
litigation, such litigation will not confer 'original' 
. . . " 22 g ' 1 c 1 e4 1c 
jurisdiction i this court. 'Original' jurisdiction is 
clearly required for removal." 383 F.Supp. at 154. 
Since the pendency of an action giving rise to the same 
issues in the s federal court does not confer removal 


jurisdiction on that court, the pendency of 
J I Y 


a differ 


jurisdiction on this Court. 


Such an action in 


court certainly cannot confer removal 


362 
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Removal jurisdiction cannot be conferred on a district 


court by the parties. 279 0.8.C. E 1442 te) Fischer v. H liday 
inn of Rhinelander, Inc., 375 F.Supp. 1351 (W.D. Wis. 1973) 
(the court remanded an action si ‘ar to that in the present 
case on its owr iotion). The Fischer court also noted that 


defendents' attempt to confer removal jurisdiction on tl 
court by pleading a defense based on the federal trademark 


laws was wholly ineffective, in tha 


et 


an action based on state law is not removable because 
of a defense based on federal law. Al lowing removal 

of the present action would enable defendants to circum- 
vent the Mottley rule ouisville & Nashville R. Co. 


f 
- t ——— —— — — - -— — —-—. LD—— — 
v. Mottlav, 4141 U.S. 149, 29 S.Ct. 43 (1908)]. The 


plaintiffs are pursuing state lav claims and the defendants 


are opposing these claims with, inter alia, their rights 


, 

under federal trademark law. If removed, plaintiffs’ 

claims would still be governed by state law. [Citation 

omitted] Thus removal would result in a federal court 

trying a state law action which is opposed by a federal 

defense. Such a result would 

in having the initial determination of their federal 

defense by a federal court. That interest as a ground 

for removal was expressly rejected by Mottley." 

It is clear that defendant Texaco simply cannot confer 
removal jurisdiction on this Court by raising issues relating 


to its federal trademark registrations or the litigation in 
which those registrations may bo involved. 

Defendant Texaco has argued that its status as a federal 
trademark owner may be ascertained by this Court independently 


of plaintiffs' state court pleading to thereby conclude that 


serve only defendants' interest 
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ading rai tion. This argu- 


last 


1666 (1975). 
Alligator, Lacoste brought a state 
or a declaration of its rights to use a crocodile 
femark. Alligator removed the action. The 
federal disti sourt refused to remand, relying on the theory 
a declaratory judgment action could look to 
the cause of action vhich the declaratory judgment defendant 
threatened to assert in order to establish federal question juris- 
diction. ‘he district court alternatively held that it could 
Status as a! wne federal trademark 
federal question jurisdiction. After 
the merits of the action, the Third Circuit 
yholly rejected the trial court's alysis - the jurisdictional 
issue and reversed and remanded the case with instructions to 
the trial court to remand the case to the state court in which 
it originally had been filed. 
Plaintiffs' Choice of State As 
Opposed To Federal Law As The 
Basis Of Their Claim Is Determirative 


Plaintiffs seek in the present action only to determine 


their respective rights to use the name and mark TEXGAS in Texas, 


under Texas law. 
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"Of course, arty who brings a suit is 
master to decide ill rely upon, and 
therefore, does determine whether he will bring a 
'suit arising unde ' pater or other law of 
the United States by his declaration or bill. 
That question cannot depend upon the answer, 
accordingly jurisdiction cannot be conferred 
the gcnere Be cven when anticipated and hash ti 

the bi «ot j 


has beer in numerous cases involving 


trademarks similar to t! action. For examplo, the 


court in ardner lark il Refining Co., 383 F.Sup; 151 


"Plaintiff is master of his claim and his choice 

of state, as opposed to federal law as the basis of 
his claim is to be respectod. It has been so held 
in numerous cases dealing with the precise issues 
involved in this case. [Citations omittcd]" 383 F. 
Supp. at 153. 


In Fischer v. Holiday Inn of Rhinelander, Inc., 375 F.Supp. 


defendants petitioned to remove plaintiffs' 


state court action, asserting unfair trade practices and violation 


of state trademark statute. The court first assumed that tho 
allegations of the plaintiffs' state court complaint would 
support a claim under the federal trademark laws, and then 
stated: 


"I must decide whether removability turns on thos 
allegations or on plaintiffs' characterization of "th ir 
cause of action. Several lower federal courts have 
decided this question in a context identical to that 
present here. Five district court opinions have held 
the plaintiff's characterization determinative. 
[Citations omitted]. 
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The present action is not removable and it should 


remanded to the District Court of Jefferson County, Texas 


172nd Judicial District. 


Respectfully submitted, 


Wendell C. Radford ae ga" = 
BENCKENSTEIN, McNICHOLAS, 
OXFORD, RADFORD & JOHNSON 
605 San Jacinto Building 
Beaumont, Texas 77704 


John F. Lynch 

ARNOLD, WHITE & DURKEE 
2100 Transco Tower 
Houston, Texas 77027 


Attorneys for Plaintiffs 
Of Counsel: 
James V. Maher, Jr. 
Allied Chemical Corporation 


P. O. Box 1057R 
Morristovn, N.J. 07960 
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UNITED STATES DISTRICT COURT 
EASTERN DISTRICT OF TEXAS 
BEAUMONT DIVISION 


ALLIED CHEMICAL CORPORATION, 
TEXGAS CORPORATION and 
TEXGAS SERVICE STATIONS, INC., 
CIVIL ACTION 
Plaintiffs, 
V. 
NO. B-75-360-CA 
TEXACO INC., 


Defendant. 


REQUEST FOR ENLARGEMENT OF TIME 
WITHOUT MOTION OR NOTICE 


NOW COMES DEFENDANT TEXACO INC., pursuant to Rule 6(b) 


of the Federal Rules of Civil Procedure and requests this Honorable 


Court to enlarge its time for responding to Plaintiffs' Motion to - 


Remand to the State Court, such enlargement to extend to a day ten 
days subsequent to a certain ruling anticipated shortly from the 
United States District Court for the Southern District of New York. 


In support whereof, Defendant avers as follows: 
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(1) As reflected in the attached Affidavit of John A. 


Sieger, on October 23, 1975, Plaintiffs herein agreed in Open Court 


to take no actions in furtherance of this case pending a determin- 
ation by the United States District Court for the Southern District 
. New York as to whether further prosecution of this action should 

be enjoined. 

(2) Plaintiffs' Motion to Remand is an action in further- 
ance of this case. 

(3) The interests of the United States District Court 
for the Southern District of New York and of the Defendant in the 
aforesaid agreement can be honored only if Defendant is not required 
to respond to the aforesaid Motion prior to the time it would hawe 
been required to respond had Plaintiffs honored said agreement. 

(4) Under the Rules of this Court, Defendant would have 
been required to respond ten days after a proper date for the filing 


of the Motion to Remand and the earliest such proper date will be 
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the date the New York Court rules on Texaco's Motion there for a 


emporary injunction against prosecution of this action. 


Respectfully ‘submitted, 


"t {7 
mi LOK | A LO d 
JÓHN A. SIEGER 
P. O. Box/52332 
llouston, Texas, 77052 
Ph. 228-9811 


" 


-and- 


nent of Time was served by 


75, to plaintiffs' attorneys 
cNicholas, Oxford, Radford, 
mont, Texas 77704, and Mr. 


J H ust n. 
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UNITED STATES DISTRICT COURT 
EASTERN DISTRICT OF TEXAS 
BEAUMCNT DIVISION 


ALLIED CHEMICAL C ORPORATION, 
TEXGAS CORPORATION and 
TEXGAS SERVICE STATIONS, INC., 


CIVIL ACTION 
Plaintiffs, 
y. 
NO. B-75-369)-CA 
TEXACO INC., 


Defendant. 


STATE OF TEXAS 


COUNTY OF HARRIS 


Now comes John A. Sieger, Affiant, who, having been duly 


ES 


sworn, deposes and seys as follows: 


(1) I am one of the Attorneys of record for Texaco Inc., Defendant 


herein. 
(2) Immediately upon service of the Petition and Citation herein, 
I established contact wich the law firm of Rogers, Hoge & Hills 


of New York City, New York, which is the firm principally responsible 
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enting Texaco Inc. in the New York litigation to which 
Plaintiffs' Origin Petition herein has reference. 
ntact was established, both Rogers, Hoge & Hills 
I have endeavored to coordinate our activities on behalf of 
joint client in our respective lawsuits. Pursuant to such 
rs, we have kept each other fully informed of developments 
occurred. 
(^) It is my information and belief ces a resvlt of such endeavor 
that, on October 23, 1975, the Honorable Lawrence W. Pierce, United 
States District Judge for the Southern District of New York, was 
presented v» th Texaco's request for an Order to Allied Chemical 
Company, one of the Plaintiffs herein, to show cause why it should 
not be enjoined from pursuing this action in Texas and, affirmatively, 
to cause its wholly owned subsidiaries, the other Plaintiffs herein, 
also to refrain from further prosecution of this action. 
Mr. James B. Swire of Rogers, Hoge & Hills reported to me by . 


telephone the outcome of the hearing on said request of Texaco and 


that the proceedings leading up to that outcomé were taken down by 


the Court's official reporter but had not been reduced to a trans- 


cript. I requested that, in the absence of a transcript, he forward 


to me a letter reflecting his personal knowledge of the matters 
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which transpired in court that day for my use 
appropriate. 

The letter attached hereto, dated October 9, 1975 and reflect- 
ing my receipt thereof on October 31, 1975, is the letter forwarfed 
by Mr. Swire in response to my aforementioned request. I believe 
the information therein to be true and hereby incorporate it by 


reference. 


WA, 2 Mu 


TT A. SIEGER SIEGER, _ 
^ Affiant 
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R é ) In - Allied Ch i 
Dear Mr. Sieger: 
[ wanted to confirm in writing the subst e of 
the understandings achieved between counse?! and the Court in 
New York. 
On October 23, we presented Judge Pierce with 
an order to show cause bringing on a motion for a preliminary 
injunction enjoining Allied and those in concert with it from 
proceeding witn the action that had been brought in the Court 
in Beaumont. Included in that order to show cause was a 
temporary restraining order providing the same relief pending 
determination of the motion. 
Allied appeared before Judge Pierce by James Maher, 
Esq., who is employed as an attorney by Allied, as well as Eric 
Woglom of Fish and Neave, counsel for Allied in New York. Mr. 
Maher represented to us and to the Court, on the record, that 
Allied and its subsidi tes would take no actions in furtherance 
of the Texas case pending determination of the motion for an 


injunction in New York. He 
time to answer in the Texas 
November 6, it being 
necessary, further 


further repres 
action 
understood that 
extension could 


if 
be 


an 
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would be 
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extended until 
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swer should 
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John Sieger 
Page Two 
October 


agreed tnat the depositions now noticed for November 6 would 
be adjourned, if necessary. 


On these representations, we agreed to the with- 
drawal cf the temporary restraining provisions in the order to 
show cause and Judge Pierce signed the order to show cause 
without: such provisions. Allied's answering papers are due on 
October 3l and Judge Pierce has indicated that he hopes to rule 
no later than November 5. 


I will keep you posted as to developments, of 
course. 


, Sincerely yours, 


š 
NTUA-C E 


Swire 
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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


TEXACO INC., 


Plaintiff, 
CIVIL ACTION NO. 
V. 75 CIV, 327 (LWP) 
ALLIED CHEMICAL CORPORATION, NOTICE OF APPEAIE2 

ec 
Defendant. ; 


Gj 
Us 
e 

- -J 


-ýy 


w i 
NOTICE IS HEREBY GIVEN that Allied Chemical Corppration, 
cn 


defendant above named, hereby appeals to the United States Court 


c^ Appeals for the Second Circuit from the Order dated November 6, 


12/5 and filed in this action November 10, 1975, and the Order 
for Preliminary Injunction pursuant thereto dated November 12, 
1975 and filed in 


this action on November 14, 1975. 
Dated: December 5, 1975. 


HOWES, COLLISON & ISNER 


By Dou B oltiscs, 
Bert A. Collison 
William K. Guild 
60 East 42nd Street 
New York, New York 


10017 
(212) 682-4590 


404a 
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ARNOLD, WHITE & DURKEE 
John F. Lynch 
Rodney K., Caldwell 
2100 Transco Tower 
Houston, Texas 77027 
(713) 621-9100 


Attorneys for Defendant 


Of Counsel: 

James V. Maher, Jr., Esq. 

P. O. Box 1057R 

Morristown, New Jersey 07960 


(201) 455-5021 
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UNITED STATES DISTRICT COURT 


SOUTHERN DISTRICT OF NEW YORK 


Plaintiif, 
-against- 
ALLIED CHEMICAL CORPORATION, 
Defendant. 
"cerro vereor MI qr A x 


October 23, 1975 
2:30 p.m. 


BEFORE: 
HON. LAWRENCE W. PIERCE, 
District Judge 


ROGERS, HOGE & HILLS, ESQS. 
Attorneys for plaintiff 
BY: JAMES B. SWIRE, ESQ., 
MERCER L. STOCKELL, ESO., 
of Counsel. 


FISH & NEAVE, ESQS. 

Attorneys for defendant 

BY: ERIC C. WOGLOM, ESQ. 
JAMES.V. MAHER, ESQ., 
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HE C I "Ouid you state the understandina 
agreed upon, then? 

te MAHER: AS I understand it -- 

HE COUR’ Let me preface it by saying an 


Order to show cause by 


ch contains a proposed temporary restraining 
"e Court 1S proposing to sign the order to show 


temporary restraining order, 


and counsel 


agreement with respect to the subject 


not an action commenced 


the State of Texas is within or without 


earlier entry order by this Court. 


lven the fact of an action 1iaving been commenced 
of Texas and the fact that Monday would be 


for the answer to be submitted 


to extend the date that must be 


issued 


and it, I am stipulating on behalf | 


of Allied Chemical Corporation that the answer which is now 


due on 


until 


October 27 


November Sth. | 


in the State Court casc, will not be due | 


et 


rt 
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he Texas rules cf procedure provide as to the Stipula- 
, but I am undertaking to make that Stipulation for 
\liied Chemical so that the Monday da te 1s no longer binding 


as "ar as we are concerned and that, I believe, obviates > 


( 1 fo tne TRO. 
MR SWIRE: Let > further state on bchalf of 
" I I rstanding i that in the event it becomes 
cessary to file an an jr 'Xas and that further ti 
L: essary that counsel will agre to a further extension 
it TIR. ime. 
THE COURT: This contemplates that the Court may 


equire some additional days to move on this, but it i 
Oped that we won't get to that situation. 


MR. SWIRE: And additionally we have a represen- 
on from Allied that the dates as to depositions are 
lexible as well and that there will be no further actions 


‘Orthcoming in the Texas proceeding pending determination 


R. MAHER: Yes. ‘ithe deposition notice states 
nat the time and place is subject to agreement by counsel 
and 1 can also represent -- 


THE COURT: We will do this on submission. 


We will put the return date in the order and 
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